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THE EIGHTH YEAR OF ADMINISTRATION 
OF THE LANHAM TRADEMARK ACT OF 1946* 


By Walter J. Derenberg** 


PART I. LEGISLATIVE AND ADMINISTRATIVE 
DEVELOPMENTS 


I. LEGISLATIVE DEVELOPMENTS 
1. Proposed Federal Legislation 
The Wiley Bill 


While in the field of copyright law the past year was out- 
standing because of the coming into effect of the Universal Copy- 
right Convention and our own amendatory legislation enacted 
as Public Law 743* on September 16, 1955, little progress can be 
reported with regard to the continued efforts to amend and 
revise the Trademark Act of 1946. It will be recalled that the 
revised Wiley Bill (S. 2540),? although passed by the Senate last 
year, did not pass the House during the 83d Congress. It was 
reintroduced as S. 215 on January 10, 1955, and referred to the 
Committee on the Judiciary. S. 215 includes, as did the predeces- 
sor bill, a proposal to repeal Section 33(b)(7) of the Act of 1946, 
which provides that it shall be a defense even against an incon- 

* Reprinted by special permission from the September 12, 1955 issue of the Patent, 
Trademark and Copyright Weekly Reports, published by The Bureau of National Affairs, 
Ine., Washington 7, D. C. 

** Member of New York Bar; member of Board of Directors and chairman of 
Editorial Board of U.S.T.A. 

1. 83d Cong., 2d Sess., approved August 31, 1954. 

2. Derenberg, “The Seventh Year of Administration of the Lanham Trade-Mark Act 
of 1946,” 102 USPQ No. 7, Part II, August 16, 1954 (44 TMR 991), hereafter referred 
to as “The Seventh Year,” at p. 991 and note 2. In addition to S. 215, several bills have 
been introduced in Congress to provide for an increase in fees in both patent and 
trademark cases. The House Judiciary Cummittee on July 12, 1955 approved H.R. 4983 


with amendments and a new bill, H.R. 7416, incorporating the amendments, was intro- 
duced by Mr. Celler on July 18, 1955. 
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testable trademark that the ‘‘mark has been or is being used to 
violate the antitrust laws of the United States.’’ The Attorney 
General’s National Committee to Study the Antitrust Laws, in 
its final Report of March 31, 1955, expressly recommends, in its 
brief section on trademark antitrust problems,® that this section 
be repealed and that Section 46(a) be amended to include a pro- 
vision under which the general jurisdiction of Government agen- 
cies to institute proceedings under the antitrust laws would be 
reserved even with regard to registered marks which have acquired 
the benefits of incontestability.‘ 


2. State Legislation 
a. The Model State Act 


In contrast to this small legislative activity in the field of 
federal law, significant progress was made during the year with 
regard to the enactment of better and more uniform state legis- 
lation. As of August 1, 1955, six additional states have recently 
enacted new statutes which substantially incorporate the provi- 
sions of the so-called ‘‘Model’’ State Legislation bill, bringing 
the total number of states which have enacted such legislation to 
seventeen.’ 


3. p. 259. 

4. While the difficult antitrust problems arising under Section 526 of the Tariff Act, 
to which reference was made in last year’s report, “The Seventh Year”, supra, note 2, 
pp. 991 and 996-1000, are among those trademark antitrust problems to which the 
Attorney General’s Committee gave careful attention and study, it was finally decided, 
perhaps in view of the four civil antitrust proceedings against the perfume importers 
(“The Seventh Year,” p. 998 and note 22), to refrain from including any discussion or 
recommendations with regard to these problems in the report. It may, however, be noted 
that 8. 215, as reintroduced last January, does not include a provision for outright repeal 
of Section 526 of the Tariff Act, as was incorporated in the predecessor bill until it 
was struck shortly before the bill passed the Senate. 

5. The following specific data with regard to these 6 states have been obtained 
through the cooperation of The United States Trademark Association and especially 
Mrs. L. Stoughton, of the firm of Rogers, Hoge & Hills, who, until recently, was chair- 
man of the Association’s State Trademark Committee. The states which have passed 
this legislation with only minor changes are: Indiana, Senate Bill 175, effective March 23, 
1955; Utah, Senate Bill 95, effective May 10, 1955; Washington, House Bill 235, effec- 
tive September 1, 1955; Michigan, House Bill 284, effective October 14, 1955; South 
Dakota, Senate Bill 231, effective January 1, 1956, and Illinois, Senate Bill 560, effective 
January 1, 1956. 

All of these states provide for a 10-year term of registration and a $10 registration 
fee, while renewal fees vary between $5 and $10. They all provide that the mark must 
have been used in the state before the filing date and that specimens have to be filed 
with the application. Some of these acts (Indiana, Michigan, South Dakota and Wash- 
ington) expressly- provide that no consideration should be given by the Secretary of 
State in determining likelihood of confusion to trademarks which have been previously 
registered in the U.S. Patent Office; apparently it was felt that this would put an 
undue burden upon the Secretaries. There are some interesting minor variations. Under 
the Illinois statute, for instance, service marks may be registered; the Indiana act 
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b. The ‘‘ Antidilution’’ Statute 


The State of Georgia can now be added to those states which 
have enacted the ‘‘ Antidilution’’ Statute.* Georgia thus becomes 
the fourth state, which has enacted such legislation, following the 
lead of Massachusetts, Illinois and New York.’ 


II. ADMINISTRATIVE DEVELOPMENTS 
1. Rules and Regulations of the Patent Office 


One of the most important recent developments with regard 
to the practice of trademark law is, of course, the promulgation 
of the new Rules of Practice in Trademark Cases,* which have 
just become effective this month. Some of the major innovations 
with regard to inter partes proceedings which have been brought 
about by the new rules were briefly discussed in 1954 by Assistant 
Commissioner Leeds in her address at the annual meeting of 
The United States Trademark Association.° With regard to con- 
tested cases, the rules, as finally promulgated, have undergone 
certain changes from the proposed rules as initially published a 
year ago,” but no attempt will be made here to review them in 
detail since their purpose and significance was concisely out- 
lined in the Assistant Commissioner’s above-mentioned paper. 
Moreover, it would seem premature to even venture a guess at 
the present time with regard to the ultimate effects which the new 
rules may have on the disposition of contested cases by the 





authorizes the Secretary of State to accept letters of consent from owners of previously 
registered marks. Several of the statutes expressly provide for a cancellation procedure. 
The Michigan act includes a significant exemption from liability for advertising agency, 
publications and similar media which may, in good faith, infringe upon the rights of 
a registrant. The Utah act authorizes the Secretary of State to refuse registration of 
marks which are identical or closely similar to previously recorded corporate names of 
domestic corporations or foreign corporations authorized to do business in the State. 
The Washington act includes a provision against registrability of marks which have 
acquired distinctiveness, i.e., apparently marks which, under the federal law, would come 
within the scope of Section 2(f) of the Act of 1946. But none of these statutes calls 
for mandatory registration or would seem to endanger in any way common law rights 
acquired by priority of adoption and use within the state. 

6. Georgia Senate Bill No. 31, adding new Sec. 17a to the Georgia Trade-Mark 
Act of 1952. 

7. “The Seventh Year,” supra, note 5, p. 993 and note 11. 

8. Part 2—Rules of Practice in Trademark Cases, of Title 37, Patents, Trademarks 
and Copyrights, Chapter 1, Patent Office, Department of Commerce; 106 USPQ No. 2, 
Part Il, July 11, 1955, 20 Federal Register, July 7, 1955, p. 4797. The new rules 
became effective August 15, 1955, except as otherwise provided. 

9. “The Proposed New Rules of Practice with Regard to Trademarks,” (44 TMR 
No. 7) (July 1954), p. 755. 

10. 19 Federal Register, August 2, 1954, p. 5356, and (44 TMR 1055) (Sept. 1954). 
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Patent Office tribunals. While the Office is aware of the fact 
that the new rules with regard to interrogatories, requests for 
admission, taking of depositions, and the new discovery procedure 
in general may result in a lengthening of the trial period, it is 
anticipated by the Office that in the end this will result in lending 
more weight to the final determinations of the Patent Office 
tribunals by providing more leeway for the assertion by way of 
affirmative defenses of all issues which may have any important 
bearing on the adjudication of the rights of the parties. 

The practice before the Office will greatly benefit by the 
elimination of numerous burdensome requirements which have 
had to be observed in the past with regard to the presentation 
of evidence and with regard to the pleadings. For instance, it 
will prove gratifying to the practitioner to be relieved of the 
burden to submit documentary evidence with regard to material 
of which the Office may take official notice since the records are 
in its own files. Not much significance was ever given to the 
now eliminated requirement for the filing of ‘‘Reasons for Ap- 
peal’’ within the Office. Reasons for appeal will, of course, have to 
be filed when a case is appealed to the Court of Customs and 
Patent Appeals. 

With regard to ex parte proceedings, there have been a few 
rather significant changes made since the first publication of 
the proposed new rules in August 1954. I shall limit myself to 
calling attention only to a few of these changes. 

(1) The proposed rules broadly provided in Section 100.42 
that non-lawyers who had been previously admitted to practice 
in trademark cases would continue to be recognized in connection 
with ex parte matters but would no longer be permitted to prac- 
tice in contested cases. This latter limitation has now been elimi- 
nated in Rule Sec. 2.12 and such persons may eontinue to practice 
in both ex parte and inter partes cases upon filing with the Com- 
missioner a request for recognition prior to December 31, 1955. 

(2) New Rule Sec. 2.39 expressly relieves applicants relying 
upon a foreign registration of the necessity to allege use in the 
foreign country or to file specimens of such use. This rule codifies 
the Commissioner’s recent ruling in the MERRY cow case,” which 
will be discussed later in this report. 


1. Ex parte Societe Fromageries Bel, 105 USPQ 392 (45 TMR 846) (C.P. May 27, 
i908). See p. 1003 infra. 
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(3) New Rules Sec. 2.51 and 2.52 include some significant 
changes with regard to the form of the drawing accompanying 
an application. For the first time it is provided in Sec. 2.51(d) 
that the drawing may consist of the mark typed in capital letters 
on paper, in cases where registration is sought ‘‘only of a word, 
letter or numeral, or any combination thereof, not depicted in 
special form’’. This will undoubtedly prove a welcome money 
saving device with regard to applications which qualify for this 
exception. It may also be noted that according to Sec. 2.52 (d), 
certain information will now have to appear across the top of 
the drawing, including the date of first use and other pertinent 
information. This would serve as an aid in connection with the 
Office’s search files and index. 

(4) Rule Sec. 2.142 provides that an appeal in an ex parte 
matter must be taken within 60 days from the date of final rejection. 
Until now a period of six months was available. Some doubt has 
been expressed as to the authority of the Commissioner so to 
reduce the appeal period in view of the language of Section 12(b) 
of the Act which, on its face, may be construed expressly to provide 
for a six months period within which to appeal. 

(5) Rule Sec. 2.184 substitutes a petition for an appeal in 
cases in which the registrant is dissatisfied with a rejection of an 
application for renewal. It may be noted that, contrary to the 
filing of an appeal, no fee is required in connection with the filing 
of a petition to the Commissioner. 

(6) The potentially most far-reaching new rule with regard to 
ex parte matters is Sec. 2.69. As originally proposed last August, 
this rule read as follows: 

‘*Sec. 100.141 Federal label approval required in certain 
cases. (a) When an application is filed to register a mark 
used on a product which, under the provisions of an act of 
Congress, may not be lawfully sold in the commerce specified 
in the application without approval by a designated agency 
(for example, meat products), the application must contain a 
statement that sale of the product, or products, in such com- 
merce is authorized by the appropriate agency, identifying 
such agency and designating the nature of approval and the 
permit number, if any. 

(b) Applications to register marks for wines and distilled 
alcoholic liquors must be accompanied by a certificate, or state- 
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ment of approval of the label filed as a specimen from the 
Alcohol Tax Unit, Bureau of Internal Revenue.’’ 


As a result of considerable opposition, the rule has been completely 
revised and now reads: 


‘**Sec. 2.69 Compliance with other laws. When the sale or 
transportation of any product for which registration of a 
trademark is sought is regulated under an Act of Congress, 
the Office may, before allowance, make appropriate inquiry 
as to compliance with such act for the sole purpose of deter- 
mining lawfulness of the commerce recited in the applica- 
tion.’’” 


It will be noted that, as revised, this rule, although extremely 
broad, in terms—broader indeed than the rule which it replaces— 
does not make it mandatory but only discretionary with the Office 
to make inquiry with regard to compliance by the applicant with 
collateral statutory provisions on which the lawfulness of appli- 
cant’s commerce may depend. If this were taken literally, it would 
give the Office authority to make inquiries not only with regard 
to federal label approval in wine and liquor cases or in case of 


some other regulated products, such as meat products, etc., but 
might on its face permit the Office to examine antitrust aspects, 
unfair methods of competition, misbranding under the Food, Drug 
& Cosmetic Act, and numerous other activities, the policing of 
which has been entrusted to other Government agencies. If this 
were the purpose of the rule, it might well result in what the late 
Mr. Justice Jackson referred to as: 


‘* * * recent instances in which part of the government 
appears before us fighting another part—usually a wholly 
executive-controlled agency attacking one of the independent 
administrative agencies—the Departments of Agriculture 
(Secretary of Agriculture v. United States, U.S.—) and 
Justice (United States v. Interstate Commerce Commission, 
337 U. S. 426) against the Interstate Commerce Commission, 
the Department of Justice against the Maritime Commission 
(Far East Conference v. United States, 342 U. S. 570), the 
Secretary of the Interior against the Federal Power Com- 
mission (United States ex rel. Chapman v. Federal Power 
Commission, ——U. S.—.)’”™ 


12. Supra, note 8. 
13. The Ruberoid Company v. F.T.C., 343 U.S. 470, (1952) 482. 
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The recent decision of the Federal Trade Commission in the Matter 
of Standard Sewing Equipment Corporation et al., to which 
reference will be made below, furnishes a drastic example of the 
result of such overlapping and conflicting Government agency 
actions. It is believed, however, that new Rule Sec. 2.69 was 
actually intended not to promote but, on the contrary, to avoid 
such overlapping and in all probability will be construed to be 
nothing but an expression of willingness on the part of the Patent 
Office to cooperate as closely as possible with other Government 
agencies. If that be the significance of the new rule, its practical 
administration may serve to remove the fears of those who have 
expressed concern about the apparently unlimited scope of the 
investigatory authority of the Office. 


2. The Federal Trade Commission 


Reference was made a year ago to the initial decision by the 
Hearing Examiner in the Standard Sewing Equipment Corpora- 
tion case in which he had ordered the respondent to cease and 
desist from making any use of the trademark uNIVERSAL on 
Japanese imported machines despite the fact that respondent had 
a valid registration for the mark that other registrants of uNIvER- 
saL as a trademark for different products had not opposed res- 
pondent’s application and that respondent had, moreover, complied 
with the Treasury Department’s marking requirements concerning 
goods of foreign origin. The Hearing Examiner held that the 
marking was insufficient to prevent consumer confusion and that 
the use of the word universaL indicated American origin. He 
ordered complete excision of the name untversaL from respon- 
dent’s goods. Upon appeal to the full Commission, the Hearing 
Examiner’s decision was recently modified so as to permit the 
respondent to retain the trademark uNIveRsaL provided respon- 
dent’s corporate name will appear in connection therewith in 
legible marking.** The Commission’s decision is noteworthy in 
several respects. First of all, four of the five Commissioners wrote 
separate opinions on various aspects of the case. The majority 
opinion written by Commissioner Secrest, was joined in by Com- 


14. “The Seventh Year,” supra, note 5, p. 993 and note 16. 
15. Trade Reg. Rep. (1955) 25,442, May 2, 1955. 





994 THE TRADE-MARK REPORTER Vol. 45 T. M. RB. 


missioner Mead, the only Commissioner who did not write a 
separate opinion, and was concurred in ‘‘but with considerable 
reluctance’’ by Chairman Howrey, who suggested that since res- 
pondent had complied with all marking requirements of the Tariff 
Act, he should ‘‘not be required to peddle his markings to various 
government agencies to ascertain separate and conflicting inter- 
pretations. It should be enough, ordinarily,’’? Chairman Howrey 
stated, ‘‘to obtain the approval of the agency having original juris- 
diction.’’ In his opinion, the solution to conflicts of this type would 
lie in closer cooperation between the Commission and the Customs 
Bureau which may result in interpretations acceptable to both 
agencies. Commissioner Gwynne, in his dissent, rightly pointed 
out that not only had respondent complied with the marking 
provisions of the Treasury Department but that he had also made 
a great investment, had had his mark accepted for registration by 
the Patent Office, and had successfully defended it against third 
parties at least 25 times. Commissioner Mason, although joining 
in Commissioner Gwynne’s decision, wrote a special opinion in 
which he deplored the Commission’s action. Among other things 
he said: 


‘‘Besides reworking the Bureau of Customs field, we have 
also wandered over into the Patent Office Trade-Mark Opera- 
tion of the Department of Commerce. 


‘‘In the instant case, defendant applied for and received 
a trademark registration for its use of the word UNIVERSAL. 
Issuance by the Patent Office of a trade-mark registration 
carries with it prima facie evidence of validity, ownership 
and right to use. 


‘“We have reversed the Department of Commerce copy- 
right department (sic) which gave Standard the right to use 
the word UNIVERSAL in manner and form as respondent has 
been using it for years, and all this after it has successfully 
defended in the courts of the land its right to such a symbol.’’ 


The case is particularly significant in view of the fact that the 
Commission has not otherwise exercised its jurisdiction to seek 
cancellation of registered trademarks under Section 14 of the Act 
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of 1946 and has indicated to Congress that it would not oppose 
the elimination of this jurisdiction as proposed in the Wiley Bill.” 


PART II. INTERPRETATION OF THE LANHAM ACT 
BY THE PATENT OFFICE AND THE COURTS 


I. PROBLEMS OF REGISTRABILITY 
1. The Principal Register 
1. Prospiems or TrapEMARK ‘‘UspE’’ 


a. Trademarks and Trade Names 


The distinction between trademarks proper and trade names 
or corporate names remains an important factor in determining 
questions of registrability. The Office has adhered to the now 
well-established practice that no mark will be registered on either 
register if it appears to be used only as a trade name and not 
as a technical trademark. This point may be raised in ex parte 
proceedings as well as in inter partes cases. Thus, the Examiner- 
in-Chief, in an opposition proceeding involving the registrability 
of the letters B «& B,’” instituted by another user of the same letters, 
had to pass upon the question whether applicant’s alleged prior 
user of B & B was trademark use or was a use merely of an 
abbreviation of the applicant’s corporate name. It appeared that 
the symbol sp « Bs had been used primarily in conjunction with 
other wording comprising the notation B & B ST. PAUL, USA Or B & B 
ST. PAUL, MINN. and similar wording, and that such use did not 
constitute trademark use, particularly in view of the fact that 


16. It may also well be questioned to what extent this case involved the “specific and 
substantial public interest”? which must be found before the Commission is to proceed 
in cases of this kind. This aspect of the Standard case is discussed in a paper recently 
presented by Former Federal Trade Commissioner Albert A. Carretta, “The F.T.C., 
Trademarks and Public Interest,” published in the August issue of The Trademark 
Reporter. In this respect, the decision by the Court of Appeals for the District of 
Columbia in North American Airlines, Inc. v. Civil Aeronautics Board, American Air- 
lines, Inc. Intervenor, of June 23, 1955 (not yet officially reported), is of paramount 
interest. It was there held by a unanimous court that the Civil Aeronautics Board went 
beyond its statutory authority in holding that use of the name NORTH AMERICAN AIRLINES 
was an act of unfair competition as against AMERICAN AIRLINES. The Court of Appeals 
held that this was not the type of unfair competition which the Civil Aeronautics Board 
may consider under its authority, 49 U.S.C. Sec. 491 (1952), since it did not involve 
an_overriding public interest; on the contrary, Judge Danaher emphasized in the opinion 
that the equity courts are open to American Airlines, should it decide to file a private 
suit for unfair competition and that the Civil Aeronautics Board should not pass upon 
what, primarily, was a controversy between two private parties with only an incidental 
effect on the public interest. 
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the applicant had also used additional marks on the products 
involved as technical trademarks. The Examiner-in-Chief said: 


‘¢However, it would hardly do to call the trade mark Redipen 
used by applicant on its pens an ‘accessory symbol’ to the 
inconspicuous abbreviation of its trade name hidden else- 
where. The use of a recognizable trade mark upon an article 
may very well emphasize the absence of trade mark signi- 
ficance of other notations used on the same article when the 
latter is doubtful.’’ 


In Ex parte Haymarket Veterans Uniform Company, Inc.,"* the 
notation LEGIONNAIRE UNIFORM Co., with a picture of a man wear- 
ing a uniform, had been held unregistrable by the Trademark 
Division on the ground that it was incapable of distinguishing, 
but upon appeal to the Commissioner the application was rejected 
on the different ground that the applicant sought to register its 
own trade name and that the addition of the pictorial presentation 
did not make the trade name registrable. On the other hand, 
where an applicant sought registration of the mark LINE MATERIAL 
under Section 2(f), it was held that that term, at the time of filing 
of the application, was neither a corporate name nor a trade name 
but served to identify one of applicant’s divisions. The Commis- 
sioner agreed with the Examiner that the words LINE MATERIAL 
in capital letters, followed by a symbol and the words MILWAUKEE, 
wis. did not evidence proper trademark use but that subsequently 
submitted name plates showing the words LINE MATERIAL alone 
in capital letters satisfied the statutory requirements. (It was 
further held that applicant had established distinctiveness of 
this mark under Section 2(f).)*® 


b. Trademark and ‘‘Grade Mark’’ Use; Style Designations 


As was pointed out in some detail in last year’s report,”° the 
Office has been stricter than in previous years in distinguishing 
between trademarks on the one hand and grade or style designa- 


17. B B Pen Company, Inc. v. Brown § Bigelow, 105 USPQ 196 (45 TMR 842) 
(PO ChEx. 1955). 


18. 105 USPQ 75 (45 TMR 726) (C.P. 1955). 


19. Ex parte McGraw Electric Company, 105 USPQ 44 (45 TMR 605) (C.P. 1955). 
This point is also discussed by the Commissioner in Ez parte E. Leitz, Inc., 105 USPQ 
481, 484-5 (45 TMR 855, 887), referred to later in this report, at p. 1001. 

20. “The Seventh Year,” supra, note 2, p. 1000. 
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tions on the other. This had been true both in ex parte and inter 
partes cases and the mere fact that a mark sought to be registered 
or protected is used as a so-called ‘‘secondary’’ mark in conjunc- 
tion with a house mark or ‘‘primary’’ mark has served consider- 
ably to limit its scope of protection." Thus, it was held in Bunny 
Bear, Inc. v. Dennis-Mitchell Industries,” involving the terms 
TOT TRAVELER for a child’s automobile seat and an application to 
register the term TODDLER TRAVELER for a similar article, that the 
Examiner of Interferences, in awarding registration to the junior 
party, had failed to consider the ‘‘fundamental question’’ whether 
the latter’s use was proper trademark use. It was held that the 
applicant’s real trademark was BuNNyY BEAR and that its use of 
the term TODDLER TRAVELER was merely use as a style name for 
one particular item from applicant’s catalog and price list. In 
Ex parte Mishawaka Rubber and Woolen Manufacturing Com- 
pany,”* registration of the word PpasapENa on the Supplemental 
Register for women’s shoes had been rejected on the ground of 
likelihood of confusion with pasaDENA PLAYCLOTHES (with an 
illustration of a palm tree) for snow suits, hats, leggings, ete. 
The specimens submitted showed applicant’s house mark BaLL- 
BAND as its trademark and the word pasapena in smaller letters, 
as a model or style designation. The Commissioner ruled, after 
emphasizing that use as a style designation did not, in itself, 
preclude registration if the mark also served as an indication of 
origin, that this may be an important factor against finding 
likelihood of confusion with a previously registered mark. As a 
result, registration of the mark was ordered. In one of the rela- 
tively few cases in which a name, the primary significance of 
which was that of a shade designation, was held registrable 
despite that fact,* the applicant succeeded in registering the word 
ERMINE for hair tinting preparations. The Examiner had rejected 
the mark even for the Supplemental Register on the ground that 
it was not functioning as a trademark but ‘‘merely as a color 
designation’’, The Examiner had stated that descriptive wording 

21. Cf. with regard to this entire problem and particularly with regard to the use 


of shape and scent marks in the cosmetics industry, Richards and Haller, “Shade and 
Scent Marks”, 44 TMR 1125 (Oct. 1954). 


22. 104 USPQ 116 (45 TMR 357) (C.P. 1955). 
23. 105 USPQ 73 (45 TMR 610) (C.P. 1955). 
24. Ez parte Clairol Inc., 105 USPQ 71 (45 TMR 609) (C.P. 1955). 
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of this kind should ‘‘remain dedicated to the public’’ and ‘‘not 
enjoy an exclusive use’’. The Commissioner, in reversing the 
Examiner, held that the fact that ermine was a color designation 
used in conjunction with the primary mark Miss cLAIROL was not 
conclusive and that such designation might be capable of dis- 
tinguishing applicant’s goods, particularly since the word ERMINE 
was not necessarily descriptive of a white color as applied to 
cosmetics and that applicant, according to the specimens sub- 
mitted, used the term to suggest ‘‘a real platinum’’ color. The 
Commissioner said: 


‘‘As used, the mark probably does not in fact distinguish 
applicant’s products, but it is believed to be capable of dis- 
tinguishing, and that is all that is required for Supplemental 
Registration. ’’ 


It should be noted, however, that in its only recent decision on 
this point the Court of Customs and Patent Appeals appears to 
be more sympathetic toward protection of secondary marks than 
the Office has been in some of the more recent cases.** Thus, in 
the RAIL BIRD—GAME BIRD case, to which reference was made in 
last year’s report,”® the Court, while affirming the Commissioner’s 
decision that the two terms were not confusingly similar, as applied 
to hats for men and women, and that the opposition was, there- 
fore, rightly dismissed on that ground, also commented on the 
rejection ex parte by the Commissioner of the term rai BIRD on 
the ground that it had been used merely as a style designation 
of a particular stetson hat. Since the applicant did not appeal 
from this adverse ruling, the Court held that, upon appeal by 
the losing opposer, the ex parte issue was not properly before 
the Court. On the other hand, it was also emphasized that the 
Commissioner’s ex parte ruling had not made the confusion issue 
moot, since otherwise the way would be left open to the applicant 
to file a new application after ‘‘obtaining a greater quantity of 
trademark use * * *’’, The Court then expressed its agreement 
with the opposer’s argument that the fact that both marks were 
used in connection with posss and stetson should not have a bear- 


25. Hat Corporation of America v. John B. Stetson Company, 106 USPQ 200 
(CCPA 1955). See p. 1033, infra. 


26.“The Seventh Year,” supra, note 2, p. 1000 and note 30. 
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ing on the issue of similarity since the controversy between the 
parties concerned the words GaME BIRD and RaIL BIRD alone, and 
added : 


‘‘We therefore feel that it was improper to consider the 
marks sTETsoNn and posss under the foregoing fact situation.’’*’ 


c. ‘‘Ingredient’’ Marks 


While there have been no published decisions with regard to 
the registrability of ‘‘ingredient’’ marks since the series of rulings 
discussed in last year’s report,” it is understood that such marks 
will now be accepted for registration where the ingredient is 
‘‘separably identified and identifiable’’. Only where this standard 
cannot be met by the applicant will registration be refused under 
the rule of the Lurex”® and penaten® decisions. 


d. Trademark ‘‘Use’’ Generally 


There has been no change in the general ‘‘use’’ requirements 
of either trademarks or service marks. Thus, in Textron Incorpo- 
rated v. Alexander Smith & Sons Carpet Company,” where an 
applicant seeking two registrations for the word TEXTRALIZED as 
a trademark and a service mark, was opposed by the registrant 
of Textron, and the Examiner of Interferences had dismissed the 
opposition for lack of likelihood of confusion, the Commissioner 
rejected one of the applications ex parte on the ground that the 
specimen submitted failed to indicate that the mark was used as 
a trademark but merely served to state that a certain service had 
been performed with regard to the processing of fibres. On the 
other hand, the specimens submitted in connection with the service 
mark application showing the word TEexTrRaLizep in conjunction 
with the words AN ALEXANDER SMITH PROcEsS at the bottom of 
the label were held to constitute labels ‘‘more or less typical of 
service mark usage in the materials treatment field’’. As a result, 
registration was granted with regard to the word TExTRALIzED 
as a service mark but not as a trademark. 

. 106 USPQ 200, at 203. 


. “The Seventh Year,” supra, note 2, p. 1000 and note 3, p. 1002. 
. The Dobeckmun Company v. D-Con, Inc., 100 USPQ 312 (44 TMR 735) (C.P. 


. John H. Woodbury, Inc. v. Penaten, 101 USPQ 496 (44 TMR 1215) (C.P. 1954). 
- 103 USPQ 151 (45 TMR 218) (C.P. 1954). 
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e. Registration in the name of domestic agent or distributor 


It now appears firmly established that mere importation of 
foreign-made products by an agent or distributor will not consti- 
tute sufficient trademark use for the purpose of establishing owner- 
ship of the trademark under Section 1 of the Act of 1946. This 
rule, first announced in the Birnbaum case, was subsequently ap- 
plied in Rimmel, Inc. v. Nelson,*? where the Commissioner observed 
with regard to the standing of an opposer in whose name, as 
American distributor, the mark had been registered: 


‘‘Tt is not seen how this opposer acquires rights in the trade- 
mark of the French manufacturer merely through importation 
and sale of the foreign-made goods bearing the mark any 
more than a wholesaler acquires rights in the trade mark of 
an American manufacturer merely through sale and distribu- 
tion of American made goods bearing the manufacturer’s 


mark. 
« & * * * 


‘‘A trade mark indicates origin of the goods. The origin 
of the goods opposer sells is the French manufacturer. A 
trademark also performs the function of advertising and sell- 
ing—but the advertising and sale of the goods involved here 
is in connection with those of the French manufacturer and 
not opposer.’’ 


The Commissioner further observed, however, that while such 
distributors should not be held entitled to registration in their own 
name, they may still not be without status to oppose registration 
of a confusingly similar mark by another party, particularly where 
the distributorship is exclusive in terms. The Commissioner stated : 


‘‘This is especially true if the distributorship is exclusive in 
its terms. The statute gives to any person who believes he 
will be damaged the right to oppose, and damage might well 
result to such a distributor through loss of sales to him as 
well as to the owner of the mark. The grounds of opposition 
in such cases, however, are not ownership and use of the 
mark.”’ 


Since these two precedents, a policy is followed by the Office not 
to permit registration even in the name of exclusive distributors 
of foreign-made products unless it can be established that to some 

32. See Mackie-Lovejoy Mfg. Co. v. Birnbaum, 102 USPQ 38 (44 TMR 1223) (C.P. 


1954), and Rimmel, Inc. v. Nelson, 102 USPQ 258 (44 TMR 1248) (C.P. 1954). The 
Birnbaum case was also discussed in “The Seventh Year,” supra, note 2, p. 998. 
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extent the manufacturing good will associated with the product 
inures to the benefit of the registrant or unless the American 
business is an entirely independent business which would justify 
the application of the doctrine laid down in the United States 
Supreme Court’s decision in Bourjois v. Katzel.** In line with this 
policy, the Commissioner recently dismissed a petition to cancel 
the mark HENRY A LA PENShE™ brought in the name of a New York 
corporation which had been the exclusive importer and distributor 
of registrant’s goods in the United States. It was held that the 
use by the distributor of the mark which was sought to be cancelled 
inured to the benefit of the French principal, that the distributor’s 
rights did not arise from the trademark alone but from various 
contractual agreements with the French company and that the 
nonuse of the mark by the latter during World War II was an 
excusable nonuse which was cured after termination of the war. 
The doctrine was again applied and forcefully restated in the 
Commissioner’s two most recent decisions with regard to two 
applications by E. Leitz, Inc. to register the names 8. Lerrz and 
WETZLAR display with in a design.* These applications were filed 
by the American importer and distributor of the world-famous 
German LEICA camera and related equipment. The applicant had 
acquired its alleged trademark rights from the Office of Alien 
Property, which had vested the trademarks registered in the name 
of the American affiliate of the German manufacturer, to which 
the Commissioner’s decision refers as NEW YORK LEITZ. It was held 
that the goodwill in the United States symbolized by the names 
LEITz and LeIca had its situs in Germany and that the American 
distributor acquired no part of that goodwill as a result of impor- 
tation and sales in this country of German-made products. Com- 
missioner Leeds continued: 

‘* At the time of vesting, New York Leitz had a good will 
in the distribution and repairing of German Leitz products, 
but such goodwill is separable from the goodwill symbolized 
by the mark and from the goodwill of the business in which 
the mark is used. ‘The distribution goodwill’ of New York 
Leitz has its situs in the United States, and so far as this 
record discloses, it was that good will, and only that, which 


33. 260 U.S. 689, 67 L.Ed. 464, 43 Sup.Ct. 244 (13 TMR 69) (1923). 

34. Henry a la Pensée, Inc. v. Société & Responsabilité Limitée Henry a la Pensée, 
104 USPQ 119 (45 TMR 360) (C.P. 1955). 

35. Ea parte E. Leitz, Inc., 105 USPQ 480 and 481 (45 TMR 855, 857) (O.P. 1955). 
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was vested, since that was the only good will which had its 
situs within the jurisdiction of the United States. 
* * * 

‘*Since the good will symbolized by the mark ‘Leitz’ did 
not have its situs in the United States, it was neither vested 
nor assigned by the instruments executed by the Office of 
Alien Property. It is therefore held that this applicant did 
not become the owner of the trademark sought to be registered 
as a result of Vesting Orders No. 18376 and 18787 and the 
subsequent assignment to it of the property which was 
vested.”’ 


In the companion case, it was observed that the applicant could 
not avail itself of the recording privileges under Section 42 of 
the Act or Section 526 of the Tariff Act since those sections were 
intended to protect a trademark owner registrant, whereas an 
American sales agent, even though he may be an exclusive dis- 
tributor, should not be considered the owner under the Birnbaum 
and Rimmel cases* and other precedents. 


The Commissioner’s decisions in the Leitz cases may have 
far-reaching significance with regard to other situations in which 


the Office of Alien Property may have tried or may attempt in the 
future to sell formerly German-owned trademarks which have 
never ceased to represent, in the eyes of the American public, a 
product of foreign origin even where, as in the Leitz case, the 
American distributor may have had some facilities in the United 
States for repair, promotion or other similar purposes. It seems 
clear, ever since the unfortunate results which flowed from the 
‘*sale’’ of enemy-owned trademarks after the first World War,* 
that marks which have been and will remain associated with 
foreign origin, cannot be disposed of like tangible merchandise 
under the Trading with the Enemy Act, but should be returned 
to their former owner wherever any other mode of disposal would 
inevitably lead to a deception of the American public.*® This should 

36. 105 USPQ 481 at 485 (45 TMR 855, 857) (italics added by the Commissioner). 

37. Note 32, supra. 

38. Cf. Mulhens & Kropff, Inc. v. Ferd. Muethens, Inc., 6 USPQ 144 (21 TMR 423), 
43 F.2d 937 (2d Cir. 1930), cert. den. 282 U.S. 881 (1930), involving the trademark 
“4711”; for a further discussion, cf. Derenberg, “The Impact of the Antitrust Laws on 


Trademarks in Foreign Commerce,” 27 N.Y.U.L.Rev. No. 3 (1952), reprinted at (42 TMR 
365) (1952). 

39. The Administration’s bill is H.R. 6730, introduced by Representative Priest on 
June 8, 1955, 84th Cong. 1st Sess., and referred to the Committee on Interstate and 
Foreign Commerce. 
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be our policy with regard to trademarks regardless of what other 
action may ultimately be taken on pending legislation for the 
return of alien property in general. Since the Commissioner 
reached the conclusion in these two important decisions that the 
United States ‘‘purchaser”’ of registrations which, on their face, 
indicate not only the name of the German manufacturer but even 
the place of his location, as in the case of weTzLar, does not acquire 
any title or rights to the registration of these marks here, it be- 
came unnecessary expressly to pass upon the contention that the 
marks should be rejected ex parte on the further ground of de- 
ceptiveness under Section 2(a) of the Act. 

As previously stated, the problem of registrability of trade- 
marks in the name of American distributors or agents has also 
given rise to intricate antitrust problems for which a solution must 
be found even though the Attorney General’s National Committee 
to Study the Antitrust Laws in its final Report® fails to make any 
recommendations with regard thereto. No further legislative or 
administrative steps have been taken concerning this question 
since the date of last year’s report;** but whatever legislative 
proposal may finally be made, the new policy established by the 
Patent Office in determining registrability of marks used by agents, 
distributors or importers of foreign-made products will undoubt- 
edly have an important bearing upon the ultimate solution.* 


f. Use Requirements with regard to Foregin Applicants under 
the International Convention; Ex parte British Insulated 
Callender’s Cables Overruled.“ 


Undoubtedly one of the most interesting ex parte rulings dur- 
ing the last year is Ex parte Societe Fromageries Bel.** Since this 
decision in effect overrules an earlier Commissioner’s decision,“ 
a board of three decided the appeal in this case, which, in the Office, 
is frequently referred to as THE MERRY Cow decision. The applica- 


40. p. 988, supra. 

41. “The Seventh Year,” supra, note 2 (44 TMR 991). 

42. For an interesting discussion of the entire problem, including recommendations 
which propose complete repeal of Section 526 of the Tariff Act, see Note, “Trademark 
Infringement: The Power of an American Trademark Owner to Prevent the Importation 
of the Authentic Product Manufactured by a Foreign Company,” 64 Yale L.J. 557 (1954). 


- 43. Ea parte British Insulated Callender’s Cables Limited, 83 USPQ 319 (39 TMR 
1057) (C.P. 1949). 


44. See note 11, supra. 
45. See note 43, supra. 
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tion involved a mark comprising an illustration of the head of a 
laughing cow and the words THE MERRY cow with certain transla- 
tions. Application was sought for butter, cheese and other food 
products but no use, either in the United States or in the applicant’s 
home country, was alleged and no specimen submitted. The appli- 
cation merely recited ownership of a French registration and also 
claimed the benefits of the priority right under Article 4 of the 
International Convention. In accordance with the practice estab- 
lished in the now overruled British Insulated Cables case,** the 
Examiner had rejected the application on the ground that even 
under Article 6 of the Convention and Section 44(e) of the Act 
of 1946, it was necessary for the applicant to allege use in his own 
country, by submitting specimens in accordance with Section 1 
of the 1946 Act. It will be recalled that under the British Insulated 
Cables decision it had been held that a mark which was not even 
in use in the applicant’s own country was only a ‘‘ potential’’ trade- 
mark and that under the Convention an applicant was only relieved 
of the burden of alleging use in commerce in or with the United 
States but still must show that the mark was in use in the appli- 
cant’s own country. 

It has now been held in THE MERRY Cow case that use in the 
home country need neither be alleged nor proven, that no speci- 
mens are required, and that the mark may be registered in the 
United States even though the applicant may have only intended 
to use the mark (as had been the case in the British Insulated 
Cables matter). The board, in thus overruling the earlier decision, 
stated: 

‘*Reduced to its simplest form, Article 6 merely means 
that when a registration of a mark has issued in an appli- 
cant’s home country (‘‘country of origin’’) in accordance 
with the law of that country, the United States Patent Office 
will, upon receipt of a properly executed application, a copy 
of the home registration, a drawing of the mark, and the 
filing fee, accept the foreign registration at face value and 
issue a registration of the United States, unless the mark 
infringes rights previously acquired by another, or it has no 
distinctive character, or is contrary to morality or public 
order. And this is true even though, as Judge Van Valken- 
burgh said, ‘we would not have allowed such a mark as an 
original proposition under our law.’ ”’ 


46. See note 43, supra. 
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Implicit in this ruling was, of course, a finding that Article 6 of 
the International Convention was self-executing and that even 
if it were not so considered, it had become part of our statutory 
law in Section 44(e) of the Trademark Act of 1946. Since that 
time, the Office no longer requires specimens showing the use of 
the foreign mark nor even an allegation with regard to such use. 
On the contrary, the new Rules and Regulations, which became 
effective this month expressly so provided in the new Rule Sec. 
2.39.4" 


It should not be assumed, of course, that this change in the 
rules would necessarily lead to broader substantive protection of 
the foreign owner of a United States registration in case of liti- 
gation. On the contrary, it is likely that our courts would give 
protection only to those registered marks which have been in 
actual use in the United States or in commerce with our country 
within a period of at least two years from the date of registration. 
Otherwise such foreign-owned registrations may be held to have 
been abandoned unless the presumption resulting from two years 
nonuse, which is found in Section 45 of the Statute, could be 
effectively overcome by the registrant. For this reason, there 
would seem to be little danger that, as a result of THE MERRY COW 
decision, the Office would be flooded with applications for regis- 
trations of marks which have not been in actual use within the 
applicant’s home country. It is true that the door may now have 
been opened to some extent to register in the United States 
certain marks which are registered abroad only as ‘‘defensive’’ 
marks and that for an approximate 2-year period the mere reg- 
istration of such marks may prevent others from adopting and 
using them, but it would still be true that such registrations will 
not survive an extended period of nonuse in the United States 


47. The new rule reads: “§ 2.39 Omission of allegation of use by foreign applicants. 
(a) The allegations of use, required by § 2.34, and the statements of the dates of the 
applicant’s first use, required by § 2.33 (a) (1) (vii) and (viii), may be omitted in the 
case of an application, filed pursuant to section 44(e) of the act, for registration of a 
mark duly registered in the country of origin of a foreign applicant, provided the 
application when filed is accompanied by a certificate of the trademark office of the 
foreign country showing that the mark has been registered in the country of origin of 
the applicant and also showing the mark, the goods for which registered and that said 
registration is then in full force and effect. A sworn translation of the certificate, if not 
in the English language, may be required after the application is filed.” In view of this 
change in the rules, it is probable that no Congressional action will be taken with regard 
to H.R. 6109, introduced May 9, 1955 by Representative Mahon, 84th Cong. 1st Sess., to 
oo Section 44(a) of the Act of 1946, which was referred to the Committee on the 

udiciary. 
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and can only be retained on the register if the registrant will 
file an affidavit of use under Section 8 during the sixth year since 
the date of registration. THE MERRY Cow decision must be con- 
sidered a further important step toward fulfillment of our obliga- 
tions under the international convention. It may be recalled in 
this connection that the intent of the Act of 1946 was stated to 
be, inter alia, ‘‘to provide rights and remedies stipulated by 
treaties and conventions respecting trademarks, trade names and 
unfair competition entered into between the United States and 
foreign nations.’’** 

The Office has also extended its assistance to those foreign 
applicants who claim Convention priority under Section 44(d) in 
an application which covers different articles which, according 
to our Classification system, fall within more than one Patent 
Office class and therefore require division. For the purpose of 
preserving the priority date to foreign applicants who are un- 
aware of these requirements, the office will permit them to rely 
on the original priority date even with regard to those applica- 


48. On the other hand, it must be admitted that other countries which are members 
of the same Convention have recently shown little enthusiasm toward its enforcement if 
and where it might conflict with some provision of their domestic laws. Cf., for instance, 
the recent decision by the Belgian Supreme Court discussed by Dr. Stephen P. Ladas in 
“Belgian Courts Deny Industrial Design Protection under International Convention for 
the Protection of Industrial Property.” (45 TMR 503) (May 1955), and particularly the 
recent decision by Mr. Justice Lloyd-Jacob In the Matter of Ford-Werke AG.’s Applica- 
tion for a Trade Mark, 72 R.P.C. 191 (45 TMR 771) (May 1955). In the Ford case, the 
German Ford Company applied for registration of an emblem consisting of the letters 
“F” and “K” in two connecting ovals with the words “A product of the Ford Works, 
Cologne” in German (“Ein Produkt der Fordwerke AG Kdln’”) appearing beneath the 
initials. This mark had been properly registered in Germany and in a number of other 
countries. There had been no use of the mark in the United Kingdom. Since, under 
British law, initials such as “F” and “K” are not considered registrable in the absence 
of a showing of distinctiveness, and since, of course, no such showing could be made in 
England where the mark had not yet been used, registration was denied on the ground 
that the mark lacked distinctive character in England even though the two letters “F” 
and “K” appeared as part of a design, and that, moreover, the mark was not even 
eligible for registration on Part B because here again, the “capacity to distinguish”, if 
not inherent in the mark itself, had to be shown by evidence of actual, exclusive use by 
one manufacturer. The Court said: “ ‘Capable of distinguishing’ means in the United 
Kingdom market. The fact that in a number of overseas markets in which the applicants 
have introduced their mark, no other traders have sought to use one confusingly similar 
does not and cannot establish that in this country, where the Applicants have not used 
their mark, some other trader does not use, or may not desire to use, these or two 
resembling letters.” (72 R.P.C. 191 at p. 196) Article 6 of the International Convention 
was not even once referred to by the Court and it may well be said that this telle quelle 
provision of the Convention will remain a dead letter in those countries which, like Great 
Britain, will not accept for registration any mark which may fully satisfy the registration 
requirements of the applicant’s home country but which is deemed not to have “distinc- 
tive character” in such countries as Great Britain. The decision in the MERRY COW case 
is evidence of a trend on the part of our Patent Office in the opposite direction and 
reflects a significant approach toward greater cooperation among nations in this important 
area. For a more detailed discussion of the British practice in this and other respects, see 
the comprehensive article by Richard A. B. Shaw, “Report from Great Britain on 
Descriptive Trademarks” (45 TMR No. 7) (July 1955) at p. 750. 
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tions which result from such division and which are filed after 
the six-months Convention period may have expired.“ 


g. Use Requirements of Section 8 Affidavit 


It was pointed out in last year’s report,” that the use affi- 
davit under Section 8 may be filed and will be accepted by the 
Commissioner even where there have been changes in the back- 
ground design material of the mark as long as the main device 
of the registered mark remains the same. In line with this lib- 
eral interpretation, the Commissioner recently held that mere 
‘‘modernization’’ of a label was a common practice, which should 
not be held to make an affidavit reflecting such changes unaccept- 
able, particularly where a picture which constituted part of the 
original registration was ‘‘tied to a past era.’’ In Ex parte The 
Hanna Paint Mfg. Co.," the Commissioner said: 


‘*Tt is highly desirable in cases such as this for the reg- 
istrant to amend its registration by deleting the picture and 
showing the word mark in its present setting. Such amend- 
ment is permitted by Section 7(d) of the Trade Mark Act 
of 1946.’’ 


As a result, the Trademark Division was instructed to accept the 
affidavit as submitted.” 


h. Use Requirements of Renewal Application 


Ever since the Act of 1946 became effective, the question has 
been raised whether there is room under the present Section 9 
of the Act in connection with a renewal application for an alle- 
gation and a showing on the part of the applicant that ‘‘special 
circumstances’’ may excuse the temporary nonuse of the mark 
at the time of the renewal. The opinion generally prevails that 
the omission of this allegation from Section 9 must be construed 
to mean that, contrary to the use affidavit of Section 8, such a 
showing may not be made. This interpretation has now been 
adopted in the Commissioner’s decision in Ex parte Rex-Conser- 


49. Hancock, “Notes from the Patent Office—Sec. 8—Interpretation of the Word 
Use’” (45 TMR 399) (April 1955). 

50. “The Seventh Year,” supra, note 3, p. 1008, note 2, p. 1011. 

51. 103 USPQ 217 (45 TMR 352) (C.P. 1954). 

52. It may be interesting to note that up to July 5, 1955, 5,470 registrations have 
been cancelled by the Patent Office for failure to file the affidavit under Section 8; this 
figure covers only registrations issued prior to and including January 5, 1949. 
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venglas-Gesellschaft Leonhardt & Kleemann Rex Konservenglas- 
gellschaft mit beschraenkter Haftung;* the Office ‘‘may not read 
a discretionary power into a mandatory provision of a statute, 
even though hardship may result to petitioner.’’ 


It would seem to follow that a registrant would have no alter- 
native but to let the original registration lapse as a result of 
nonuse, even though it may be ‘‘excusable’’ and then reregister 
the mark if and when use of the trademark is resumed.™ 


i. The Problem of ‘‘Double’’ Registration 


Both here and in other countries, the question occasionally 
arises whether the same trademark may be registered for the same 
goods in more than one class. An applicant may desire to follow 
this path because doubt may exist as to the class in which the 
product involved is properly classified. For instance, it may be 
doubtful whether a vitamin should be classified as a food or a drug 
product. Where an important mark is involved, the applicant may 
want to have an assurance that the mark is registered under both 
headings, even though this may involve the payment of two filing 
fees. It is, however, the practice of the Office, as now formalized 
in the Commissioner’s opinion in Ex parte Mead Johnson & Com- 
pany,” not to issue registrations under such circumstances in more 
than one class, the existence of some ‘‘double registrations’’ not- 
withstanding. It was emphasized that classification under the 
language of the statute itself was established solely “for purposes 
of Patent Office administration,’’ and that an orderly system 
of classification should not permit registration of the same mark 
as used on the same goods and supported by the same specimens 
in more than one class. 


j. Slogans and ‘‘Combinations of Words’’ 


There appears to have been only one reported decision during 
the current year in which the problem of registrability of adver- 
tising slogans as trademarks on the Principal Register was in 
issue, but that decision may be expected to have wide repercussions 


53. 103 USPQ 329 (45 TMR 353) (C.P. 1954). 


54. The Wiley Bill, in its most recent form, 8S. 215, note 2 supra, as well as in 
previous versions, includes a provision which would give authority to the Commissioner 
to consider special circumstances in connection with renewal applications. 


55. 104 USPQ 69 (45 TMR 235) (C.P. 1954). 
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in years to come since it, in effect, deviated from a line of earlier 
cases in which such slogans were denied registration on the Prin- 
cipal Register with or without the aid of Section 2(f). Suffice it 
to recall that slogans such as 5 FULL GLASSES IN EVERY BOTTLE,” 
SLEEPING IS A SERIOUS BUSINESS,’ BEST IN THE LONG RUN,” WHY PAY 
FOR OVERHEAD WHEN YOU CAN WEAR IT?,” and a long line of others 
were held unregistrable as trademarks, at least for purposes of 
the Principal Register. It is true, of course, that in one court 
decision involving THE FATE OF A FABRIC HANGS BY A THREAD,” it was 
held that a composite mark embodying this language was regis- 
trable without disclaimer, but it seemed at first that the Office 
would limit the ruling of that case to the particular facts there 
involved without opening the Principal Register more widely to 
registration of advertising slogans. 


However, the Commissioner’s decision in the recent case of 
Ex parte Robbins & Myers, Inc.® indicates that a new trend has 
been established. It was there sought to register on the Principal 
Register the slogan MOVING aIR Is ouR BuUsINEss for electric fans. 
It was alleged that this slogan had become distinctive of applicant’s 
goods under Section 2(f). The Examiner of Trademarks had 
refused registration on the ground inter alia that the Act of 1946, 
in the definition of trademarks, had purposely refrained from in- 
cluding slogans which are specifically mentioned in connection with 
service marks and marks registrable on the Supplemental Register. 
This had been held to be a controlling argument against registra- 
tion of slogans which went beyond ‘‘mere combinations of words’’ 
in Ex parte Robert Hall Clothes, Inc. In the Robbins & Myers 
case, however, the Commissioner now broadly held: 


‘‘T find nothing in the statute which prohibits registration 
of slogan trade marks on the Principal Register, and in the 
absence of a prohibitory provision, the only question left for 


56. Ez parte Booth Bottling Company, Inc., 80 USPQ 78 (39 TMR179) (C.P. 1949). 
57. Ea parte Garrison, 87 USPQ 252 (40 TMR 1123) (C.P. 1950). 

58. Ez parte The B. F. Goodrich Company, 91 USPQ 293 (41 TMR 644) (C.P. 1951). 
59. Ea parte Robert Hall Clothes, Inc., 97 USPQ 462 (43 TMR 982) (PDChEx. 


American Enka Corporation v. Marzall, Comr. Pats., 92 USPQ 111 (42 TMR 
106) DD. C. 1952) reversing 81 USPQ 476 (39 TMR 640) (GP. 1949). Cf. “The Fifth 
Year of Administration of the Lanham Trade-Mark Act of 1946,” (hereinafter referred 
to as “The Fifth Year”), 94 USPQ No. 8, Part II, p. 9, (Sept. 1952) (42 TMR 722). 
61. 104 USPQ 403 (45 TMR 477) (C.P. 1955). 
62. Note 59, supra. 
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determination is whether or not MOVING AIR IS OUR BUSINESS has 
acquired a secondary meaning, i.e., has become distinctive of 
applicant’s fans.’’ 


The slogan was held to be not merely descriptive and registrable 
under Section 2(f) on the basis of certain additional evidence by 
affidavit and other documentary evidence which was submitted to 
the Commissioner on appeal for the purpose of buttressing appli- 
cant’s statement that the mark had become distinctive as a result 
of exclusive use over a period of five years preceding the filing 
of the application. It is perhaps too early to evaluate the con- 
sequences which will flow from this recent change in registration 
practice. It may well be that ultimately the Office may have to 
return to the more cautious approach evidenced in the Robert Hall 
decision. If the final test be whether or not a court would protect 
registered slogans of this type against infringement it may be said 
that no court decision has yet been found in which protection was 
granted to advertising slogans as such in the absence of additional 
strong elements of unfair competition or passing-off.** Nor would 
it seem easy to determine at what point use of similar common 
English language with some slight variations for a competing 
product should be held to be an infringement of the registrant’s 
exclusive right in such language. In 1949 there was published a 
book entitled ‘‘American Slogans’’ by William Summers,™ pur- 
porting to be ‘‘The world’s greatest collection of slogans and 
phrases, etc. (13,000)’’. Only a few of these, it is submitted, would 
find court protection even if they were awarded the dignity of 
registrable trademarks on the Principal Register, and these only 
if a competitor were found guilty of unfair competition in other 
respects, such as use of the same or similar trademark, trade 
name, package, dress of goods, color, etc. In the absence of such 
aggravating circumstances, it is hard to conceive of a court gran- 
ting relief to the registrant of MovING aIR IS OUR BUSINESS against a 
competitor who might advertise ouR BUSINESS IS CIRCULATING AIR Or 

63. See Callmann, “Unfair Competition and Trade-Marks,” 2d ed. (1950) vol. 3, 
p. 1268, and cases cited there. For a typical case of protection of unregistered slogans 
in the light of strong supporting evidence of unfair competition, see Frawley Corporation 
v. Penmaster Company, Inc., 104 USPQ 268, 131 F.Supp. 28 (D. NIll. 1954). The 
slogans there involved were NO INKSTAINED HANDS OR CLOTHING, SEVENTY THOUSAND 
WORDS WITHOUT REFILLING, and particularly BANKERS APPROVE. Use of these slogans by 
defendant were found to be part of a scheme of unfair competition and it was expressly 


enjoined from using the phrase, BANKERS APPROVE. 
64. New York, The Paebar Company (1949). 
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OUR FANS MOVE THE AIR. Such simple play with the English language 
admittedly does not satisfy the requirements for a ‘‘literary’’ work 
under our copyright law, nor would such slogans seem capable of 
exclusive appropriation as ‘‘trademarks’’ with the potential attri- 
bute of incontestability, unless they were so short and catchy that 
they would come within the definition of a ‘‘combination of words’’ 
under Section 45, such as, perhaps, EVENING IN PARIS Or TOUJOURS 
MOI. 


2. Tue Meantne or ‘‘ Prrmarty Merety Descriptrive’’—Sec. 2(d) 


a. The Distinction between “Deceptive,’’ Sec. 2(a) 
and ‘‘ Deceptiwely Misdescriptive,’’ Sec. 2(d) 


Contrary to the preceding year, there have been but a few 
Commissioner’s decisions which specifically deal with the distinc- 
tion between ‘‘merely descriptive’? matter on the one hand and 
absolutely unregistrable generic words or matter on the other. 
While the unfortunate expression ‘‘generically descriptive’’ no 
longer appears in Patent Office actions or decisions since the Com- 
missioner, in a series of cases, pointed out last year® that there 
was no place under the statute for the phrase ‘‘generically des- 
criptive,’’ the basic distinction between ‘‘descriptive’’ and 
‘*generic’’ will, of course, always remain of considerable impor- 
tance as long as the former may qualify for registration on the 
Supplemental Register or on the Principal Register under Section 
2(f), while the latter are not registrable under any circumstances. 
Into the last-mentioned category fall, for instance, such a ‘‘mark’’ 
as was involved in Ex parte Chicopee Manufacturing Corporation 
of New Hampshire.” The applicant there attempted to register a 
‘‘mark’’ which was alleged to consist of ‘‘regular wavy lines 
applied to the fabrics at regular intervals from selvage to selvage.’’ 
Registration of this device was sought for ‘‘non-woven textile 
fabrics’’ of a certain type on the Principal Register. The Exam- 
iner-in-Chief refused registration on the ground that this alleged 
mark was utterly incapable of distinguishing applicant’s goods 
because it was, in effect, the pattern of the fabric itself. Under the 
language of the decision, the mark would be presumably equally 
unacceptable for the Supplemental Register had the applicant 


65. “The Seventh Year,” supra, note 3, p. 1013 et seq. 
66. 103 USPQ 67 (44 TMR 1456) (POChEx. 1954). 
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sought registration thereon. Similarly, the Examiner-in-Chief 
held in Ex parte United States Plywood Corporation” that a series 
of parallel grooves on a face of plywood was incapable of becoming 
distinctive as a trademark under Section 2(f) and was equally 
unregistrable on the Supplemental Register because the alleged 
mark was “nothing more than the goods itself.’’ Said the 
Examiner-in-Chief : 

‘‘Tt thus appears that the configuration which applicant 
is seeking to register as an alleged trade mark falls within the 
requirements of the patent. Applicant is thus attempting to 
register a patented article as a trade mark for the patented 
article, the patented features being the very features of 
shape alleged to be distinctive as a trade mark. The mere 
statement of the proposition is sufficient to show that registra- 
tion on either the Principal or Supplemental Register would 
be manifestly improper.’’ 

More recently, the Commissioner refused registration on the Prin- 
cipal Register of a design ‘‘composed of a series of radiating lines 
forming an inverted isosceles triangle.’’** This was referred to by 
the applicant as ‘‘a very exaggerated and what may be called 
symbolic form of spray’’ for a spray deodorant. Holding that the 
design sought to be registered was merely an illustration of what 
happened when the deodorant bottle was squeezed, the Commis- 
sioner ruled that such an illustration of the article itself was not 
registrable on the Principal Register. 


Apart from rather extreme cases of this type, the Office seems 
to favor the applicant in most situations in which it can possibly 
be argued that the mark sought to be registered is actually sug- 
gestive and not ‘‘merely descriptive’’ so that not even a showing 
of distinctiveness under Section 2(f) will be required. Thus, an 
applicant recently sought to register the words cANDLE vasE for 
a plastic flower holder adapted to fit around the base of a candle 
in a candle holder.** The Examiner had refused registration on 
the ground that the mark was merely descriptive but was reversed 
by the Commissioner on the ground that while ‘‘candle’’ and 
‘*vase’’ were ordinary words of the language, the word combina- 
tion was suggestive rather than descriptive. Quoting from the 

67. 102 USPQ 111 (45 TMR 587) (POChEx. 1954). 


68. Ez parte Jules Montenier, Inc., 105 USPQ 75 (45 TMR 613) (C.P. 1955). 
69. Ea parte Candle Vase, Inc., 105 USPQ 73 (45 TMR 608) (C.P. 1955). 
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case of Ex parte Bianchini Ferier, Inc.,"° the Commissioner ob- 
served: ‘‘it is a mark that stimulates speculation as to its intended 
meaning, and leaves the mind in doubt.’’ Thus, as a result of this 
rather liberal interpretation, the mark was accepted for the Prin- 
cipal Register without even requiring proof of distinctiveness 
under Section 2(f). Ex parte Club Aluminum Products Company™ 
furnishes another illustration. Here applicant tried to register the 
words cooK-N-Look for transparent glass covers for cooking 
utensils. The Examiner denied registration on the ground of 
descriptiveness but was reversed by the Commissioner, who held 
the mark to be a compound word which was only suggestive: 


‘The necessity for analysis removes it from the category of 

mere descriptiveness. The mark is a combination of two verbs, 

and the combination does not make an adjective which des- 

cribes the product. It is highly suggestive of the use which the 

covers serve, but suggestive marks are not unregistrable.’’ 
On the other hand, the Examiner of Trademarks was affirmed in 
refusing registration of the word communicat’r for electric 
dictating machines.” While this word was held not to be a generic 
name for the machine, it was found to be merely descriptive and 
not registrable in the absence of proof of distinctiveness under 
Section 2(f). 


Noteworthy among recent court decisions involving registra- 
bility and passing on the issue of descriptiveness is a decision by 
the District Court of Wisconsin, in Midwest Fur Producers Asso- 
ciation et al. v. Mutation Mink Breeders Association et al.,” in 
which a declaratory judgment issued, holding the name siLvERBLU 
to be incapable of trademark significance for mink pelts and fur 
garments, as well as invalidating other similar trademarks for 
mink pelts, such as ROYAL PASTEL and Topaz or TopazE. The defen- 
dant association was held to have no exclusive trademark rights 
in any of these names and the court ordered that its several regis- 
trations in the United States Patent Office for these names should 
be cancelled. Moreover, the respondent association was ordered 
by the court to give full and adequate notice to the Fur trade of 


70. 61 USPQ 359 (34 TMR 347) (C.P. 1944). 
71. 105 USPQ 44 (45 TMR 605) (C.P. 1955). 


Ez parte Webster-Chicago Corporation, 105 USPQ 76 (45 TMR 614) (CP. 
1955). 


73. 103 USPQ 389 (45 TMR 54) 127 F.Supp. 217 (D.C. W.D. Wise. 1954). 
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the court’s findings ordering cancellation of the alleged trade- 
marks. In a supplemental opinion,“ the court also held the name 
BLUFROsT to be invalid and enjoined the respondent association 
from claiming exclusive rights therein or from seeking registra- 
tion thereof. On the other hand, the Association’s registered trade- 
mark ROYAL KOH-I-NUR for mink pelts and coats was held to be 
good and valid in law and to have been infringed by the plaintiffs.” 


b. Distinction between ‘‘Deceptive’’ and ‘‘ Deceptively 
Misdescriptive’’ 


Section 2(a) of the Act of 1946 provides that any mark which 
consists of or comprises ‘‘deceptive’’ matter shall be unregistrable 
under any circumstances. In other words, a mark of this type can 
never acquire distinctiveness and become registrable under Sec- 
tion 2(f). Section 2(e), on the other hand, which prohibits regis- 
tration of marks which, when applied to the applicant’s goods, are 
‘‘merely descriptive’’ or ‘‘deceptively misdescriptive’’ of them, 
is not expressly referred to in Section 2(f) as representing one 
of the categories of marks which are ineligible under that section. 
In other words, it must have been the intention of the Congress 
to make a distinction between ‘‘deceptive’’ marks and ‘‘ deceptively 
misdescriptive’’ marks. In trying to find a legal distinction between 
these two categories, it will be noted that earlier versions of the 
Lanham Act had not included the word ‘‘deceptively’’ before the 
word ‘‘misdescriptive’’ but that this word was added during the 
Committee Hearings on one of the predecessor bills.”* It recently 
became necessary for the Patent Office and a district court in an 
R.S. 4915 proceeding involving the much litigated mark euass 
wax,” to try to resolve this apparent anomaly in the statute. It 
will be recalled that the Gold Seal Company had sought registra- 
tion of this mark on the Principal Register for a glass cleaner 
and polisher without reliance in the application on Section 2(f) 

74. 104 USPQ 144 (45 TMR 526) (D.C. W.D. Wise. 1955). 


75. The Supreme Court of Georgia in Fraser v. Singer, 103 USPQ 162 (45 TMR 
186) (1954), held that the adjective “casual” was a descriptive word which could not be 
exclusively appropriated as a trademark or trade name. Relief was therefore denied to 
the owner of SINGER’S CASUAL SHOP as against defendant’s use of the name, CASUAL 
CORNER. . 

76. Cf. Hearings before the House Patents Committee, 77th Cong., on Senate Bill 
895, H.R. 102 and H.R. 5461, Nov. 12, 1941, at p. 85. 

77. Gold Seal Company v. Weeks et al., USPQ 407 (45 TMR 1075) 129 F.Supp. 
928, D. D.C. (1955). 
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of the Act. After the mark was published, S. C. Johnson & Son, 
Ine. filed an opposition (as did three other concerns whose oppo- 
sitions were subsequently dismissed), in which it was alleged, inter 
alia, that Guass wax should be held unregistrable because it was 
either deceptive or deceptively misdescriptive. The Patent Office 
tribunals held at that time that cLass wax, although not actually 
deceptive, was either descriptive or ‘‘deceptively misdescriptive”’ 
and therefore registrable only under Section 2(f) on which appli- 
cant had not relied.”* Subsequently, a civil action was brought 
against the Commissioner, seeking to compel registration of the 
term GLass wax; it was alleged that the issue of distinctiveness 
under Section 2(f) was before the court and should be passed upon 
even though the application itself had not recited Section 2(f) ; 
the Patent Office tribunals had ruled that such reliance could be 
had only as a result of the filing of a new and separate application.” 
In the proceeding before the District Court, the opposer, S. C. 
Johnson & Son, Inc., intervened and by way of counterclaim 
sought a declaratory judgment to the effect that the words eLass 
wax did not constitute a lawful trademark; it also filed a counter- 
claim for injunctive relief, profits, and damages, on the ground 
that the mark constituted a false representation and description 
under Section 43 of the Lanham Act.*° Judge Youngdahl, in a 
comprehensive opinion, agreed with the Patent Office tribunals 
that the mark could not be said to be actually deceptive under 
Section 2(a), even though there had been some ex parte evidence 
to the effect that the product could not be truly designated as 
‘‘wax.’’ Since there was no evidence of actual deception of custo- 
mers but since, on the contrary, it appeared that plaintiff had 
sold some 90 million units of the product without the customers 
being particularly concerned about the composition thereof, the 
conclusion was reached that the term could not be characterized 
as ‘‘deceptive’’ under Section 2(a). The Court made the following 
significant observation: 


‘*TIn analyzing the relationship of the mark to the product 
and its impact upon the public, deception is found when an 
essential and material element is misrepresented, is distinctly 


78. S.C. Johnson § Son, Inc. v. Gold Seal Company, 90 USPQ 373 (41 TMR 1024) 
(C.P. 1951). 


79. Gold Seal Co. v. Sawyer and Marzall, 94 USPQ 58 (D. D.C. 1952). 
80. This aspect of the case will be discussed later in this report, see p. 1050, infra. 
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false, and is the very element upon which the customer reason- 
ably relies in purchasing one product over another. When, as 
here, the product contains an element which can only be known 
exactly by rigid scientific analysis, and such element does not 
appear as determinative in leading customers to buy the 
product, the mark is not deceptive.’ 


Nor did the Court find the mark to be ‘‘merely descriptive,’’ al- 
though it did find it to be ‘‘deceptively misdescriptive’’ and there- 
fore not registrable as a technical trademark without reliance 
on Section 2(f): 


‘‘This mark is comprised of general words which, when 
viewed together, and regardless of whether they truly or 
falsely describe the immediate product, could as easily apply 
to a related class of goods and as aptly describe them as the 
one before the Court. Such a mark is not ‘technical’.’’** 


It was then held that the issue of registrability under Section 2(f) 
was not before the Court despite the fact that, according to plain- 
tiff’s argument, distinctiveness was in fact established by the 
record. 


This decision may serve to clarify the only line of distinction 
which may properly be drawn between the meaning of ‘‘deceptive’’ 
on the one hand and ‘‘deceptively misdescriptive’’ on the other. 
Fatal deceptiveness will be found only where the misdescribed 
part is—in the Court’s words—‘‘the only element upon which the 
customer reasonably relies.’’ In the absence of a showing of such 
customer reliance, a literal falsehood or misrepresentation may 
fall within the classification of ‘‘deceptively misdescriptive.’’ It 
would seem, however, that retroactively speaking, it might have 
been better if the Act had not included the word ‘‘deceptively’’ 
in Section 2(d). 


3. Wuat Constitutes ‘‘Prrmartm.y Merety a SuRNAME’’? 


Only one Commissioner’s decision has been handed down 
since the summer of 1954 which squarely deals with the vexed prob- 
lem as to what, under the Act of 1946, will constitute ‘‘ primarily 
merely a surname,’’ but this one recent precedent, in the Com- 
missioner’s own words, was intended to attempt a reconciliation 


81. 105 USPQ 407 (45 TMR 1075) at p. 411, 129 F.Supp. 928, at p. 934. 
82. 105 USPQ 407 (45 TMR 1075) at p. 412, 129 F.Supp. 928, at p. 935. 
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of the vastly diverse views which have been expressed on this 
subject in recent years, both by the Office and by the courts. In 
Ex parte Rivera Watch Corporation,” registration was sought of 
the name rivera on the Principal Register as a trademark for 
watches. The word appeared in stylized script. The applicant 
argued on appeal that while rrvera was admittedly a surname, it 
was not ‘‘primarily merely a surname’”’ since it was a Spanish 
word meaning a small stream or rivulet. The Examiner rejected 
the application on the ground that this Spanish meaning could 
not replace the primary surname significance of the name in the 
public mind. On appeal, the Commissioner reversed this ruling 
and held the name rivera to be registrable on the Principal Regis- 
ter without reliance on Section 2(f). After thoroughly reviewing 
all pertinent precedents and the legislative history, the Commis- 
sioner found neither the precedents nor the history to be consistent 
or conclusive. The decision notes that on occasion marks have 
been refused registration where they happened to be the name of 
the applicant whereas the same applications might have been 
granted if the marks had not been the applicants’ own names; 
such a result was considered ‘‘untenable since a mark which is in 
fact primarily merely a surname should be so considered in all 
circumstances, and vice versa.’’ In the Commissioner’s opinion, 
the decisive test should be whether or not the primary significance 
of a word, when applied to a product, is a surname significance 
and only that. The Commissioner summarized the applicable test 
in the following two significant paragraphs: 


**It seems to me that the test to be applied in the admin- 
istration of this provision in the Act is not the rarity of 
the name, nor whether it is the applicant’s name, nor whether 
it appears in one or more telephone directories, nor whether 
it is coupled with a baptismal name or initials. The test 
should be: What is its primary significance to the purchasing 
public? Application of this test would have resulted in the 
same conclusions in the ‘Andre Dallioux’ case, the ‘Reeves’ 
case, the ‘Wayne’ case, the ‘Windsor’ case, the ‘Higgins’ 
case, and the ‘Seidenberg’ case. It might have resulted in 


83. 106 USPQ 145 (45 TMR 1123) (C.P. 1955). 
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different conclusions in the ‘Kimberly-Clark’ case and the 
‘Cellini’ case. 


‘¢ Applying the test to the mark sought here to be regis- 
tered, it is not believed that the average member of the 
purchasing public would, upon seeing ‘Rivera used as a trade- 
mark on watches, be likely to think of its being a surname— 
even though it does not appear to have any meaning as a 
word in the language. The decision of the Examiner of 
Trademarks is reversed.’ 


While it is undoubtedly true that past decisions by the Office 
and by the courts have failed to clarify this issue, it cannot be 
readily seen how the new standard suggested in the above-quoted 
paragraphs can result in the formulation of an Office policy which 
could be consistently and easily applied in determining the sur- 
name significance of trademarks under Section 2(d). Perhaps 
the writer may be permitted to state as his personal opinion that 
he finds it rather difficult to agree with the Rivera decision even 
if he would attempt to apply the test suggested by the decision 
itself. To be sure, most of us will agree that in case of a common 
surname, the fact that the name may have some geographical or 
descriptive significance in a foreign language should not be given 
any weight as against an overwhelming surname significance 
thereof and that the Examiner was correct in pointing this out, 
but even completely forgetting the meaning of the name RIVERA 
in a foreign language, what, under the Commissioner’s decision, 
is to be the test in adjudicating whether the primary significance 
of the mark to the purchasing public was that of a surname? On 
what assumption or theory can one base the Commissioner’s con- 
clusion that the purchasing public, on seeing the word rIveRA on 
merchandise, would not associate that word with a surname? Is 
not the fact that the name rivera is probably one of the 5 most 
common names among Spanish-speaking peoples entitled to very 


84. Since the Rivera case, the Commissioner’s decision in Ex Parte Perregauc, 
106 USPQ 206 (C.P. 1955), has been reported, involving registrability of the name 
PAUL PERREGAUX for pocket watches, clocks, ete. The Examiner had rejected the applica- 
tion on the ground that it was confusingly similar to GIRARD-PERREGAUX. His ruling 
was reversed on the ground that GIRARD-PERREGAUX might be looked upon as a combination 
of two family names, while PAUL PERREGAUX was obviously the name of one particular 
individual. It was held that, considering the circumstances surrounding the purchase 
of watches, confusion between these two names was not likely to arise and that the 
mark should be published for opposition purposes. 
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serious consideration in this regard? Can it be overlooked or 
disregarded that there are thousands of people in the City of 
New York alone who bear that name? May it not be significant 
that the Manhattan Telephone Directory alone lists at least 250 
persons by that name, twice as many as there are ‘‘Sullivans,”’’ 
for instance? Do not many of us associate the name with a famous 
Mexican artist or with a leading baseball player? But apart from 
all that, isn’t it still true that the legal basis of the common law 
rule against exclusion rights in family names in the absence of 
proof of secondary meaning must be found in the realization that 
no one person should be readily given such right to use his name 
on a certain product when there may be hundreds or thousands 
of others who might claim an equal right to the use of their 
name as a trademark? If the name sought to be registered has 
no other meaning to the public, disregarding for this purpose 
obscure descriptive or geographical meanings in either our own 
or a foreign language, then how can it be determined whether a 
name such as BuLOovA on a watch would primarily mean a family 
by that name or would have no meaning at all, like kopak? In 
other words, it is submitted that a workable standard can be found 
only if—at least to some extent—an objective test is applied in 
determining whether a name is primarily merely a surname; ie., 
it must have some bearing on the decision whether the mark is in 
fact a common family name in the United States. A merely sub- 
jective impression on the part of the Examiner as to whether or 
not, in his own opinion, the public may consider a name like rIvERA 
to be a surname or not, can never lead to a consistent adminis- 
trative policy on this issue. 


4, Duistinctiveness Unper Section 2(f) 

Contrary to the preceding year, there have been only a few 
significant decisions concerning this section. It would seem that 
the numerous decisions discussed in last year’s report® have 
served greatly to clarify both the interpretation and the scope 
of Section 2(f). By far the most important decision involving 
the section was the 4 to 1 ruling of the Court of Customs and 
Patent Appeals in the suttER-NuT case.” Registration of surTErR- 





85. “The Seventh Year,” supra, note 3, at p. 1013 et seq. 
86. In re Hollywood Brands, Inc., 102 USPQ 294 (44 TMR 1425), 214 F.2d 139 
(CCPA 1954), reversing 94 USPQ 418 (42 TMR 871) (PO ChEx. 1952). 
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NuT as applied to candy had been refused by the Examiner of 
Trademarks on the ground that the mark was incapable of dis- 
tinguishing the applicant’s goods and in addition was deceptive. 
The Commissioner affirmed but only on the ground that the appli- 
cant had failed to prove distinctiveness under Section 2(f), 
although it had relied in the application on that section. The 
majority of the Court of Customs and Patent Appeals admonished 
the Patent Office not to apply too strict a standard in determining 
distinctiveness. Judge Worley, speaking for the majority, said: 


“<* * * we do find, however, an increasing tendency to require 
more and still more proof from an applicant for registration 
under Section 2(f) than we think Congress fairly intended 
to impose.’’®” 


Applicant had shown not only that it had used the mark exclu- 
sively during the statutory 5 year period but that it had so used it 
over a period of at least 36 years; had spent over a million dollars 
for advertising; and that the volume of its sales for the preceding 
eight years alone was over $11,500,000. Applicant also had intro- 
duced numerous affidavits tending to show distinctiveness of the 
term. In evaluating this evidence, the Court, while agreeing that 
form affidavits—no matter how numerous—should not per se be 
considered representative of the attitude of the purchasing public, 
came to the conclusion that, in view of the record as a whole, the 
applicant had made out a case of distinctiveness and that the term 
BUTTER-NUT should be registered under Section 2(f). 


In its only other decision interpreting Section 2(f), the Court 
unanimously affirmed the Patent Office tribunals in rejecting for 
registration on the Principal Register the alleged trademark 
CRIPPLED SHAD® as applied to artificial fish lure. This combination 
of descriptive words was held to be ‘‘incapable of becoming a 
trademark or of distinguishing the applicant’s goods’’ and was 
used, the Court found, ‘‘as a mere adjunct to applicant’s trade 
name.’’® 


87. 102 USPQ 294 at p. 295 (44 TMR 1425) 214 F.2d 139 at p. 141. 
88. Application of True Temper Corp., 105 USPQ 69 (45 TMR 584), 219 F.2d 957 
(CCPA 1955), affirming 98 USPQ 412 (44 TMR 197) (C.P. 1953). 


89. 105 USPQ 69 at p. 71 (45 TMR 584), 219 F.2d 957 at p. 959. See, also, 
“The Seventh Year”, supra, note 3, p. 1017. 
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It may be noted that some confusion still prevails with regard 
to those descriptive terms which, contrary to generic terms, are 
capable of registration under this section. In this respect, the 
per curiam decision in Clark Equipment Company v. Weeks et al.,*° 
by the Court of Appeals for the District of Columbia is of interest. 
That Court had previously affirmed per curiam the District Court’s 
decision sustaining the Patent Office in refusing registration of the 
terms TRUCLOADER and CARLOADER on the ground that these were 
‘‘generic’’ names of the goods which had not become distinctive.” 
On rehearing, the Court ordered that the following language be 
inserted in its original decision after the statement that the Court 
would not disapprove the District Court’s findings: 

‘*We need not consider whether these ‘generic names’ might 


some day become distinctive of appellant’s goods and whether, 
if they did, they would be entitled to registration.’’” 


It is submitted that this newly added paragraph would seem to 
be a contradiction in terms. If the names TRUCLOADER and CaR- 
LOADER are actually ‘‘ generic,’’ they could never become distinctive. 
Apparently the Court had in mind to characterize these words as 
primarily descriptive so that at some future time a renewed effort 
to register them under Section 2(f) based on acquired distinctive- 
ness might be made. 

There were only two Commissioner’s decisions which should 
be mentioned at this point. In Ez parte The Celotex Corporation,” 
the mark sta-Lock for asphalt shingles was rejected by the Ex- 
aminer of Trademarks on the ground that the mark was merely 
descriptive, but, on appeal, the Commissioner held that the mark 
should be considered as suggestive and therefore registrable 
without reliance on Section 2(f). In the course of the decision the 
Commissioner took occasion to make some interesting observa- 
tions with regard to an alleged differentiation made by the Ex- 
aminer between ‘‘a straight Principal Register’’ registration and 
a registration under Section 2(f). As against the frequently 
heard view that a registration under Section 2(f) was a ‘‘red 
flag’’ registration and not of equal dignity with ‘‘straight’’ reg- 
istrations on the Principal Register, the Commissioner said: 

90. 103 USPQ 291 (44 TMR 1418) 215 F.2d 678 (CA DC 1954). 
91. 100 USPQ 261 (44 TMR 660) (CA DC 1954). 


92. 103 USPQ 291 (44 TMR 1418). 
93. 103 USPQ 141 (45 TMR 201) (C.P. 1954). 
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‘‘The scope of protection of the various types of marks may 
differ, but the status of the registrations and the eviden- 
tiary weight to which they are entitled are the same. A sug- 
gestion that reliance upon the provisions of Section 2(f) 
constitutes an admission against interest on the part of an 
applicant, or that registrations issued as a result of reliance 
thereon are different from other registrations, represents a 
fallacy in reasoning.’’ 
In General Dry Batteries, Inc., et al. v. Ray-O-Vac Company,” 
registration was sought of the words Leak pRooF for dry cells for 
flashlights and dry cell batteries under Section 2(f). Four manu- 
facturers of competitive products opposed registration primarily 
on the ground that they had previously used the term LEAK PROOF 
in a descriptive sense for the same product. The denial of registra- 
tion by both the Examiner of Trademarks and the Commissioner 
was primarily based on the ground that whatever extensive use 
the applicant may have made of the term prior to the filing of 
the application had not been trademark use but had been use 
in the descriptive, primary sense of the term. Such use over a 
period of time was held to militate against acquisition of a sec- 


ondary meaning, rather than to support a claim thereof. In 
addition, it was held that—contrary to applicant’s theory—the 
Trademark Act of 1946 was not intended to make marks registra- 
ble which would not have been protected by the courts before 
its enactment. 


5. Service Marks” 


While there have been relatively few reported decisions in- 
volving registrability of service marks, it is obvious from an 
even casual surveillance of the Official Gazette that the standards 
of registrability have been further liberalized in several important 
respects. As in preceding years,” let us briefly examine the four 
basic prerequisites for a registrable service mark. 


94. 104 USPQ 347 (45 TMR 588) (C.P. 1955). 


95. A comprehensive review of probelms concerning service marks was recently 
published in a note in 41 Va. L. Rev. (1955). Cf. also, Spoendlin, “The Problem of the 
Service Mark”, 37 J.P.0.S. 415 (June 1955). 


96. Cf. Derenberg, Reports on the Administration of the Lanham Trademark Act 
of 1946, as follows: “The First Year,’”’ The Bureau of National Affairs, Inc. 1948, at 
p. 15 et seq. (38 TMR 841); “The Second Year,” 82 USPQ No. 9, Part II, pp. 3 and 4, 
(39 TMR 654); “The Fifth Year,” supra, note 60, pp. 14 and 15 (42 TMR 729); “The 
Sixth Year,” 98 USPQ No. 8, Part II, pp. 10 and 11 (43 TMR 779); and “The Seventh 
Year,” supra (45 TMR 1024). 
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a. ‘‘Incidental’’ Service 


Since the Commissioner’s decision in the case of Ex parte 
Handmacher-V ogel, Inc.,” a distinction appears to have been made 
by the Patent Office between such ‘‘incidental’’ services in the 
sale of merchandise as may normally be expected in the course 
of trade and those which go beyond such ordinary business ac- 
tivities and assume the form of a separable entertainment, edu- 
cational or other service. Since that time, the practice seems to 
have developed to the point where titles of radio programs and 
similar matter are considered registrable in Class 107, even 
though they may be used only in connection with a sponsored 
commercial and despite the fact that their primary purpose may 
be the advertising of the sponsor’s products. In other words, the 
present trend appears to be to recognize a manufacturer of mer- 
chandise as being simultaneously engaged in the rendering of 
entertainment services. Any doubt about this recent trend has 
been removed by the latest developments in connection with the 
registration of MA PERKINS as a service mark for entertainment 
services.” It will be recalled that the Examiner-in-Chief had held” 
that this radio program name was not registrable as a service 
mark since under the definition of Section 45 the applicant itself 
must be ‘‘in the business of rendering the service’’ and that the 
words ‘‘without limitation’’ did not indicate that radio program 
names should be treated differently from other service marks 
used by true service organizations but referred only to the types 
of names and emblems which were to be held registrable provided 
the other requirements for service marks under the first part of 
the definition were met. Shortly after the losing applicant had 
filed a civil action in the District Court seeking to compel the 
Commissioner to register MA PERKINS as a service mark, the appli- 
cant decided to incorporate an independent subsidiary for the 
purpose of handling all radio and television activities through a 
separate organization. A new application was then filed in the 
name of the new subsidiary and the mark was registered as a 
service mark in the latter’s name shortly thereafter, apparently 


97. 98 USPQ 413 (44 TMR 191) (C.P. 1953). 

98. The full MA PERKINS story is told in a recent article by the registrant’s attorney, 
Erastus 8S. Allen, in “Ma Perkins Rides Again,” (45 TMR 636) (June 1955). 

99. Ex parte The Procter & Gamble Company, 97 USPQ 78 (43 TMR 747) (PO 
ChEx. 1953). Cf. “The Seventh Year,” at p. 1025 and note 106. 
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on the theory that the new subsidiary was primarily a service 
organization and not a manufacturer of merchandise. As a re- 
sult, the District Court never got an opportunity to pass upon 
the significance of the words ‘‘without limitation’’ in Section 45 
of the Act of 1946. However, the Office itself has, by administra- 
tive interpretation, in effect overruled the earlier MA PERKINS de- 
cision and will register radio or television program names for 
persons or organizations which are not primarily engaged in the 
entertainment field. Let us look, for instance, at some of the 
more recent issues of the Official Gazette. On March 1, 1955, there 
was published the service mark skeTtcH BooK in Class 107 for 
‘‘Kintertainment Services Through the Medium of a Television 
Broadeast Program Which Includes the Making of Amusing and 
Informative Drawings.’”°° This seems to be the standard lan- 
guage for description of services of this type. It should be espe- 
cially noted that under the former practice, this mark might have 
been registered as a service mark only in Class 102, Insurance 
and financial, since it would have been interpreted to advertise 
the applicant’s life insurance services. In the issue of May 10, 
1955, there was published the mark eurst conpuctor for services 
in the form of ‘‘Entertainment Through the Medium of a Radio 
Program Employing Recorded Music.’"*" Under the previous 
practice, this would have qualified only as registrable in Class 
105, Transportation and Storage, since it advertises the services 
of the American Trucking Association. The issue of June 7, 1955, 
reveals the service mark LUNCHEON AT SARDI’s, published in Class 
107 for ‘‘Radio and Television Broadcast Program.’”°? The pub- 
lication of this mark is particularly significant because under 
former practice, the registrant would have been unable to obtain 
any service mark registration on the ground that its primary 
services, i.e., the furnishing of meals in the City of New York 
are not rendered ‘‘in commerce.’’ As will be pointed out below,’® 
the Office still clings to the view that even an internationally 
famous restaurant does not render ‘‘service in commerce’’ but 
if it should be the sponsor of a radio program, then, apparently, 
its name can be part of a registrable service mark for entertain- 
100. S.N. 667,859, 692 Official Gazette TM 29. 
101. S.N. 674,864, 694 O.G. TM 89. 


102. S.N. 673,867, 695 O.G. TM 40. 
103. See p. 18, infra. 
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ment service which would be interstate or national in scope. Even 
a local bar association was held entitled, under the new trend, 
to register the name of a radio program as an entertainment 
service,“ despite the fact that the registrant was a purely local 
(city bar) association. This is probably the first instance in 
which a bar association has registered a mark. In the issue of 
July 12, 1955, the service mark pancerR was published under Class 
107 in the name of a pharmaceutical house;’® under previous 
practice this would undoubtedly have been held to be a service 
‘‘incidental’’ to the sale of merchandise. 


It also appears well established that character names, which 
are specifically included in the definition in Section 45, may 
qualify for registration notwithstanding the line of earlier cases 
in which actual television characters, such as PROFESSOR F. T. WORTH 
BEAVER, etc.,°° were held to be unregistrable because they 
were not considered ‘‘marks’’ at all. However, doubt has been 
expressed with regard to the registrability of those character 
names which are so essentially personal in character that no 
assignment thereof would be permissible. 


b. ‘‘Use in commerce’’ 


As already indicated, the requirement that the services in 
connection with which the mark is used must be ‘‘rendered in 
commerce’? is still rather narrowly construed by the Office. Under 
the abovementioned Sardi case,’*’ a well known hotel or res- 
taurant which has no branches in other cities or does not sell 
merchandise in commerce would have no alternative but to use 
its name in connection with radio or television programs if it 
should desire to register its name under the Act of 1946. Thus, 
in Ex parte Bookbinder’s Restaurant, Inc.7° a famous Phila- 
helphia restaurant was unable to register as a service mark the 
name OLD ORIGINAL BOOKBINDER’s, although that name had been 
used since 1865. Applicant’s argument that its clientele frequently 


104. S.N. 674,502, 695 O.G. TM 94. 

105 S.N. 678,703, 696 O.G. TM 125. 

106. Ex parte Carter Publications, Inc., 93 USPQ 105, 106 (C.P. 1952); Ea parte 
Carter Publications, Inc., 92 USPQ 251 (42 TMR 342) (C.P. 1952). 

107. Note 102, supra. 

108. 103 USPQ 274 (45 TMR 473) (C.P. 1954). 
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on the theory that the new subsidiary was primarily a service 
organization and not a manufacturer of merchandise. As a re- 
sult, the District Court never got an opportunity to pass upon 
the significance of the words ‘‘without limitation’’ in Section 45 
of the Act of 1946. However, the Office itself has, by administra- 
tive interpretation, in effect overruled the earlier Ma PERKINS de- 
cision and will register radio or television program names for 
persons or organizations which are not primarily engaged in the 
entertainment field. Let us look, for instance, at some of the 
more recent issues of the Official Gazette. On March 1, 1955, there 
was published the service mark skeTcH BooK in Class 107 for 
‘‘Kintertainment Services Through the Medium of a Television 
Broadeast Program Which Includes the Making of Amusing and 
Informative Drawings.’”°° This seems to be the standard lan- 
guage for description of services of this type. It should be espe- 
cially noted that under the former practice, this mark might have 
been registered as a service mark only in Class 102, Insurance 
and financial, since it would have been interpreted to advertise 
the applicant’s life insurance services. In the issue of May 10, 
1955, there was published the mark eurst conpuctor for services 
in the form of ‘‘Entertainment Through the Medium of a Radio 
Program Employing Recorded Music.’’*** Under the previous 
practice, this would have qualified only as registrable in Class 
105, Transportation and Storage, since it advertises the services 
of the American Trucking Association. The issue of June 7, 1955, 
reveals the service mark LUNCHEON AT saRDI’s, published in Class 
107 for ‘‘Radio and Television Broadcast Program.’ The pub- 
lication of this mark is particularly significant because under 
former practice, the registrant would have been unable to obtain 
any service mark registration on the ground that its primary 
services, i.e., the furnishing of meals in the City of New York 
are not rendered ‘‘in commerce.’’ As will be pointed out below,’® 
the Office still clings to the view that even an internationally 
famous restaurant does not render ‘‘service in commerce’’ but 
if it should be the sponsor of a radio program, then, apparently, 
its name can be part of a registrable service mark for entertain- 
100. S.N. 667,859, 692 Official Gazette TM 29. 
101. S.N. 674,864, 694 O.G. TM 89. 


102. S.N. 673,867, 695 O.G. TM 40. 
103. See p. 18, infra. 
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ment service which would be interstate or national in scope. Even 
a local bar association was held entitled, under the new trend, 
to register the name of a radio program as an entertainment 
service,“ despite the fact that the registrant was a purely local 
(city bar) association. This is probably the first instance in 
which a bar association has registered a mark. In the issue of 
July 12, 1955, the service mark panGceR was published under Class 
107 in the name of a pharmaceutical house;** under previous 
practice this would undoubtedly have been held to be a service 
‘‘incidental’’ to the sale of merchandise. 


It also appears well established that character names, which 
are specifically included in the definition in Section 45, may 
qualify for registration notwithstanding the line of earlier cases 
in which actual television characters, such as PROFASSOR F. T. WORTH 
BEAVER, etc.,*° were held to be unregistrable because they 
were not considered ‘‘marks’’ at all. However, doubt has been 
expressed with regard to the registrability of those character 
names which are so essentially personal in character that no 
assignment thereof would be permissible. 


b. ‘‘Use in commerce’’ 


As already indicated, the requirement that the services in 
connection with which the mark is used must be ‘‘rendered in 
commerce’? is still rather narrowly construed by the Office. Under 
the abovementioned Sardi case,’ a well known hotel or res- 
taurant which has no branches in other cities or does not sell 
merchandise in commerce would have no alternative but to use 
its name in connection with radio or television programs if it 
should desire to register its name under the Act of 1946. Thus, 
in Ex parte Bookbinder’s Restaurant, Inc.7° a famous Phila- 
helphia restaurant was unable to register as a service mark the 
name OLD ORIGINAL BOOKBINDER’S, although that name had been 
used since 1865. Applicant’s argument that its clientele frequently 


104. S.N. 674,502, 695 O.G. TM 94. 
105 S.N. 678,703, 696 0.G. TM 125. 


106. Ex parte Carter Publications, Inc., 93 USPQ 105, 106 (C.P. 1952); Ea parte 
Carter Publications, Inc., 92 USPQ 251 (42 TMR 342) (C.P. 1952). 


107. Note 102, supra. 
108. 103 USPQ 274 (45 TMR 473) (C.P. 1954). 
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came from other states and that, according to some recent court 
decisions in infringement actions, its intrastate use may have an 
effect on interstate commerce was rejected on the ground that 
‘‘the commerce provisions must be met by the applicant and not 
its customers.’”°? Perhaps only a proposed change in the statu- 
tory language will bring about a more liberal practice toward 
the registrability of names of this kind by the Patent Office. 


In one respect the Office seems to have broadened the scope 
of the term ‘‘use in commerce’’ in recent months. Names of teams, 
such as, for instance, bsaeball teams, are now held registrable 
as service marks despite the fact that under the famous Supreme 
Court decisions in the baseball cases,’”® baseball and similar sports 
are not considered ‘‘commerce’’ for purposes of the antitrust 
laws. The Office takes the position that decisions interpreting 
our federal antitrust laws cannot necessarily be considered prece- 
dents in connection with defining the scope of the word ‘‘com- 
merce’’ under the Trademark Act of 1946. 


c. What Qualifies as a Registrable Service Mark 


Only one Commissioner’s decision has thrown additional light 
on this aspect of the problem. In Ex parte Minneapolis Aqua- 
tennial Association.’ the Examiner-in-Chief held that the word 
AQUATENNIAL in connection with a celebration occurring annually 
featuring aquatic events in the city of Minneapolis was not a 
‘‘mark’’ because the word was used solely to identify the par- 
ticular event occurring in Minneapolis. All exhibits submitted 
by the applicant were held to refer solely to a celebration called 
the AQUATENNIAL and not to any service rendered in connection 
therewith. 


d. What Constitutes Service Mark Use? 


112 


In the same case'” it was likewise held that use of a name 
as a title of an annual celebration was not the type of ‘‘use’’ 
which was contemplated in Sections 3 and 45. As a general propo- 


109. Ibid. at 275. 


110. Federal Baseball Club v. National League, 259 U.S. 200 (1922); Toolson v. 
New York Yankees, Inc., 346 U.S. 356 (1953). 


111. 104 USPQ 152, 45 TMR 586 (PO ChEx. 1955). 
112. Note 111, supra. 
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sition, it may be safely stated that the requirements concerning 
trademark use as compared with use of style designations, grade 
names and similar names also play an important part in deter- 
mining whether proper service mark use has been made of a 
mark sought to be registered, except where the Act itself pro- 
vides for different standards as it does, for instance, in recog- 
nizing use in advertising as a basis for registration of a service 
mark but not for trademarks. 


Service Mark Infringement 


Reference was made last year to the first infringement suit 
involving a registered service mark in which the plaintiff was 
denied protection on the ground that the covERED wacon emblem 
which it had used and registered for life insurance services was 
not deserving of protection against use by a competitor of a 
similar device.“* Fortunately, there were at least two cases since 
this first precedent which have given immediate and effective 
protection to well established service marks. The more impor- 
tant of these was Pilgrim Laundry, Inc. v. Benwall Mfg. Co., 
Inc.,"* in which plaintiff had registered as a service mark the 
word prmuGcRim, the name THE PILGRIM LAUNDRY and the represen- 
tation of a pilgrim for laundry services. Defendant had adopted 
the word prmuerim™ as a trademark for nylon laundry nets. Such 
trademark use by the defendant was held to constitute both in- 
fringement of plaintiff’s registered service marks and unfair com- 
petition. The Court emphasized that defendant’s use of the mark 
PILGRIM may lead the public to conclude that his products have 
plaintiff’s sanction and approval. Previously the Patent Office 
had rejected defendant’s application to register the word prt- 
Grim as a trade mark on similar grounds and on the further 
observation that there may, of course, be as much likelihood of 
confusion between an application for registration of a service 
mark for laundry services and a trademark application for soap 
or laundry nets as there would be between two service mark or 


113. Springfield Fire and Marine Insurance Company v. Founders’ Fire and Marine 
Insurance Company, 99 USPQ 38 (44 TMR 170) (D.C, N.D. Cal. 1953) ; ef. “The Seventh 
Year,” supra, note 1, p. 1029. 

114. 102 USPQ 210 (44 TMR 1305), 122 F. Supp. 708 (D.E. N.Y. 1954). 
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two trademark applications.** As a result, summary judgment 
was issued in favor of the plaintiff.’ 

The other recent case came before a New York Court and 
involved an unregistered service mark. The plaintiff there’ 
was using a picture of a stork carrying an infant in connection 
with her maternity nurses’ service and sought an injunction pen- 
dente lite against the defendant, one of her former employees, 
who had recently opened a nurses’ registry under the name storK 
MATERNITY REGISTRY, and was also using a picture of a stork carry- 
ing an infant. There was proof of actual confusion and the de- 
fendant was held guilty of intentional imitation of plaintiff’s 
distinctive sign or mark. Plaintiff’s motion for a temporary in- 
junction was granted. This State Court decision is further proof 
that protection of service marks was and is available at common 
law and that the Act of 1946 merely translated this accepted 
concept into registrable marks for the purpose of allowing the 
Act of 1946 to reflect existing common law rights. 


2. The Supplemental Register*** 


While the Office has continued to give broad scope to Section 
23 of the Act, there have been two rather interesting cases, both 
decided by the Examiner-in-Chief, in which registration was 
denied. The first of these was Ex parte R. P. Scherer Corpora- 
tion*” and involved an application to register the phrase roTaRy 
DIE PROCESS CAPSULES for a vitamin preparation. Registration 
was first sought on the Principal Register but the application was 
later amended to seek registration on the Supplemental Register. 
It was denied on the ground that the phrase was incapable of 
distinguishing applicant’s goods because the term was nothing but 
the proper name used for applicant’s process for making capsules 
so that the name was only ‘‘a natural and obvious name for cap- 
sules made by this process.’’ In view of this, the phrase could 


115. October 7, 1953, Serial Nos. 509,798 and 509,969. 

116. In Pan American World Airways, Inc. v. Clipper Van Lines, Inc. et al., 
90 USPQ 53 (41 TMR 832) (E.D.N.Y. 1951), involving the service mark CLIPPER, Pan 
American prevailed in an infringement action against the defendant, who was using the 
word in connection with moving vans. 

117. Crystal v. Ducly et al., 103 USPQ 303 (44 TMR 1419), N.Y. Sup. Ct. (1954). 

118. Attention may be called to an interesting article taking a rather extreme view 
in favor of registrability of packages and configurations, Law and Junkins, 23 G. Wash. 
L. Rev. 82, (Oct. 1954) reprinted in 36 J.P.0.8S. 900 (Dec. 1954) (45 TMR 22). 

119. 103 USPQ 114 (44 TMR 1343) (PO ChEx. 1954). 
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not, in the opinion of the Examiner-in-Chief, be considered either 
as a trademark or even as a ‘‘potential’’ trademark. In Ex parte 
Babson Bros. Co.,*° a mark which was alleged to consist of ‘‘a 
narrow band of parallel transverse ridges moulded on the bead 
at the large end of the inflation’’ or flexible lining of natural or 
synthetic rubber for the shell of a cup assembly for milking 
machines, was refused registration on either register by the 
Examiner-in-Chief on the ground that it neither served as a 
trademark nor was it capable of so functioning under the record 
then before the Commissioner.’ 


3. Problems in Inter Partes Proceedings 
Likelihood of Confusion 


In last year’s report,’ it was stated that there had been a 
noticeable tendency both in the decisions of the Court of Cus- 
toms and Patent Appeals and in those of the Commissioner of 
Patents toward favoring the applicant rather than the opposer 
in determining likelihod of confusion. It was pointed out that 
the percentage of cases in which the applicant prevailed on the 
confusion issue far outnumbered those in which oppositions were 
sustained. This has been even more true during the current year, 
both with regard to the Commissioner’s decisions and those of 
the Court of Customs and Patent Appeals. While it must, of 
course, be realized that each case depends upon its own facts and 
that often collateral circumstances must be considered which do 
not directly affect the question of similarity of marks or goods 
involved, it still must be found significant that, for instance, dur- 
ing the period from October 1954 to June 1955, oppositions have 
been sustained on appeal to the commissioner in only about 5 out 
of 25 cases, and a similar trend is noticeable since June. The 
following have been held not confusingly similar: sunex and 
MyNeEX, both for dietary supplements;’** Texas sraG’s for fruit 


120. 103 USPQ 115 (44 TMR 1340) (PO ChEx. 1954). 

121. In Ez parte Wamsutta Mills, 103 USPQ 157 (45 TMR 228) (C.P. 1954), the 
term LUSTERWEAVE for cotton piece goods was held incapable of distinguishing for 
purposes of the Supplemental Register. 

122. “The Seventh Year,” supra, note 2, p. 1037, et seq. 

(c Ra ee Inc. Vv. United Enterprises, Inc., 103 USPQ 214 (45 TMR 348) 
-P. 1954). 
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cakes and Brace for various food item;’* met.o.pops for hard 
candy and meLo-pop for popcorn seasoning;**® porRIAN-spuN for 
men’s suits, coats, etc. and portan for ladies’ nightgowns and 
negligees, etc.;*° rortimycin for a preparation of penicillin G 
procaine, etc. and FORTABS, FORTIPENS, or ForTIcILS for penicillin 
tablets ;**’ sea spray for salt crystals evaporated from ocean water 
and containing mineral supplements and ocean spray for cran- 
berries, cranberry juice and flakes, etc. ;** HURRICANE for internal 
combustion engines and HuRRICANE for outboard motors, etc. ;'* 
TEXTRALIZED for the service of processing fibres and Textron for 
fabrics ;**° FrorrocenoL for a multivitamin and mineral product 
and rorToceN for an internal and external antiseptic and anti- 
ferment for veterinary use; sHeTLoom for sport jackets, suits, 
and HOooKLOoM for men’s suits;’® paRI-DELITE for frozen milk mix- 
ture in the nature of ice cream and paricotp for a line of dairy 
products and animal and poultry feed;’** maya DE mexico for 
women’s lightweight clothing and maya for women’s cloth and 
fur coats ;*** coot-a-matic for air conditioners and om-o-matic for 
heating equipment ;** rortiiac for a food product and rorMULAC 
and srouac for a special dietary infant food;*** TaLK-a-PHONE for 
communication equipment and sELET-0-PHONE for the same prod- 
uct ;** a-1 with a spread winged eagle perched upon a hyphen, 


124. Live Foods Products Co. v. Texas Brag’s-World’s Finest Foods, Inc., 103 
USPQ 216 (45 TMR 351) (C.P. 1954). 

125. The Humko Co. v. Favia, 103 USPQ 239 (44 TMR 1346) (C.P. 1954). 

126. Dorian-Macksoud Corporation v. Rose Brothers, Inc., 103 USPQ 367 (45 TMR 
122) (C.P. 1954). 

127. Schenley Laboratories, Inc. v. Premo Pharmaceutical Labs., Inc., 103 USPQ 
140 (45 TMR 209) (C.P. 1954). 

128. National Cranberry Association v. Ingling, 103 USPQ 146 (45 TMR 215) (C.P. 
1954). 

129. Kiekhaefer Corporation v. Willys-Overland Motors, Inc., 103 USPQ 148 (45 
TMR 213) (C.P. 1954). 

130. Textron Incorporated v. Alexander Smith & Sons Carpet Company, 103 USPQ 
151 (45 TMR 218) (C.P. 1954). 

131. Fort Dodge Laboratories, Inc. v. Haeussler, 103 USPQ 152 (45 TMR 223) 
(C.P. 1954). 

132. Society Brand Clothes, Inc. v. Mavest Inc., 103 USPQ 153 (45 TMR 226) (C.P. 
1954). 

133. Consolidated Dairy Products Company v. Judy-Lee Sales Co., 103 USPQ 156 
(45 TMR 222) (C.P. 1954). 

134. Ex parte Maya de Mezico, 103 USPQ 158 (45 TMR 227) (C.P. 1954). 

135. Eureka Williams Corporation v. Automatic Firing Corporation, 104 USPQ 70 
(45 TMR 237) (C.P. 1954). 

136. Ex parte Lauritzen § Company, Inc.; The Borden Company v. Lauritzen § 
Company, Inc., 104 USPQ 180 (45 TMR 367) (C.P. 1955). 

137. Kellogg Switchboard § Supply Co. v. Talk-A-Phone Co., 104 USPQ 398 (45 
TMR 470) (CCPA 1955), affirming 98 USPQ 31 (43 TMR 1182) (PO ChEx. 1953). 





Vol. 45 T. M. R. EIGHTH YEAR ADMINISTRATION 1031 


three stars above the eagle’s head, a star beneath each wing, and 
the name of the product, pmisNER BEER (disclaimed) all within an 
oval and ‘‘A’’ with a star at the top and a spread winged eagle 
perched upon a shield and arrows and looking through the letter 
‘A’? as if held by the cross-bar of the letter, both for beer and 
subsidiary products ;** and sHir-Back and sHuRTAPE, both for win- 
dow curtains.** 


Likelihood of confusion was found to exist between sERv-a- 
NAP and TIDYNAPS, HAVANAP and sEmrInaP, etc., for paper napkins 
and other paper products;*® between sBar-matic for bar screw 
machines such as single and multiple spindle machines, and 
BARMATIC for drag links and tie rod ends for automotive ve- 
hicles ;**? between the phrase THE BRAND WITH THE LAMB at each 
end of which is shown a frolicking lamb, for ladies’ and girls’ 
sweaters, T-shirts, blouses, bathing suits, shorts and sport dresses, 
and an illustration of a frolicking lamb in connection with an- 
other trademark as used on wearing apparel for men and women, 
textile fabrics and yarns;™“? between PERSPECTIVE with a double 
triangle design for living room, dining room and bedroom furni- 


ture, and peRspectivEs for commercial designs for draperies, up- 
holstery and apparel fabrics ;** and between camo.ose for methyl 
cellulose granules for the treatment of constipation and carME- 
tHosE for a preparation for relief of disorders of the gastro- 
intestinal tract, both being ‘‘ethers of cellulose and both * * * 
medicinal products used for the treatment of gastrointestinal 
conditions. ’’*** 


This rather consistent trend**® in the Commissioner’s deci- 
sions toward dismissal of oppositions, unless a convincing case 
of actual or likely confusion is presented, undoubtedly puts a 


138. Anheuser-Busch, Incorporated v. Arizona Brewing Company, Inc., 105 USPQ 
124 (45 TMR 727) (C.P. 1955). 

139. Cameo Curtains, Inc. v. House Beautiful Curtains, Inc., 105 USPQ 195 (45 
TMR 841) (PO ChEx. 1955). 

140. Fort Howard Paper Company v. White-Washburne Company, Inc., 103 USPQ 
147 (45 TMR 211) (C.P. 1954). 

141. Barmatic Products Company v. The National Acme Company, 103 USPQ 154 
(45 TMR 220) (C.P. 1954). 

142. Botany Mills, Inc. v. Atlantic Knitting Mills of Philadelphia, Inc., 104 USPQ 
354 (45 TMR 598) (C.P. 1955). 

143. Perspectives, Inc. v. Drexel Furniture Company, 105 USPQ 41 (45 TMR 601) 
(C.P. 1955). 

144. Ciba Pharmaceutical Products, Inc. v. Wyeth Incorporated, 105 USPQ 159 
(45 TMR 839) (PO ChEx. 1955). 
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greater burden of proof upon opposers and so-called ‘‘paper 
oppositions,’’ based merely on previous registrations have had 
even less success during the last year than they had during the 
preceding year. 


The recent decisions by the Court of Customs and Patent 
Appeals, with a few exceptions, reflect the same general attitude. 
Thus, no confusion was found to exist in the case of Kellogg 
Switchboard & Supply Co. v. Talk-A-Phone Co.,** involving the 
marks TALK-A-PHONE and SELECT-A-PHONE, as used on similar goods. 
The Court, quoting from last year’s decision in the TrIM-sET case,*** 
held that there was sufficient difference in sound, meaning and 
significance between the two marks to prevent likelihood of con- 
fusion if the marks were each considered as a whole and if consid- 
eration were given to the fact that both products are expensive 
and not ‘‘impulse’”’ items but bought only by discriminating pur- 
chasers. Similarly, scorcuman for motor driven mechanical appa- 
ratus for spreading salt and calcium chloride on highways, was 
found to be unlikely to cause confusion with scotcH, scOTCHLITE or 
scotcH soy for light reflective material in sheet form.*** The same 


conclusion (no likelihood of confusion) was reached in Price Candy 
Company v. Gold Medal Candy Corporation,” where the word 
tuRKs for candy was held not to be confusingly similar to TURKISH 
TaFFy, etc. Again in a 3 to 2 decision, the opposition was dismissed 
on the ground that the dissimilarities in the marks as a whole 
outweighed the similarity created by the respective use of the word 
TURK by the parties. In Yard-Man, Inc. v. Savage Arms Corpora- 


145. The trend is similar with regard to those cases in which the Examiner of 
Trademarks had refused registration ex parte on the ground of likelihood of confusion 
with a previously registered trademark. The Examiner was reversed and the mark 
ordered published in the following cases: Ex parte Mishawaka Rubber and Woolen 
Manufacturing Company, 105 USPQ 73 (45 TMR 610) (C.P. 1955); and Ez parte H. W. 
Brown, Inc., 105 USPQ 74 (45 TMR 612) (C.P. 1955), the former involving the mark 
PASADENA for women’s shoes over a registration of the same word for women’s apparel; 
the latter, DAINTEE for a deodorant over a registration of LA DAINTY for cosmetics. The 
Examiner of Trademarks was sustained ex parte in Ex parte Triple M. Packing Corpora- 
tion, 105 USPQ 72 (45 TMR 611) (C.P. 1955), involving an application to register 
AMERICAN PRIZE displayed with stripes and stars for fresh and frozen fruits and vege- 
tables, over the reference registration, AMERICA’S PRIDE, for fresh carrots, lettuce and 
tomatoes. 

146. 104 USPQ 398 (45 TMR 470) (CCPA 1955). 


147. Aluminum Air Seal Mfg. Co. v. Trim-Set Corp., 100 USPQ 52 (44 TMR 543) 
208 F.2d 374 (CCPA 1953); see “The Seventh Year,” supra, note 2, p. 1037. 

148. Minnesota Mining §& Manufacturing Company v. Tarrant Manufacturing 
Company, 105 USPQ 38 (45 TMR 580) (CCPA 1955). 

149. 105 USPQ 266 (45 TMR 715), 220 F.2d 759 (CCPA 1955); rehearing denied 
April 28, 1955. 
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tion, a petition for cancellation was dismissed in which the 
registrant of the trademark yarp-MAN as applied to a line of hand 
and motor propelled lawn mowers, sought to cancel a registration 
including the words yarp cH1EF with a picture of the head of an 
Indian chief and including the word savacez, for practically iden- 
tical products. It was held that the overall presentation of the 
two marks was such as to eliminate any likelihood of confusion 
and that in determining this question, one segment of a composite 
mark should not be divorced from the appearance of the mark in 
its entirety. In Kitchen-Quip, Inc. v. Sunbeam Corp.,’™ the Court 
ruled in a 3 to 2 decision that there was no confusing similarity 
between MIXMASTER and saLADMASTER for a foodmixer and food 
shredder and a food shredder respectively, one apparatus being 
electrically operated and the other operated by hand. It is inter- 
esting to note that, according to Judge Johnson’s opinion, the 
Court had already sent to the parties a decision reaching the 
opposite conclusion but, on rehearing and reexamination of the 
record, changed its mind. Again, it was held in the camgz sBirp— 
RAIL BIRD case’ that no likelihood of confusion existed between the 
trademarks as used on hats. Most recently, in L. J. Mueller Fur- 
nace Company v. United Conditioning Corporation, it was de- 
cided that an opposition by the registrant of the words cLiMaTROL 
and MUELLER CLIMATROL as applied to gas furnaces should be dis- 
missed as against an applicant who sought to register cLIME-MATIC 
as a trademark for air conditioning units. The Court applied the 
discriminating purchaser theory and also reached the conclusion 
that the ‘‘dissimilarities by far outweighed the similarities’’ 
between the two marks.*™* 

Only three inter partes cases have been found during the 
period under discussion in which the issue of confusion was decided 


150. 105 USPQ 284 (45 TMR 724), 220 F.2d 782 (CCPA 1955). 
151. 105 USPQ 430 (45 TMR 1108) 222 F.2d 265 (CCPA 1955). 


152. Hat Corporation of America v. John B. Stetson Company, 106 USPQ 200 
(COPA 1955). 


153. 106 USPQ 112 (CCPA 1955). 


154. The decision is interesting for another reason. The Court held that it should 
not reject an application ex parte upon the ground that the Patent Office had originally 
overlooked citing a certain third party registration against the applicant, particularly 
where the opposer had failed to bring such registration to the attention of the Patent 
Office before the closing time for taking testimony and had not referred to it in the 
notice of opposition. Still more recently, the Court of Customs and Patent Appeals did 
not find confusion in Lekas § Drivas, Inc. v. Tenth Avenue Trading Corp., 106 USPQ 
190 (1955), involving the words COSMOCRATIC and ARISTOCRATIC as applied to olive oil. 
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by the Court in favor of the opposer. In one of these both the 
Examiner of Interferences and the Commissioner had failed to find 
likelihood of confusion,’® but their ruling was reversed in a 4 to 1 
decision by the Court. In reversing the Office, the Court said: 
‘“When it comes to trade-marks, the views of the experts 
in the Patent Office or elsewhere do not necessarily establish, 
however, that the purchasing public would recognize, analyze, 
and be guided by the same understanding and consideration 
of the marks.”’ 
Apparently the Court gave some weight to the fact that the appli- 
cant in this case sought registration on the basis of a foreign regis- 
tration without any allegation or proof of actual use on the par- 
ticular products involved in the United States, while the opposer 
was a national advertiser who had spent tremendous sums of 
money in connection with the protection of its marks. 

Secondly, the Court affirmed the Patent Office tribunals which 
had found likelihood of confusion to exist between the marks 
ENDEARING and DEAR TO ME as used on perfumes.’ 

Thirdly, in Jos. 8S. Cohen & Sons Co., Inc. v. Hearst Magazines, 
Inc.,**" the ‘‘Good Housekeeping’? Magazine succeeded in having 
the mark coop HOUSEKEEPER, which had been registered for women’s 
dresses and similar products, cancelled. In that case, both Patent 
Office tribunals had previously decided that likelihood of confusion 
existed between the well known magazine and the goods for which 
respondent had registered the mark, since many such goods were 
constantly ‘‘certified’’ by the magazine. 

Finally, the Court sustained the Commissioner in finding like- 
lihood of confusion in an ex parte matter,’ in which application 
for registration was sought on the Principal Register of a com- 
posite word and design mark which showed a clenched human hand 
holding two lightning bolts. Applicant’s mark also contained the 
words MORE POWER TO you, while the reference mark showed a 
similar design without those words. In view of the close similarity 
of the goods involved (electrical wires and cables on the one hand 
and apparatus and parts for electric signalling systems on the 


155. Mishawaka Rubber and Woolen Manufacturing Company v. Bata Narodni 
Podnik, 105 USPQ 432, 222 F.2d 279 (CCPA 1955). 


156. Cecile Gagnon Company v. Bourjois, Inc., 106 USPQ 203 (CCPA 1955). 
157. 105 USPQ 269 (45 TMR 719) 220 F.2d 763 (CCPA 1955). 
158. In re General Cable Corporation, 106 USPQ 97 (CCPA 1955). 
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other), and the similarity in design, it was held that the application 
had rightfully been rejected by the Office. 


Equ1TaBLE DEFENSES 


The Court of Customs and Patent Appeals, in Hylo Co., Inc. v. 
Jean Patou, Inc.,* reaffirmed the doctrine of the Wilson v. 
Graphol case." It was held that for the purpose of instituting 
cancellation proceedings, publication of the mark in the Official 
Gazette was constructive notice and that a party may not sit idly by 
for ten years after such publication and then move for cancellation 
of the mark.*” 

A rather novel and interesting point was made by the peti- 
tioner for cancellation and upheld by the Court in the above- 
mentioned ‘‘Good Housekeeping’’ case." For the purpose of 
defeating the registrant’s defense of laches, the petitioner pointed 
out that it would not have been possible before the coming into 
effect of the Act of 1946 to institute such proceedings because the 
magazine and women’s dresses would not have been held to be 
‘“goods of the same descriptive properties.’’ The Court ruled that 


159. 103 USPQ 52 (44 TMR 1428) 215 F.2d 282 (CCPA 1954). 


160. 89 USPQ 382 (41 TMR 591) 188 F.2d 498 (CCPA 1951); see “The Fourth 
Year of Administration of the Lanham Trademark Act of 1946” 90 USPQ No. 8, 
Part II, pp. 8, 9 (41 TMR 902). In its most recent decision involving the defense of 
laches, in Schnur g& Cohan, Inc. v. Academy of Motion Picture Arts and Sciences, 106 
USPQ 181, the Willson v. Graphol doctrine was again reaffirmed but it was pointed out 
that the defense of laches was not available where a petition for cancellation was based 
on the fact that the mark was originally registered in violation of one of those provisions 
of the statute, (Section 2(a)) which are considered absolute grounds of rejection. 

161. Most recently, the Court of Customs and Patent Appeals held in Fred W. 
Amend Co. v. American Character Doll Co., 106 USPQ 187 (CCPA 1955), that the 
owner of a registration for CHUCKLES as used on candy was not entitled to seek cancella- 
tion of the identical name as used on dolls. The Court said: “Notwithstanding the fact 
that both products, candy and dolls, are sometimes sold through the same outlets, we do 
not feel that there would be likelihood of confusion as to the source of the goods because 
of their great dissimilarity in both character and use. Furthermore, the evidence which 
has been presented, we believe, hardly establishes that the term CHUCKLES is so famous 
a mark or has attained such prominence as to prevent appellee from using this mark on 
dissimilar merchandise.” The Office was also sustained in an R.S. 4915 proceeding in 
which registration was sought of the word sunvis for lubricating oils over the opposition 
of the Standard Oil Company in Sun Oil Co. v. Watson et al., 101 USPQ 276 (44 TMR 
942) 122 F.Supp. 629 (D. D.C. 1954), based on its trademark univis for the same product. 
No likelihood of confusion was found. The same was true in Daggett ¢ Ramsdell, Inc. 
v. Marzall et al., 103 USPQ 312 (45 TMR 420) 128 F.Supp. 906 (D. D.C. 1954), a suit 
to restrain the issuance of a registration for the word DEBUTANSET as used on hairbrushes, 
hairbrush handles and hairbrush sets; the opposition had been filed by the owner of 
the trademark DEBUTANTE for a mascara set including a mascara brush. The opposition 
was dismissed by the Patent Office tribunals and their decision sustained by the District 
Court, which based its conclusion in part on the dubious and obsolete test that a cosmetic 
brush found within a cosmetic set does not change the descriptive properties of the set 
into those of a brush. No likelihood of confusion as to origin or source was found. 

162. See note 156, supra. 
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despite the 18 years delay, the laches defense should be rejected 
because the magazine had no right to file such petition before the 
Act of 1946 gave it that right and that it had proceeded shortly 
thereafter with the filing of the petition. In other words, the 
position was taken that the petitioner could not have prevailed 
in a cancellation proceeding under the Act of 1905 (a conclusion 
which, it is submitted, is not free from doubt) but could succeed 
only under the Act of 1946 after elimination from the Statute of 
any reference to goods of ‘‘the same descriptive properties.’’ 


Of particular significance with regard to the future attitude 
of the Patent Office toward equitable defenses will be the comments 
found in Judge Cole’s decision in The Coca-Cola Company v. Victor 
Syrup Corporation. After having decided that there was no 
likelihood of confusion between coca-coLa and NuTRI coua and after 
having expressly found that the applicant was not guilty of fraud 
as a result of improper use of the registration notice or any other 
proven misconduct, the Court took occasion to announce the fol- 
lowing policy with regard to the broad extent to which the Patent 
Office may and should consider all legal and equitable principles 
relating to the law of both trademarks and unfair competition: 


‘‘Although the Trade Mark Act of 1946, 15 U.S.C.A. 
Sec. 1051 et seq. may not literally comprehend within its varied 
provisions the application by the Patent Office authorities of 
all legal and equitable principles relating to the law of trade 
marks and unfair competition, it was certainly not the inten- 
tion of Congress to aid one even temporarily who schemes 
through the use of his mark to promote his own fraudulent 
interests to the ultimate detriment of the buying public. The 
public interest requires that no obligation be imposed upon 
the Patent Office to register a mark when it is apparent that 
such registration will provide a protective cover under which 
the registrant can better proceed to flout the law and practice 
deceit upon the public. These essentials to the proper function 
of the Patent Office under the statute must be encouraged and 
in no sense diminished. The Patent Office is one of our most 
important governmental agencies. The dignity it deserves has 
been spelled out by Congress in language we believe intended 
to be liberally interpreted to accomplish its purposes.’ 


163. 104 USPQ 275 (45 TMR 465) 218 F.2d 596 (CCPA 1954); rehearing denied 
Feb. 8, 1955. 
164. 104 USPQ 275 (45 TMR 465) at p. 278, 218 F.2d 596, at p. 600. 
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It is believed that this pronouncement, even though it be dictum 
in the NUTRI COLA case, goes beyond any past statement by the 
Court on this point and would seem to express the same policy 
considerations which underlie new Trademark rule 2.69 discussed 
earlier in this report.’® 


PART III. TRADEMARK INFRINGEMENT AND 
UNFAIR COMPETITION 


I. USE OF INFRINGING MARK OR NAME 


There have been numerous decisions by the federal courts in 
which either the various courts of appeal or the district courts 
have upheld and effectively protected trademarks both registered 
and unregistered against infringement. 

A significant decision by the Court of Appeals for the Second 
Circuit was handed down in the case of Federal Glass Company v. 
Samuel Loshin et al.*** The case involved, inter alia, the question 
of the prerequisites for proving prior reputation and secondary 
meaning in unfair competition and trademark cases in the imme- 
diate territory in which the defendant was doing business. The 
District Court had indicated that such prior reputation had to be 
established in the exact area where defendant was located. Judge 
Clark took occasion in the opinion affirming the District Court’s 
denial of summary judgment to point out that, in connection with 
proving reputation and secondary meaning, a plaintiff should not 
be required to prove secondary meaning in each part of one par- 
ticular State, in this instance, Connecticut. He said: 

‘‘ Although the exact territorial extent of a trade name is a 


question of fact, the narrowest limit that could reasonably be 
imposed today would be that of a state.’’**” 


This brings to mind the view expressed by Mr. Justice Holmes in 
his concurring opinion in the Tea rose case,** in which he had 
indicated that, in determining concurrent common law rights in the 
same trademark, a state should not be subdivided: 


‘**T think state lines, speaking always of matters outside 
the authority of Congress, are important in another way. 


165. See p. 992 et seq., supra. 


166. 104 USPQ 1 (45 TMR 169) 126 F.Supp. 737 (D. Conn. 1954); affirmed, 105 
USPQ 458 (45 TMR 983) (2d Cir. 1955). 


167. 105 USPQ 458 at 460 (45 TMR 983). 
168. Hanover Star Milling Co. v. D. D. Metcalf, 240 U.S. 403 (6 TMR 149) (1916). 
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I do not believe that a trade-mark established in Chicago could 
be used by a competitor in some other part of Illinois on the 
ground that it was not known there. I think that if it is good 
in one part of the state it is good in all.’” 


It will be interesting to see what bearing this observation may have 
on the final disposition of this litigation after trial.’ 

In the Third Circuit, the Court of Appeals gave effective pro- 
tection to Sears, Roebuck and Company with regard to the trade- 
mark aLu-sTaTE.** The defendant had adopted the name ALL-STATE 
SCHOOL OF DRIVING while plaintiff had used the mark for automobile 
tires, etc. Despite overwhelming evidence of secondary meaning, 
the District Court had dismissed plaintiff’s complaint on the 
ground of failure to prove likelihood of confusion.**? The Appel- 
late Court set that decision aside as being ‘‘clearly erroneous’’ 
under the evidence and held the plaintiff entitled to injunctive 
relief even though there was no direct evidence as to defendant’s 
intent to mislead the public. 

A Pennsylvania District Court also granted effective protec- 
tion to a plaintiff who had used and registered the word NaTIONAL 


169. Ibid., at 426. 


170. It may be interesting to compare with this statement the recent holding by a 
Florida District Court concerning the territorial rights of a plaintiff who had registered 
the trademark WHITE KITCHEN in the Patent Office for a barbeque sauce. (Faciane v. 
Starner, 105 USPQ 358 (45 TMR 950) 129 F.Supp. 430 (D. Fla. 1955)). Plaintiff 
actually operated two restaurants in Louisiana, one of which was on the main highway 
from Florida to California. Defendant’s predecessors had opened in 1939 a small res- 
taurant outside Tallahassee and operated under the name WHITE KITCHEN. Plaintiff 
did not learn about defendant’s restaurant until some time in 1951. When sued for 
infringement and unfair competition, the court found against plaintiff on both grounds. 
It was held that the constructive notice provision of the Act of 1946 was of no avail 
to plaintiff because defendant’s activities were strictly intrastate and did not interfere 
with plaintiff’s interstate commerce. In other words, the court did not follow the 
approach applied by Judge Wyzanski in Cole of California, Inc. v. Colletté of California, 
79 USPQ 267 (39 TMR 42) (D.C. Mass. 1948), (cf. “The Fifth Year,” supra, note 96 
42 TMR 736), but adopted the view expressed by Judge Barnes in the Peter Pan case, 
C. B. Shane Corporation v. Peter Pan Style Shop, Inc., 80 USPQ 559 (39 TMR 330) 84 
F.Supp. 86, (D. N. Ill. 1949). The Stork Club case, Stork Restaurant v. Sahati, 76 USPQ 
374 (38 TMR 431) 166 F.2d 348 (9th Cir. 1948), was distinguished on the ground that 
there a famous trade name was involved while the words WHITE KITCHEN did not con- 
stitute a fanciful term and were not inherently unusual. 

It may also be interesting to compare with the White Kitchen case, the case of 
Safeway Stores, Inc. v. Suburban Foods, Inc., 105 USPQ 471 (45 TMR 778) 130 F.Supp. 
249 (D. Va. 1955). The well known chain was there held entitled to an injunction 
against use by the defendant of the name SAVEWAY SUPER MARKET. 

It appeared that the defendant used that name only in the city of Norfolk, where 
the chain had not yet established a retail store its closest being in Richmond, Petersburg 
and other points in Virginia. It was found that defendant knew of plaintiff’s business 
when it first, adopted the name for the Norfolk store, that the name had wide secondary 
meaning, and that defendant’s use of SAVEWAY was “unquestionably an unfair trade 
practice under Virginia law.” 


171. Sears, Roebuck and Co. v. Johnson (dba All-State School of Driving), 104 
USPQ 280 (45 TMR 461) 219 F.2d 590, (3d Cir. 1955). 


172. 101 USPQ 243 (44 TMR 938) 121 F.Supp. 955 (D.E. Pa. 1954). 
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in conjunction with an outline map of the United States for hot air 
drying machines.’ The defendant used the trademark natTionaL 
pRYER for electric hand dryers. Judge Kirkpatrick found that con- 
fusion had in fact resulted and that even under the narrowest view 
and taking into account the weakness of plaintiff’s mark, he was 
entitled to relief. He said: 


‘‘It must be conceded that nationau is almost as weak a 
mark as can be found. However, it is quite likely that a pur- 
chaser would have some difficulty in explaining which product 
he desired if he should try to identify it by its trade name. He 
would have to ask for prices on a NATIONAL dryer as distin- 
guished from a NATIONAL DRYER or vice versa. If a trademark, 
however weak, is to retain any validity, a manufacturer must 
be protected against a competitor’s placing his customers in 
such a dilemma.’”** 

In the Fifth Circuit, plaintiff’s registered trademark MINUTE 
malp for fruit juices was protected against defendant’s use of the 
words MINUTE MADE for meat products.’** Defendant’s allegation 
that he used the words properly to describe his products was not 
accepted by the Court. 


In the Seventh Circuit, the Court of Appeals, having pre- 
viously decided in favor of the owner of the trademark stronGHOLD, 
had to pass on the scope of relief for the third time after the 
defendant obtained approval by the lower court of its adoption of 
the corporate name sTRONGHOLD scREW pRODUCTs, INC.’ The 
Appellate Court expressed its disapproval in strong language: 


‘*It is now almost a year since this court decided plaintiff was 
entitled to injunctive relief from such infringing tactics and 
unfair competition. During this entire period and up to this 
date, defendant has been permitted to and has continued its 


173. The National Drying Machinery Company v. Ackoff, 104 USPQ 288 (45 TMR 
449) 129 F.Supp. 389, (D.E. Pa. 1955). 

174. Ibid. at 290. 

175. Pure Foods, Inc. v. Minute Maid Corp., 102 USPQ 271 (44 TMR 1408) 214 
F.2d 792, (5th Cir. 1954). The Court also affirmed the lower court’s decision enjoining 
use of the trademark JOHNNIE WALKER by a cigar maker in Tampa Cigar Company v. 
John Walker & Sons, 105 USPQ 351 (45 TMR 825) 222 F.2d 460 (5th Cir. 1955), 
affirming 103 USPQ 21, 22 (44 TMR 1102) 124 F.Supp. 254 (D. Fla. 1954). The District 
Court had said: “People frequently smoke cigars when drinking whiskey.” The plaintiff 
had waived its right to an accounting of profits and damages. The Court had previously 
denied a motion to dismiss the complaint, 93 USPQ 392 (42 TMR 539) 197 F.2d 72. 

176. Independent Nail & Packing Co., Inc. v. Stronghold Screw Products, Inc., 
102 USPQ 146 (44 TMR 1180) 215 F.2d 434 (7th Cir. 1954). Cf. “The Sixth Year,” 
supra, note 96 (43 TMR 813 and note 138). 
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infringement of the trademark srroncHo.p. It is high time 

that such conduct be stopped.’”*” 

Most recently, the same Court affirmed the granting of an injunc- 
tion by the lower court in Square D Company v. Sorenson et al.,*”* 
but reversed with regard to the granting of an accounting of 
profits. Plaintiff’s trademark, the letter ‘‘D’’ in a square, was held 
infringed by defendant’s use of the same letter in a rectangular 
design. Plaintiff had sold electrical equipment under this design 
for many years while defendant used its mark on solenoids, mag- 
net coils and transformers. Since no actual confusion or fraud on 
defendant’s part was proven, the Court of Appeals held that de- 
spite the finding of infringement, plaintiff was not entitled to an 
accounting of profits and that an injunction would satisfy the 
equities of the case. 

An interesting decision by the Court of Appeals for the Eighth 
Circuit deals with the power of an equity court to modify a pre- 
viously issued injunction against imitation of goods because of 
changed circumstances and conditions and held that the subsequent 
expiration of plaintiff’s patent was no ground for a modification 
of the decree in a case in which the patent had been found valid 
but not infringed by the defendant.’ 

A well reasoned and comprehensive opinion was handed down 
by the Court of Appeals for the Ninth Circuit in National Lead 
Company v. Wolfe et al.;**° the plaintiff-appellee there sought a 
declaratory judgment to the effect that its use of the words putcH 
and DUTCH PAINT in connection with paint products did not infringe 
defendant’s rights in their registered trademark putcH soy for 
identical products. Defendant by counterclaim asked relief against 
infringement and unfair competition on plaintiff’s part. After 
upholding defendant’s registration as a valid and technical trade- 
mark despite its semi-geographical significance and characterizing 


177. 102 USPQ 146 (44 TMR 1180 at p. 148) 215 F.2d 434 at p. 437. Relief was 
denied, however, to the owner of the trademark KULE-FUT as against defendant’s use of 
the trade name DEVINE’S KOOL-FOOT CREAM in Strey v. Devine’s, Inc., 103 USPQ 289 
(44 TMR 1422) (7th Cir. 1954), both having been used on foot cream products. In this 
case, however, the plaintiff lost because of unclean hands since his product was found 
misbranded under the Food, Drug & Cosmetic Act and particularly since he had fraudu- 
lently used the title pocror in advertising its own preparation. 

178. 106 USPQ 45 (45 TMR 1102) (7th Cir. 1955). 


179. The Bowdil Company v. Central Mine Equipment Company, 103 USPQ 227, 
216, F.2d 156 (8th Cir. 1954). 


180. 105 USPQ 462 (45 TMR 963) (9th Cir. 1955). 
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it as a strong trademark entitled to full protection, the court held 
that, even though numerous other users of the word putcH in 
connection with paint products had been shown in a few communi- 
ties, the defendant had proven its counterclaim and that, in addi- 
tion, the plaintiffs were guilty of false advertising and unfair 
competition. The District Court’s decision was set aside and the 
owner of the putcH soy registration was held entitled not only to 
an injunction but to an accounting of profits and damages as well. 
The same court also decided in favor of the plaintiff in Mershon 
Company v. Frank A. Pachmayr et al.,** which involved the pro- 
tection of the registered trademark wHITE LINE in connection with 
gun recoil pads. The District Court had held this to be an invalid 
trademark but was reversed by the Court of Appeals which found 
the essential elements of both infringement and unfair competition 
present. 


A few other significant district court decisions deserve brief 
mention here. Of those which favored the trademark owner, the 
following are of interest: In Singer Manufacturing Company and 
Singer Sewing Machine Company v. Singer Upholstering & Sewing 
Co., Inc., et al.,** the trademark stnesr, the letter ‘‘S’’ and the 
language SINGER SEWING CENTER were protected against a defendant 
who used them fraudulently in connection with an upholstering 
and furniture business. The plaintiff was awarded not only an 
injunction but several thousand dollars damages for litigation 
expenses and attorney’s fees. Judge Barnes, in the Seventh Cir- 
cuit, in a decision delivered orally held plaintiff’s trademark wreEp 
cHopPER to be valid and infringed by defendant’s use of the words 
WEED CLIPPER on substantially identical products in International 
Electric Company v. Smith et al.*** Life Magazine succeeded in 
enjoining a defendant from using the name .irz in block letters on 
television sets in Time, Inc. v. Life Television Corp. ;'** the letter- 
ing was almost identical to that used by the magazine. Defendant’s 


181. 105 USPQ 4 (45 TMR 560) 220 F.2d 879, (9th Cir. 1955). 

182. 104 USPQ 339 (45 TMR 535) 130 F.Supp. 205 (D. Pa. 1955). In Locatelli, 
Inc. v. Louis Tomaiuoli and Frank Tomaiuoli, dba Lucatelli Packing Company, 104 
USPQ 332 (45 TMR 552) 129 F.Supp. 630 (D. N.J. 1955), a permanent injunction 
was granted against defendant’s use of the name LUCATELLI on Italian food products 
despite the fact that the plaintiff was found guilty of at least 20 years laches. 

183. 105 USPQ 215 (45 TMR 783) (D. Ill. 1955). 

184. 103 USPQ 131 (45 TMR 174) 123 F.Supp. 470 (D. Minn. 1954). 
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trucks were painted red and block letters in white spelled out Lirz 
on the side of each, simulating the format used by the magazine 
and there was much evidence to the effect that defendant had 
deliberately sought to create the erroneous impression that there 
was a connection in trade between it and the magazine publisher. 
For that reason, Judge Nordbye granted an injunction prohibiting 
defendant from any trademark use of the words Lire and TIME or 
any simulation thereof.** 

Among recent District Court cases in which trademark owners 
were unsuccessful, the following may be noted: In American Radia- 
tor & Standard Sanitary Corporation v. Sunbeam Corporation, 
the former was the first user of the trademark sunBEAM in connec- 
tion with heating and similar equipment, not including electrical 
apparatus, but was unsuccessful in its attempt to enjoin the Sun- 
beam Corporation from extending its use of the name from elec- 
trical household appliances to heating, cooling and air-conditioning 
equipment. A preliminary injunction was denied even though it 
appeared that at the present time both parties were using the name 
SUNBEAM on different types of air-conditioning equipment. In the 


Court’s opinion, the rights of the parties to the use of the trade- 
mark sUNBEAM in the air-conditioning field could be determined 
only after a trial of all the issues. 


185. Time Magazine was less fortunate in its attempt to enjoin a defendant from 
operating a transportation service, T.I.M.E, Inc. In Time, Inc. v. T.I.M.E. Inc., 102 
USPQ 275, 123 (44 TMR 1396), F.Supp. 446 (D.S. Cal. 1954), neither unfair competition 
nor trademark infringement was found and the Court observed that the plaintiff could 
not exclude the world from the use of so common a word as “time”. In still another case 
involving the use of the title car Lire, Time, Inc, v. Motor Publications, Inc., 105 USPQ 
326 (45 TMR 958) (D. Md. 1955), Judge Coleman granted only partial relief to Life 
Magazine. Here again defendant had used not only the word Lire but, in addition, 
had used white block letters in a red rectangular background. The Court enjoined 
defendant only from continued use of the word “life” in simulation of the size, type or 
coloring of the magazine title and especially from using the title CAR LIFE on a rectangular 
background with white and red block letters. The Court refused to grant protection 
beyond that. In Progressive Welder Company v. Collon, 103 USPQ 267 (45 TMR 412), 
125 F.Supp. 307, (D. Minn. 1954), the court granted relief to a Michigan corporation 
seeking to enjoin their former agent from using the words PROGRESSIVE WELDER as part 
of its business name. Swift ¢ Company secured a restraining order against a company 
doing business under the name of 7. W. Swift Company, whose sole owner and manager 
was Thomas W. Swift. (103 USPQ 328) (45 TMR 280) 124 F.Supp. 434 (D. N.C, 1954).) 
The defendant company was engaged in a relatively small manufacturing business (hair 
tonics, shampoo, after shave lotion and face powder). Plaintiff conceded that there was 
a complete absence of fraud but that it had made substantial sales in North Carolina 
under the trademarks swirt and swirF?’s, including soap products, it, therefore argued 
that defendant’s use of the word swirt alone on its product would result in confusion 
on the part of the public; it conceded, also, that defendant had a right to use his full 
oan Thomas W. Swift. Only an extremely restricted injunction was granted under these 

acts. 


186. 103 USPQ 317 (45 TMR 424), 125 F.Supp. 839 (D.S. N. Y. 1954). 





Vol. 45 T. M. R. EIGHTH YEAR ADMINISTRATION 1043 


A motion for summary judgment was granted against a plain- 
tiff, who alleged that defendant’s use of the trademark BoNnAMINE, 
for a motion sickness remedy, would cause confusion with plain- 
tiff’s ppAMAMINE for the same product.’** The Court held that there 
was neither actual nor likelihood of confusion between the two 
marks. 


One recent District Court decision, although it decided against 
the patent and trademark owner, includes some language which 
may well provide considerable comfort to trademark owners gen- 
erally, when ever they are met with the allegation that their trade- 
marks have fallen into the public domain under the ‘‘Cellophane’’ 
and ‘‘Aspirin’’ cases.*** While holding that potauire did not in- 
fringe the registered trademark po.arom, the Court refused to hold 
the well-known mark, poLaromp, to have become generic.*® It said: 


* ‘‘As I view the cas2s, a defendant alleging invalidity of a 
trademark for genericness must show that to the consuming 
public as a whole the word has lost all its trademark signifi- 
cance. That such is the burden placed upon a defendant in 
cases like this one seems evident from the courts’ findings 
and dicta in Du Pont Cellophane Co. v. Waxed Products Co., 
2 Cir., 85 F.2d 75, 30 USPQ 332 (26 TMR 513), and Bayer Co. 
v. United Drug Co., D.C. 272 F. 505, 11 TMR 178. But I cannot 
find that the trademark poLarorp has come to be so public and 
in such universal use that nobody can be deceived by the use of 
it. Where the possibility of some deception remains real and 
the need of competitors to satisfactorily describe their 
products is satisfied by the availability of several common 
nouns or adjectives suitable for that purpose, this Court will 
protect the interest of the owner in his trademark.’’*”° 


This is a welcome and long overdue pronouncement by a federal 
court that a trademark should not be held to have become generic 
unless it has lost all its trademark significance with regard to the 
consuming public and to the trade. 


187. G. D. Searle § Co. v. Chas. Pfizer & Co., Inc., 105 USPQ 9 (45 TMR 540), 130 
F. Supp. 811 (D. N, Ill. 1955). 

188. DuPont Cellophane Co. v. Waxed Products Co., 30 USPQ 332 (26 TMR 513), 
85 F.2d 75 (2d Cir. 1936); Bayer Co. v. United Drug Co., 272 F. 505 (11 TMR 178) 
(D. N.Y. 1921). 

189. Alvin M. Marks and Depix Corporation v. Polaroid Corporation, 105 USPQ 
10 (45 TMR 665), 129 F.Supp. 243 (D. Mass. 1955). 

190. 105 USPQ 10 (45 TMR 665) at 32; 129 F.Supp. 243, at 270. 
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An interesting and novel jurisdictional question was raised 
in Vanity Fair Mills, Inc. v, The T. Eaton Co., Ltd., et al. Plain- 
tiff there was the owner of the trademark vanity Fair as used on 
women’s underwear and sued a Canadian corporation with regard 
to adjudication of the latter’s rights in the identical trademark in 
Canada. The action was instituted in a district court in New York, 
alleging that the court had personal jurisdiction over the Canadian 
corporation because the latter had a purchasing office and some 
shipping facilities in New York City. In a well reasoned decision, 
the court granted defendant’s motion to dismiss, primarily on the 
ground that an American court should not undertake to adjudicate 
the validity of a Canadian registration and the legality of defend- 
ant’s actions in Canada solely on the basis that the defendant 
happened to have a purchasing office in New York. The case of 
Steele v. Bulova Watch Co.*” was distinguished on the ground that 
there the defendant was an American citizen located in Texas. 
That decision did not mean, in Judge Dawson’s opinion, ‘‘that our 
Courts can project the impact of our laws so as to prescribe stand- 
ards of conduct for a Canadian corporation in Canada merely 
because it may have a branch or a purchasing office in the United 
States.’’*** The Court further observed: 


‘‘We in this Country undoubtedly would be outraged if Ameri- 
can companies having branches in foreign lands were faced 
with the possibility that the Courts of all these lands would 
assume jurisdiction to determine the rights of the American 
company in its home land to trademarks, copyrights, or 
patents granted or registered under the laws of the United 
States. To attempt to assert that because a Canadian com- 
pany has a branch in New York, the Courts of this Country 
can determine its rights in Canada in Canadian trademarks 
registered in Canada, is equally far-fetched. Such an at- 
tempted assertion of jurisdiction might provoke justified 
resentment.’”™ 


As a result, the motion to dismiss was granted with regard to the 
Canadian corporation’s trademark rights and alleged unfair com- 
petition in Canada but leave was granted to the plaintiff to file an 


191. 106 USPQ 88 (D. 8.N.Y. 1955). 

192. 344 U.S. 280, 95 USPQ 391 (43 TMR 57) (1952). 
193. 106 USPQ 88, at 91. 

194. Ibid, at 92. 
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amended complaint limited to alleged unfair competition or trade- 
mark infringement in the United States.’** 

Finally, a point of first impression was raised in Academy 
Award Products, Inc. v. Bulova Watch Company, Inc.,’* with re- 
gard to the question whether the victorious party in an action 
based on a fraudulently procured trademark registration under 
Section 38 of the Act of 1946 may recover attorney’s fees as part 
of its damages. This was answered in the affirmative despite the 
fact that the Act itself does not provide for such fees, as does the 
Copyright Act of 1909. The Court pointed out that the attorney’s 
fees here sought to be collected were, in fact, part of defendant’s 
damages resulting from plaintiff’s plan to harass defendant by 
means of a fraudulently procured registration. 


II. UNFAIR COMPETITION BY MISAPPROPRIATION 
OR SLAVISH IMITATION 


The problem of ‘‘Chinese’’ copying or slavish imitation of 
competitors’ unpatentable or uncopyrightable products has re- 
mained the most controversial and most widely discussed subject 


in the realm of the law of unfair competition. It may be discourag- 
ing enough to realize that in the great majority of cases of this 
type, relief has been denied in the absence of evidence of passing 
off or strong evidence of a vaguely defined ‘‘secondary meaning,’’ 
but more disconcerting than this lack of protection is, perhaps, 
the very fact that under the misnomer of a free enterprise theory, 
an ever-increasing number of competitors seem to be ready to 
resort to unscrupulous copying to the very limit of legally un- 
touchable conduct. Such slavish copying received the blessing of 
the courts, both federal and state, in numerous recent instances. 
Thus, the Supreme Court of Pennsylvania, in an unanimous 


195. There have been but a few state court decisions which appear worthy of men- 
tion. In Ccrnell University v. Messing Bakeries, Inc., 105 USPQ 140 (45 TMR 547), 
138 N.Y.S. 2d 280 (1955), the New York Appellate Division gave only partial protection 
to the plaintiff university against defendant’s use of the name CORNELL in connection with 
the language, CORNELL RECIPE BREAD. In another New York State case, EHlectroluz 
Corporation v. Michaels Brothers, Inc., 104 USPQ 128, 137 N.Y.S. 2d 92 (Sup. Ct. 
N.Y. 1954), the court granted effective relief against misuse of the well known ELECTRO- 
LUX trademark for vacuum cleaners by a defendant who made fraudulent statements 
with regard to reconditioned cleaners, both in connection with the type of model and 
the price. The Supreme Court of Wisconsin denied injunctive relief to a plaintiff who 
used the name HANDI-HORSE as a trademark to identify an adjustable saw horse in 
Vredenburg v. Safety Devices Corp., 105 USPQ 382 (45 TMR 954), 70 N.W. 2d 226 
(1955). This mark was held to be merely descriptive. 


196. 105 USPQ 61 (45 TMR 541), 129 F.Supp. 780 (D. S.N.Y. 1955). 
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opinion,’®’ reversed a lower court,’ which had granted injunctive 
relief to the plaintiff in Jessar Manufacturing Corp. v. Berlin et al. 
Plaintiff had put on the market an unpatented baby auto seat. 
When it became a great success, defendant copied it slavishly and 
sold it under its own name. Although the court observed that 
it seemed ‘‘shocking’’ at first blush that a person could freely 
copy or imitate another person’s product, it held that such copy- 
ing had ‘‘contributed tremendously to the progress and prosperity 
of the United States and is in the best interest of the vast majority 
of the people, since it restricts monopoly * * *. As a result of this 
approach, it was held that there could be no unfair competition 
in cases of this type without proof of passing off or of a so-called 
‘‘special’’ or secondary meaning. 

Similarly, a New Jersey State Court would not prevent a 
defendant from copying the exact dispenser for catsup in a shape 
resembling a tomato, which had been successfully brought on the 
market by the plaintiff.*°* A district court in New York refused 
to enjoin defendant’s exact duplication of the size, shape and 
color, as well as the ingredients, of plaintiff’s pharamaceutical 
capsules and tablets since plaintiff enjoyed no patent protection.?” 
It held, however, that defendant’s trademark syrocon infringed 
plaintiff’s cueRracot so that the plaintiff got limited protection at 
least to that extent. 

The Court of Appeals for the Sixth Circuit reversed the lower 
court which had found defendant guilty of copying not only 
functional but nonfunctional parts of plaintiff’s patent in West 
Point Manufacturing Company v. Detroit Stamping Company. 
The Appellate tribunal found that, upon expiration of the patent, 
defendant had the right to manufacture exact copies of plaintiff’s 
product in all respects, that plaintiff’s clamps had not acquired a 
secondary meaning and that by attaching its name to the article, 
the defendant had avoided a charge of unfair competition. The 
court went so far as to say, in denying all relief even to the 
copying of nonfunctional features, that: 


197. 104 USPQ 92 (45 TMR 195), 110 A2d 396 (Sup. Ct. Pa. 1955). 

198, Pennsylvania Court of Common Pleas No. 5, Philadelphia County, unreported. 

199. Squeezit Corporation v. Plastic Dispensers, Inc., 103 USPQ 225 (45 TMR 276) 
(N.J. Superior Ct. App. Div. 1954). 

yg The Upjohn Company v. Schwartz, 105 USPQ 150 (45 TMR 283) (D. 8. N.Y. 
1954). 

201. 105 USPQ 200 (45 TMR 795) (6th Cir. 1955), reversing 102 USPQ 116 and 
467, 122 F.Supp. 741 (D. E.Mich. 1954). 
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‘‘The doctrine of ‘nonfunctional’ features only applies where 
the imitation of such features imputes to the copy the same 
authorship as the original.’’**? 

However, where defendants were found guilty of intentional 
fraud apart from slavish copying of plaintiff’s product, the plain- 
tiffs were found entitled to relief on this additional ground. Such 
a case was Catalina, Inc. v. Ganis et al.,?°* in which defendant not 
only made a ‘‘Chinese’’ copy of plaintiff’s swimsuit, GINGERBREAD 
MAN but even used the identical name. The Court, although fail- 
ing to find secondary meaning, found defendant guilty of unfair 
competition as a result of passing off and having put into the 
hands of retailers a product which would be erroneously taken 
for plaintiff’s well publicized article. An injunction pendente lite 
was granted but only to the extent of requiring adequate identifi- 
cation of the source of defendant’s garments. 

In Flint et al. v. Oleet Jewelry Mfg. Co., et al.,?* a New York 
District Court protected the originator of what had become widely 
known aS & MUSTARD SEED REMEMBRANCER against defendant’s sell- 
ing of an exact copy thereof with only minor changes under the 
name YOUR MUSTARD SEED CHARM. In addition, defendant falsely 
alleged to have trademark rights in these words and even pub- 
lished a warning notice in the trade journals directed to all its 
competitors, including plaintiff. The Court found that there was 
actual confusion between the marks, that the products were sub- 
stantially identical, and that the nonfunctional features of plain- 
tiff’s device were entitled to protection against ‘‘Chinese’’ copy- 
ing. Having found confusion and an actual intent on the defend- 
ant’s part to bring about such confusion, an injunction issued 
pendente lite, restraining defendant from marketing the product 
entitled MUSTARD SEED CHARM or any other colorable imitation of 
plaintiff’s product. 

In Falcon Industries, Inc. et al. v. R. S. Herbert Co., Inc. 
et al.,? too, a District Court in New York, in granting injunctive 
relief, found that the plaintiffs not only had a valid design patent 
for a new type of smoker’s pipe but had established a secondary 


202. 105 USPQ 200 (45 TMR 795), at 213. Petition for certiorari has been filed 
but not acted upon at the time of this writing. 

203. 105 USPQ 507 (45 TMR 1088) (N.Y. Sup.Ct. 1955). 

204. 106 USPQ 69 (D. S.N.Y. 1955). 

205. 104 USPQ 301 (45 TMR 433) 128 F.Supp. 204 (D. E.N.Y. 1955). 
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meaning with regard to the nonfunctional features thereof and 
had proven both actual and likelihood of confusion as well as 
intentional collateral acts of unfair competition on the defendants’ 
part. Still another District Court Judge in the New York area 
granted an injunction pendente lite to a plaintiff who used the 
trademark NoMa sPRAy in connection with a new underground 
sprinkler system for lawns and grass, which, however, was not 
protected by patent. Defendant circulated printed material and 
cartons closely resembling those of plaintiff and offered for sale 
under the trademark Lawn spray a sprinkler system of description 
and size identical with plaintiff’s. The court stated at the outset 
that ‘‘it would be difficult for the defendants to more closely follow 
the work of the plaintiff without actually copying it’’ and then 
held that, in addition to such copying, the defendant was guilty 
of passing off. Defendant argued in vain that he should not be 
enjoined in the absence of secondary meaning from even deliberate 
copying of the unpatented features of plaintiff’s article. (‘‘It 
would be like someone trying to claim the right to the waters of 
the ocean.’’) 


But the greatest step forward in support of those of us who 
would like to see a judicial trend in the direction of more effective 
protection against slavish imitation and misappropriation may be 
found in two recent decisions by the Court of Appeals for the 
Second Circuit, which may well indicate a trend on the part of 
that tribunal toward a revival of the semi-dormant ‘‘free ride’’ 
theory of the Supreme Court’s International News case.*" True, 
the Court had held in Hartford Charga-Plate Associates, Inc. v. 
Youth Centre-Cinderella Stores, Inc.,?* that defendant’s use of 
plaintiff’s plates called cHarca-PLaTEs on its own addressers did 
not constitute an actionable wrong under any theory of misappro- 
priation because it resulted at best in a short-cut in defendant’s 
bookkeeping. But shortly thereafter the question arose in Capitol 
Records, Inc. v. Mercury Records Corporation,” whether the un- 
authorized making of phonograph records from broadcasts was 


206. Noma Lites, Inc. v. Lawn Spray, Inc., et al., 105 USPQ 34 (45 TMR 570) 
(D. E.N.Y. 1955). 

207. International News Service v. Associated Press, 248 U.S. 215 (1918). 

208. 103 USPQ 68, 215 F.2d 668 (2d Cir. 1954). 

209. 105 USPQ 163 (2d Cir. 1955). 
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unfair competition under New York law.**”° This question was 
answered in the affirmative; Judge Learned Hand dissented. And 
in the Mastercrafters case, a unanimous court reversed the lower 
court which had held that the slavish copying and sale for a 
cheaper price by the defendant of an unpatented Swiss clock, 
which had become known as the atmos clock, did not constitute 
unfair competition and had even held the imitator entitled to 
damages as a result of his adversary’s circulars and statements 
to the trade. The Court of Appeals held that, under circumstances 
such as these, an action for unfair competition would lie on the 
ground that the copyist intended to and did attract purchasers 
who wanted a ‘‘luxury design’’ clock. The Court said: 


‘‘This goes to show at least that some customers would buy 
plaintiff’s cheaper clock for the purpose of acquiring the 
prestige gained by displaying what many visitors at the 
customers’ homes would regard as a prestigious article. 
Plaintiff’s wrong thus consisted of the fact that such a visitor 
would be likely to assume that the clock was an Atmos clock. 
Neither the electric cord attached to, nor the plaintiff’s name 
on, its clock would be likely to come to the attention of such 
a visitor; the likelihood of such confusion suffices to render 
plaintiff’s conduct actionable.’’*” 


Judge Frank emphasized that, in this connection, the imitator’s 
intention to reap financial benefits from poaching on the reputation 
of the other side was of major importance. 


Perhaps the judicial pendulum is thus swaying away—at least 
in the Second Circuit—from its earlier decisions in the ‘‘Steak 
Knife’’ and similar cases,”** and is pointing toward wider accept- 
ance of the philosophy underlying the earlier cases which have 
condemned such misappropriation as an unfair method of com- 
mercial ‘‘hitchhiking.’’*** 


210. Citing Metropolitan Opera v. Wagner-Nichols Recorder Corp., 87 USPQ 173, 
(40 TMR 1072) 199 Misc. 786 (N.Y.Sup.Ct. 1950). 

211. Mastercrafters Clock ¢ Radio Co. v. Vacheron §& Constantin-Le Coultre 
Watches, Inc., et al., 105 USPQ 160 (45 TMR 702) 221 F.2d 464 (2d Cir. 1955). 

212. Ibid. at 162. 

213. Charles D. Briddell, Inc. v. Alglobe Trading Corp., 92 USPQ 100 (42 TMR 
207) 194 F.2d 416 (2d Cir. 1952). Cf. Derenberg, “Copyright No-Man’s Land: Fringe 
Rights in Literary and Artistic Property,” 1953 Copyright Problems Analyzed 215, at 
p. 253, for further discussion and precedents. 


214. See note 210, supra. 
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Ill. THE “FEDERAL LAW OF UNFAIR COMPETITION” 
UNDER SECTION 43 OF THE LANHAM ACT 

The decision by the Court of Appeals for the Third Circuit 
in L’Aiglon Apparel, Inc. v. Lana Lobell, Inc., to which special 
attentions was invited at the end of last year’s report,” was 
there referred to as the first precedent in which relief against 
unfair competition was granted solely on the basis of Section 43 
of the Act of 1946. It has apparently not gone unnoticed. The 
section was again relied upon by the intervening party. in the 
GLass wax litigation, to which reference has been previously 
made.”** After S. C. Johnson & Son, Inc. had successfully opposed 
the manufacturer of cLass wax before the Patent Office tribunals, 
it secured permission to intervene in the R.S. 4915 proceeding in 
which applicant now seeks to compel registration of GLass wax 
on the Principal Register. It then filed a counterclaim for an 
injunction, damages, profits and costs in the District Court, based 
on the contention that use of the mark eLass wax involved a false 
description under Section 43, which had resulted in damage to 
S. C. Johnson & Son, Inc. as a competitor. The Court, although 
expressing unqualified approval of the decision by the Court of 
Appeals in the L’Aiglon case and referring to Section 43 as ‘‘an 
affirmative code of business ethics whose standards can be main- 
tained by anyone who is or may be damaged by a violation of 
this segment of the code’’, denied relief on the ground that 
S. C. Johnson & Son, Inc. had failed to prove actual damage or 
likelihood of damage. Although conceding that S. C. Johnson & 
Son, Inc. had adequate standing to assert its rights under the 
Section, the Court held that it had not been satisfactorily shown 
that either Johnson or any of its competitors were likely to be 
damaged by the alleged false description. The Court said: 

‘‘The evidence fails to show that Gold Seal Glass Wax is 

inferior to any similar product marketed by a competitor, 

or that it has rested or needs to rest upon the borrowed 

good will of the wax industry generally to maintain com- 

mercial success. In short, the record does not disclose per- 


fidious business dealings by Gold Seal resulting in damage 
or likelihood of damage to any interest of Johnson.’’?” 


215. 102 USPQ 94, 214 F.2d 649 (3d Cir. 1954). Cf. “The Seventh Year,” (44 
TMR 1053). 

216. See p. 1015 and note 79, supra. 

217. 105 USPQ 407, at 416, 129 F.Supp. 928, at 940. 
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The Court’s decision, even though it ultimately denied relief under 
Section 43(a), is a further significant step toward wider recogni- 
tion of the new type of civil relief against false advertising which 
became part of our federal law of unfair competition with the 
enactment of the Trademark Act of 1946. 
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SHOULD TRADEMARK PROCEDURES BE CHANGED?* 
By Honorable Daphne Leeds** 


Time was when the present method provided by statute for 
the disposition of trademark matters within the Patent Office ap- 
peared to present no real problem insofar as workload was con- 
cerned. (It is observed, however, that a procedure which permits 
the Patent Office to state inconsistent positions on the same facts 
has always been open to question, since it provides a court on 
appeal justification for failing to give proper weight to the find- 
ings of the Patent Office.) 

The increase in gross national production and the increased 
incentive to register since the advent of the Trademark Act of 
1946, coupled with the streamlining of procedures and resultant 
expedition in examining applications, have changed the picture to 
the extent that it deserves reappraisal by those interested in trade- 
mark matters. 


The Problem 


With an increased number of applications, an increased num- 


ber of ex parte appeals might be expected, although this is not 
necessarily so. It was true during the earlier years of effectiveness 
of the Act of 1946. Statistics show the following numbers of ex 
parte appeals decided: 


Liberalized policies having been rather well established now, how- 
ever, the number of ex parte appeals may be expected to find a 
level somewhat lower in proportion to the applications filed than 
was the case during the years 1952-1954. 

The changes wrought by time and circumstances are illus- 
trated in the following statistics in inter partes cases: 


*Reprinted by permission from the July 1955 issue of the JOURNAL OF THE PATENT 
OFFICE SOCIETY. 
** Assistant Commissioner of Patents. 
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Fiscal Decisions of Decisions of 
Ex’r. of Interferences* Commissioner 


341 61 
229 57 
409 108 
410 110 
408 122 
317 117 
349 70 
497 94 
397 148 
368 97 


Generally speaking, the decisions of the Commissioner during 
any one year would bear a closer relationship to the decisions of 
the Examiner of Interferences during the preceding year when the 
time lapse is considered. Using this as the basis of computation 
we find the following approximate percentages of decisions of the 
Examiner of Interferences appealed to and decided by the Com- 
missioner for the years 1948-1955. 


These percentages obviously do not vary greatly, but it would 
be misleading to use percentages. The problem is created by 
actual numbers of cases disposed of at the appeal level—inter 
partes plus ex parte. These numbers are as follows: 


Fiscal Inter Monthly 
Year Ex parte partes Total Average? 


61 73 
57 107 
108 159 
110 158 
122 191 
117 172 
70 170 
94 182 
148 265 
97 170 


1 This column represents decisions after hearing. General, two-thirds of the inter partes 
cases are disposed of by interlocutory proceedings and default. 

2 It is noted that each month has an average of 21-5/6 working days. 

3 Approximately 125 additional cases were heard, but have not yet been decided. 
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It must be borne in mind that before a decision is written, 
time must be allowed to prepare for the hearing, to hold the hear- 
ing, to study the record and exhibits, and to re-read pertinent 
decisions.* 

In addition to the time spent by an Assistant Commissioner 
in making judicial determinations after hearing, there are in- 
numerable administrative duties and responsibilities to which at- 
tention must be given; and a considerable number of petitions in 
interlocutory matters require additional time. Furthermore, the 
number of applications filed is on the increase, and this increase 
is likely to result in a proportionate increase in inter partes actions. 

The present statutory procedure provides for an appeal to 
the Commissioner from all final refusals by the Examiner in 
charge of the registration of marks and from all final decisions of 
the Examiner of Interferences. Traditionally, an Assistant Com- 
missioner has been designated to handle trademark matters, with 
the exception of a period during which Examiners-in-Chief from 
the Patent Board of Appeals heard and decided trademark appeals 
under a delegation of authority from the Commissioner.’ Since 
August 31, 1953, such appeals have been heard and decided by the 
Assistant Commissioner designated by the Commissioner, except 
as footnoted here.*® 

The problem, simply stated, is: Are the interests of trade- 
mark owners being best served by the present procedure, consid- 
ering the time lapse resulting from the workload, the expense of 
an appeal within the Patent Office, and the lack of consistency 
within the Office which results in failure by the courts to accord 
due weight to Office findings? 


The Solution 

The plan outlined herein is suggested as a possible solution. 
It is proposed that there be established a Trademark Trial and 
Appeal Board composed of five members, including the Assistant 
Commissioner designated to handle trademark matters, to hear 
and decide all ex parte appeals and all inter partes cases, their 
4The charts which appear as an appendix illustrate graphically the situation from 

1947 through 1954. 
5P. J. Federico heard cases from October 2, 1950 to August 31, 1953; and from 
June 1, 1954 to June 16, 1954; Ernest F. Klinge heard cases as Examiner-in-Chief from 
October 2, 1950 to April 9, 1951 when he was appointed Assistant Commissioner; and 


L. P. McCann heard cases from May 28, 1952 to January 16, 1953. 
6 Four cases heard and decided by a panel which included the Assistant Commissioner. 
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decision to be the final decision of the Patent Office appealable to 
the Court of Customs and Patent Appeals or reviewed by civil 
action. 

Such a procedure envisages a Board composed of five mem- 
bers, three of whom would constitute a panel to hear and decide 
each case, whether it be inter partes or ex parte appeal. Following 
the hearing, the senior member of the panel would assign the 
case to the member of the hearing panel whose docket was in the 
best condition, and the opinion would be drafted by him. The 
draft, together with the record, would then be submitted to the 
other two members of the hearing panel, and if there were agree- 
ment, the opinion would be the opinion of the Board, subject only 
to the following: Before release, it would be submitted to the two 
Board members who did not participate in the hearing—not for 
the purpose of questioning any fact findings, but merely to pro- 
vide a basis for a consistent application of legal principles to a 
given set of facts. 

The proposal would, of course, provide for dissents in case 
of disagreement. 

Interlocutory matters would be assigned pro rata to the mem- 
bers of the Board and a copy of each ruling would be furnished 
to the other Board members before release. 

Comment: The foregoing procedure, it is believed, would 
result in a consistency which has not necessarily been present in 
the past. It would eliminate the cost of an appeal. And it would 
shorten the period between institution of a proceeding and final 
termination by the time required for an inter-Office appeal—ap- 
proximately one year. 

Turning to Charts I and VI in the Appendix, we find data 
which are helpful in evaluating the workload under such a plan. 

The following are five-year annual averages: 


Disposals before hearings 
Disposals after hearings 


Disposals of ex parte appeals... 
Disposals of inter partes appeals 122 
208 


Man-years in interlocutory work 1.00 
Man-years in final disposals.... 3.12 
Man-years in appeal disposals..  1.+ (‘‘guestimate’’ 1.50) 
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Using these five-year averages as the base figure it appears 
that each Examiner of Interferences disposed of an annual 
average of— 

231 interlocutory matters (19 per month) 
94 final disposals (7.8 per month) 


In considering the proposed plan, the actual caseload on the 
basis of the five-year average would be— 


953 disposals before hearing 
386 disposals after hearing 
86 disposals of ex parte appeals 


1425 total caseload 


Using a five-member Board, each member would handle annually 
an average of 


191 interlocutory matters (16 per month) 
94 final decisions (inter partes cases plus ex parte appeals) 
(7.9 per month) 
Time alone would tell whether five members of the Board 
would be enough to carry the load, but it is suggested that it is 
sufficient for purposes of preliminary discussion. 


Ways and Means 


The proposed plan discussed here at length would require the 
following statutory changes: 

Section 17 of the Act should be amended by striking ‘‘exam- 
iner in charge of interferences’’ and inserting in its place ‘‘ Trade- 
mark Trial and Appeal Board (consisting of not less than three 
members).’’ 

Section 20 should be amended by striking ‘‘Commissioner’’ 
and inserting in its place ‘‘Trademark Trial and Appeal Board’’; 
and by striking ‘‘of interferences. ’’ 

Section 21 should be amended by striking ‘‘Commissioner’’ 
and inserting in its place ‘‘Trademark Trial and Appeal Board.’’ 

Section 24 should be amended by striking ‘‘examiner in charge 
of interferences’’ and inserting in its place ‘‘ Trademark Trial and 
Appeal Board’’; and by striking ‘‘examiner”’ and inserting in its 
place ‘‘ Board.’’ 

Section 31 should be amended by striking ‘‘on appeal from an 
examiner in charge of interferences to the Commissioner, $25;’’. 
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Recommendation 


It is urged that those interested in trademark matters should 
give immediate consideration to the question of whether the exist- 
ing procedure provides to the trademark owner the best pro- 
cedure available or may his rights be more readily ascertainable 
in a shorter period of time. It is doubtful that the existing pro- 
cedures were tailored to fit an economy expanded to present day 
proportions. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 
Australia 
Alteration of Registered Proprietors’ Name 


Australian Trade Mark Registration No. 42503 stands in the 
name of LIMITED COMPANY, FORMERLY SKODA-woRKs, Plzen, which 
was a Czechoslovakian Company. This Company was nationalized 
by the Czechoslovakian Republic which set up a national corpora- 
tion named Skodovy Zadovy, Plzen, narodni podnick, which name 
was later changed to zapovy v. I. LENINA, Plzen, narodni podnick, 
to which all the assets of the original registered proprietor were 
transferred by the Czechoslovakian Republic. In 1952 an applica- 
tion was filed to alter the name of the proprietor of Registration 
No. 42503 to zapovy v. 1. LeENINA, Plzen, narodni podnick. This 
application was refused by the Deputy Registrar. The Deputy 
Registrar stated: 


‘*When considering what follows from registration of a trade 
mark in Australia, one must I think, heed the fact that regis- 
tration of a trade mark carries with it a distinct liability as 
well as advantages. Persons cannot assume proprietorship 
of a trade mark without regard to the rights of the purchasing 
public, unless the Trade Marks Act sanctions it. In this re- 
spect, the conception of a registered trade mark would in my 
opinion differ from the conception placed on the usual chose- 
in-action. Although legislative change has tended to lessen 
the concept of good will in trade marks, good will nevertheless 
remains an essential ingredient of them... I have before me 
no evidence to show that the decree of the Czechoslovakian 
Republic has kept intact all those attributes of skill and knowl- 
edge which I presume existed to cause the purchasing public 
in Australia to deal with trade mark 42503. 

‘‘There is no evidence before me of the actual composition 
or identity of the entity which is the registered proprietor 
of trade mark 42503. I am therefore without any information 
as to whether its shareholders might not have the right or 
intention to dispute the total expropriation of its assets by 
the Czechoslovakian Republic in territories such as Australia, 
where the jurisdiction of the Czechoslovakian Republic does 
not extend. 

‘‘It would be wrong for me to assume that all of the share- 
holders of the Company at present registered as the proprie- 
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tor of trade mark 42503 are nationals of Czechoslovakia and 
bound by any decree of that Republic respecting property with 

a locus situ in Australia.’’ 

The Deputy Registrar was careful to point out that he was not 
taking the position that the Czechoslovakian Republic had no 
power to nationalize the Company in question or that the docu- 
ments which were filed did not authoritatively establish that 
ZADOVY V. I. LENINA, Plzen, narodni podnick was the successor to 
the original registered proprietor. 

As a matter of fact, in 1953 zapovy v. 1. LeNtINA, Plzen, 
narodni podnick applied to renew Registration No. 42503 and this 
application was granted without the discrepancy in the name of 
the applicant Company being noted. Under the circumstances, 
the only recourse for the applicant would be to apply to a Court 
having commonwealth jurisdiction to have Registration No. 42503 
amended so that it would stand in the name of the successor corpo- 
ration or to have the registration expunged so that the successor 
corporation could obtain a new registration in its own name. 

The fact that the Registrars in Great Britain, New Zealand, 
the Union of South Africa and India had effected the amendment 
sought to be made in Australia was dismissed by the Deputy 
Registrar. 25 Official Journal of Patents, Trade Marks & Designs 
1193. 


























Opposition Proceedings 


An application to register the trademark ozatm in the name 
of Ozalid Company Limited, a British Company, was opposed by 
Kalle & Co. Aktiengesellschaft, a German Company. The grounds 
of the opposition were: 

(1) that ozatip was registered in Australia by the German 
Company in 1927 (because of World War II the registra- 
tions thereof could not be renewed) ; 

(2) that ozaum had been used by the German Company in 
Australia prior to the War; 

(3) that the German Company had not abandoned its rights 
to the trademark ozauip and that the pre-war reputation 
of the mark was prolonged by the Industrial. Property 
Regulations made under the National Security Act of 
1939. 
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The Deputy Registrar held that since many former enemy sub- 
jects did renew their trademark registrations on goods in 
Australia after hostility ceased, he could not assume in favor of 
the German Company that it was prevented from taking action 
with respect to its trademark in Australia solely by reason of 
circumstances arising from the war. It was pointed out that no 
evidence was submitted to establish that the German Company 
had created a reputation for the subject mark before the War. 
Under the circumstances, the Deputy Registrar refused to decide 
on the opposition until the parties have their rights determined 
by the Court or settle the matter by Agreement between them- 
selves. 25 Official Journal of Patents, Trade Marks & Designs 
1195. 















Rejected Applications 





The following applications were rejected by the Deputy Regis- 
trar of Trade Marks for the reasons indicated: 






(1) rnuBBAFOAM, in respect of latex sponge and all other goods 
manufactured in Class 40, was rejected on the ground 
that the mark is phonetically equivalent to and mere mis- 
spelling of the combination of the words ‘‘rubber’’ and 
the word ‘‘foam’’ and that, accordingly, it directly des- 
cribed the goods to be rubber sponge or foam-rubber. 








(2) NERVEZE, in respect of chemical substances prepared for 
use in medicine and pharmacy, was rejected on the ground 
that the mark was a mere combination of the words 
‘‘nerve’’ and ‘‘ease’’ and would directly describe the 
goods as being designed to correct nervous disorders. 








The foregoing decisions appear in Volume 25 of the Official Jour- 
nal of Patents, Trade Marks & Designs, pages 1137 to 1138. 







Canada 
Trademark Infringement—Passing Off 


The High Court Decision in Hart v. Kilroy was reported 
herein at 44 TMR 805. The facts of the case briefly are that in 
1947 Frank Kilroy became associated with the plaintiff and the 
plaintiff began manufacturing women’s blouses under the trade- 
mark a KILROY ORIGINAL, which was registered as a trademark 
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under the Unfair Competition Act, 1932. In 1951 Kilroy left the 
plaintiff and caused a Company to be incorporated under the name 
Frank Kilroy Ltd. and such name was featured in connection with 
the sale of blouses by the defendant. The trial Judge held that 
the defendant was guilty of trademark infringement and passing- 
off and was liable to the plaintiff for $20,000 damages. The de- 
fendant appealed to the Manitoba Court of Appeal the majority 
of which upheld the previous decision on all points and dismissed 
the appeal. It was conceded that a person has the right to use his 
own name in business notwithstanding the possibility of confusion 
provided such use is in good faith with no intention to deceive. 
The majority held that the defendant was in bad faith and did not 
intend to deceive. 

There was a long and vigorous dissent by Judge Montague 
who pointed out that with respect to the alleged infringement the 
action should fail because for such an action a valid trademark 
registration is required and the plaintiff’s registration should 
be held invalid. KiLRoy is a surname and ORIGINAL is a common 
descriptive or laudatory word. The combination of the two does 
not form a trademark which can be registered without establish- 
ing that the mark has acquired a secondary meaning. This was 
not done for the registration in question and according to the 
dissenting Judge could not have been done in any case since there 
had not been sufficient use to establish secondary meaning at the 
time the registration was obtained in July, 1949, the use having 
started only in February, 1948. 

With respect to the action for passing-off, Judge Montague 
considered that there was no evidence of actual deception of con- 
fusion. In fact, not one of the many witnesses from the trade was 
able to say that any purchaser of either the plaintiff’s or the de- 
fendant’s blouses ever asked for them by using the name of the 
manufacturer or by using the trademark. Finally, the dissenting 
Judge concluded that the defendant had the right to use his name 
as he did since such use was in good faith in the course of ordinary 
business activity. 


Trade Name—Passing Off 


In Cira et al. v. Karmanoff et al. the plaintiffs, owners of a 
capri Restaurant, sued to restrain the use of the name capri 
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RESTAURANT OPEN KITCHEN by the defendants. The plaintiffs opened 
their restaurant on March 3, 1954 in Toronto. On March 25, 1954 
the defendants opened their snack bar seven miles away from the 
plaintiffs’ restaurant. It was established at the trial that the 
parties adopted their names without knowledge of each other. 
It was also established at the trial that there were no actual in- 
stances of confusion. Judge Ferguson of the Ontario High Court 
formulated the issues as follows: 
‘*In cases of this kind the first question is whether the plaintiff 
has an exclusive right to the name, and the second is whether 
what the defendants have done is an injury to the plaintiffs’ 
right. If it is an injury to the plaintiffs’ right, it is immaterial 
whether the injury was intended or not.’’ 
It was conceded that capri is a geographical term but that neither 
the plaintiffs nor the defendants were using capri ‘‘in its primary 
geographic sense.’’ The Judge held that the restaurants in ques- 
tion cater to entirely different classes of customers and that one 
would not be mistaken for the other. Furthermore, it was held 
that the plaintiffs have not established exclusive right to the 
name CAPRI since the short period of use could not create such a 
right. This latter holding was made notwithstanding the fact that 
since CAPRI was not geographical in the present case it was con- 
sidered as an ordinary trademark in which event rights enure to 
the benefit of the first user regardless of the period of use. 23 
C.P.R. 17. 


Pakistan 


Opposition Proceedings 


An application to register the word 1zuK & DEVICE was opposed 
by the owner of trademark registrations covering the word zam- 
BUK per se and ZAM-BUK & DEVICE. The 1zuK application was in 
respect of ‘‘Ointments for skin diseases’’ and the zaM-BuK regis- 
trations were in respect of ‘‘Ointments and suppositories’’. Both 
IZUK & DEVICE and ZAM-BUK & DEVICE showed the letter ‘‘Z’’ with 
an elongated tail underlining the remaining letters. There was 
no other similarity between the two devices. The Registrar of 
Trade Marks held that the two marks were not confusingly similar 
as a whole. The Registrar took into consideration that the two 
marks have been registered side by side in India for a considerable 
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length of time. The opponents in Pakistan did not take any steps 
to oppose or cancel the 1zuxK registration in India. Furthermore, 
the Registrar emphasized that there was no evidence of any in- 
stances of confusion and, although this fact is not in itself con- 
trolling, it is highly persuasive in deciding whether or not con- 
fusion is likely to occur. The Registrar held that even if there 
was a probability of confusion, the applicant would be entitled 
to register its mark on the basis of honest concurrent user since 
the mark has been used in India since 1930 and in Pakistan since 
the partition. 11 Patent, Design &.Trade Mark Review 21. 








Vol. 45 T. M. RB. INDIANA TRADEMARK ACT 


INDIANA TRADEMARK ACT 


The Secretary of State of Indiana, Crawford F. Parker, has 
requested The Trade-Mark Reporter to call attention to the new 
Trademark Act in Indiana which became effective in Indiana on 
March 8, 1955. 

The Indiana Trademark Act is a counterpart of the so-called 
‘*Model Bill’’ with respect to the provisions for registration, re- 
newal, cancellation, and notice of expiration to be provided by 
the Secretary of State. Fees are $10.00 for registration and 
$10.00 for renewal. 

Registrations under the new act are effective for the term 
of 10 years from the date of registration. Under the statute the 
Secretary of State is required to notify registrants of trademarks 
of the necessity of renewal within the year next preceding the 
expiration of the 10 years from the date of registration by writ- 
ing to the last known address of the registrant. 

The law also provides that any registration in force on the 
date on which the act became effective shall expire one year after 
the effective date of the act unless renewed within six months 
prior to the expiration of the registration. The Secretary of State 
is also required to notify all registrants of trademarks under pre- 
vious acts of the date of the expiration of their registrations 
within six months after the effective date of the act by writing 
to the last known address of the registrants. 

This act contains the provision for the protection of common 
law rights. The Secretary of State is anxious to afford every 
owner of an existing registration notification and opportunity for 
renewal in due time and the notification program has already 
gotten under way. 


ARTHUR A. MARCH, Chairman 
State Trademark Committee, U.S.T.A. 
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LIST OF OTHER TRADEMARK ARTICLES* 


ARTICLES 


Adams, Walter 


Resale Price Maintenance: Fact and Fancy. (Yale Law Journal, v. 64, no. 7, 
June 1955, pp. 967-990). 


Beattie, Ernest B. 


Trademark Comes to Life (WHITE HORSE). (Printers’ Ink, September 2, 1955, 
pp. 26-27). 


Wengler, Wilhelm 


Laws Concerning Unfair Competition and the Conflict of Laws. (American 
Journal of Comparative Law, v. 4, no. 2, Spring 1955, pp. 167-188). 


a 


* Copies of these articles are available in the Association’s library. 
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GOLD SEAL COMPANY v. WEEKS et al. 
Nos. 1078-52, 1102-52 — D.C.D.C. — March 24th and April 20, 1955 


TRADEMARK AcT OF 1946—REGISTRATION PROCEDURE—APPEALS—R.S. 4915 


Gold Seal brings R.S. 4915 action against Commissioner of Patents seeking 
registration of its mark, GLASS WAX for liquid cleaners for glass and metal. Mark 


adopted in 1945 and registration sought unsuccessfully under 1905 Act. In 1947 
registration again sought and intervener, S. C. Johnson opposed and registration 
was rejected on the ground that the mark was merely descriptive or deceptively 


misdescriptive and that since petition was not based on Sect. 2(f) it could not be 
considered by the Patent Office or present court. The evidence shows great public 


satisfaction with the product and little concern whether it contains wax or not and 
therefore the mark is not deemed deceptive under Section 2(a). 
TRADEMARK ACT or 1946—CONSTRUCTION—SECTION 2(e) 

Marks merely descriptive of the product are not registrable but GLASS WAX 
not merely descriptive since it describes a wax for glass and not a cleaner. However 
since the evidence establishes that the product contains no wax, it is deceptively 
misdescriptive and hence not entitled to registration as a technical trademark. 

TRADEMARK AcT or 1946—COoNSTRUCTION—SECTION 2(f) 
Patent Office refused to consider distinctiveness under 2(f) since required 


proof had to be submitted by affidavit and referred to in application which was 
not done by Gold Seal. Therefore the question as to whether GLASS WAX has become 


distinctive will not be considered by trial court since the question has not been 
considered on the merits by the Patent Office and also concerns its internal rules. 


TRADEMARK AcT oF 1946—CONSTRUCTION—SECTION 43 (a) 

Section 43(a) is not merely declaratory of existing law but creates a federal 
statutory tort, sui generis and therefore Johnson need not show wilful false descrip- 
tion or actual diversion of trade but Johnson has failed to establish right to relief 
by way of injunction, profits, damages or costs since it is unable to show damage 
due to the fact that the public has not been misled by the mark in question. 
Actions under R.S. 4915 by Gold Seal Company, trademark applica- 

tion, Serial No. 541,384, filed December 16, 1947 v. Sinclair Weeks, Secre- 

tary of Commerce, and Robert C. Watson, Commissioner of Patents. 8. C. 

Johnson & Son, Inc. intervened and counterclaimed under section 43(a) of 

1946 Trademark Act. Complaint and counterclaim dismissed. 

Case below reported at: 40 TMR 1016, 41 TMR 1024, 44 TMR 518. 

Edward B. Beale and Beale & Jones, of Washington, D. C., Floyd E. 
Thompson and Johnston, Thompson, Raymond & Mayer, of Chicago, 
Illinois, and Paul, Moore & Dugger, of Minneapolis, Minnesota, for 
plaintiff. 

E. L. Reynolds for defendants Weeks and Watson. 

Francis C. Browne, William E. Schuyler, Jr., Andrew B. Beveridge, and 
Mead, Browne, Schuyler & Beveridge, of Washington, D. C., and 
Harold F. Greiveldinger, of Racine, Wisconsin, for intervener S. C. 
Johnson & Son, Inc. 
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YounepDAHL, District Judge. 

Plaintiff Gold Seal Company seeks a decree authorizing the Commis- 
sioner of Patents to register as a lawful trademark the words GLAss wax, 
used by plaintiff in connection with its liquid composition for cleaning 
glass and metal. S. C. Johnson & Son, Inc., has intervened, opposing the 
application for registration of this mark, seeking a declaratory judgment 
that the words aLass wax do not constitute a lawful trademark, and coun- 
terclaiming for injunctive relief, profits and damages on the ground that 
the mark constitutes a false representation and description of the goods, 
thereby causing Johnson damage or the likelihood of damage.” 

Plaintiff corporation adopted aLass wax in September, 1945, as its 
mark for the product in question. Shortly thereafter plaintiff unsuccess- 
fully invoked the provisions of the Trademark Act of 1905 to obtain regis- 
tration of the words (GOLD SEAL) GLASS WAX. 

Between 1945 and 1947 plaintiff’s product met with significant com- 
mercial success. On December 16, 1947, plaintiff again filed an application 
to register the mark. This application was accepted and published on 
March 23, 1948. Four oppositions were filed against the application. Three 
were ultimately dismissed with prejudice. The fourth, filed by intervener 
Johnson, was the progenitor of the present controversy. 

The opinion of the Examiner of Interferences, who heard the opposi- 
tion, was filed on May 4, 1950, while the Decision of the Commissioner 
was filed on September 14, 1951, 90 USPQ 373 (41 TMR 1024). The ex- 
aminer held the mark not deceptive, while the Commissioner found it 
unnecessary to determine this. Both of the Patent Office tribunals, how- 
ever, denied registration of the mark, deciding that it was either merely 
descriptive or deceptively misdescriptive and refused to consider the appli- 
cation as one seeking registration based on secondary significance. 

In the interest of clarity, the two principal questions involved— 
that of registrability and that of Johnson’s counterclaims—will be treated 
separately. 

I. RE&GISTRABILITY OF THE MarK Guass Wax 


Is the plaintiff, Gold Seal Company, entitled to have the words Glass 
Wax registered as a trademark for a “glass cleaner and polish” on the 
Principal Register under the Trademark Act of 1946? 


a. Contentions of the Parties 


Plaintiff contends that Glass Wax is a “technical” trademark under 
Section 45 of the Lanham Act,’ it being a combination of words “adopted 


1. All questions involved in this suit, including that of jurisdiction, are controlled 
by the Trademark Act of 1946, 15 U.S.C. § 1051 et seq., hereinafter referred to as the 
Lanham Act. 

2. A “technical” trademark is nowhere defined by statute but is generally held to 
refer to a mark, fanciful or arbitrary from the start, as opposed to one which may 
become registrable after acquiring a secondary meaning through use and publie 
acceptance. In affect, it is a mark not prohibited by Sections 2(a) through 2(e) of 
the Lanham Act. 
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and used by a manufacturer or merchant to identify his goods and dis- 
tinguish them from those manufactured or sold by others” ;° that it is not 
deceptive, nor is it merely descriptive, in that GLass wax describes both a 
cleaner for glass and a cleaner for metal; that it is not merely deceptively 
misdescriptive in that it does not misdescribe a cleaner, a cleaner for glass, 
or a cleaner for metalware. Plaintiff further contends that should the 
Court find euass wax not a technical trademark, it should nevertheless 
register the mark in that it has acquired a “distinctive” or “secondary 
meaning” under Section 2(f) of the Lanham Act,* even though evidence 
of such distinctiveness was not considered by the Patent Office; that it can 
and should be considered by this Court, the Patent Office having errone- 
ously failed to do so; and that no estoppel exists to prevent plaintiff from 
presenting registrability under Section 2(f) in this court. 

The Patent Office, defendant, contends that the mark is in fact decep- 
tive and does mislead; that such deception constitutes an absolute bar to 
registration regardless of what the Gold Seal Company intended, and re- 
gardless of whether or not any purchaser was injured; that the Government 
cannot and should not approve the use of any mark which actually mis- 
represents the goods to which it is applied, and since the product involved 
contains no wax or any border-line substance which might be considered 
a wax, since the word “wax” has a reasonably definite meaning, and since 
the words GLASS WAX on a container of a liquid recommended for use on 
glass indicates that the product contains a wax in material amounts, the 
mark is deceptive. And further, the Patent Office maintains that since it is 
not such an anomalous false label in relation to the product that no one 
would be deceived by it, especially since some glass polishes do contain 
wax, it is not entitled to registration. If it is not deceptive in this way, 
the Patent Office asserts that the mark is merely descriptive or deceptively 
misdescriptive, for if the product does contain wax it is descriptive; if it 
does not, it is deceptively misdescriptive, since GLAss wax would be gen- 
erally understood as referring to a product which, when applied to glass, 
leaves a wax film, or at least contains wax; that further, the way the seal 
is placed on the product indicates that GoLp sEaL represents the producer 
and GLASS WAX describes the product; that plaintiff is cognizant of this as 
indicated by the fact that aLass wax has never been used without being 
accompanied by the mark GoLp sEAL. Then, states the Patent Office, since 


3. 15 U.S.C. § 1127. 
4. Section 2(f) provides, as pertinent here, that unless a mark is expressly excluded 
for a reason as, for example, that it is deceptive, “* * * nothing in this chapter shall 
prevent the registration of a mark used by the applicant which has become distinctive 
of the applicant’s goods in commerce.” The applicant must establish such distinctive 
use, but “proof of substantially exclusive and continuous use thereof as a mark by the 
applicant in commerce for the five years next preceding the date of the filing of the 
application for its registration” shall be prima facie evidence of its having become 
distinctive. 

In short, regardless of what the original significance of a mark may have been, 
whether merely descriptive or deceptively misdescriptive, it may be considered distinctive 
when it has acquired a secondary meaning which indicates the plaintiff’s product alone. 
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the question of whether the plaintiff was entitled to registration under 
2(f) was not before it, due to the form of plaintiff’s application and failure 
of the required type of proof, so that no ruling was made on the merits 
of that question, this Court cannot now consider whether the refusal to 
accept the application as under 2(f) was correct and proper, nor the merits 
of plaintiff’s claim under 2(f); that the claim for a technical trademark 
being distinct from a claim for a trademark based upon secondary sig- 
nificance, the Court, as well as the Patent Office tribunals, can pass upon 
one without having to pass upon the other. In short, the Patent Office 
takes the position that since registrability under 2(f) cannot be reviewed 
and considered here, the mark is not entitled to registration, but even if 
the Court were to consider, erroneously, secondary significance on the merits, 
plaintiffs have not established secondary significance. 

S. C. Johnson & Son, Inc., intervener, backs up the assertions of the 
Patent Office and further contends that the words aLass wax have not 
really been used as a trademark by Gold Seal Co.; that the controlling 
finding of the Patent Office that the words GLass wax are deceptively mis- 
descriptive must be accorded the presumption of correctness, which has 
not been overcome, and which could only be overcome by a showing of 
distinctiveness which this Court is not entitled to consider since the Patent 
Office had not first considered this on the merits. 


b. Conclusions of Fact and Law. 


This is a trial de novo. A long standing and consistent policy of this 
Court is to accord considerable weight to the rulings of the Patent Office, 
skilled and experienced as that office is presumed to be in the field of trade 
mark law. Such rulings will not be overturned unless shown to be clearly 
erroneous or new and substantial evidence is offered. National Lead Co. v. 
Kingsland, 74 F. Supp. 985, 76 USPQ 174, Abbott v. Coe, 71 App. D. C. 
195, 109 F.2d 449, 48 USPQ 267. At the same time, the Court is entitled to 
rely more heavily on its own judgment where the case, as here, does not 
require intricate scientific analysis. 


1. Section 2(a)—Deceptiveness 


Under Section 2(a), a mark cannot be registered if it “consists of or 
comprises * * * deceptive * * * matter”. The Examiner of Interferences 
decided that the words GLAss wax were not deceptive under Section 2(a) 
while the Commissioner found it unnecessary to determine the issue.* The 


5. Jurisdiction is founded on Revised Statutes, § 4915, 35 U.S.C. § 63, now § 146, 
incorporated by reference in 15 U.S.C. § 1071. 


6. The Commissioner having found the mark deceptively misdescriptive or descrip- 
tive only, being in full agreement with the examiner on this point, and having refused 
to consider plaintiff’s application as one under 2(f), considered it unnecessary to 
determine whether registration of the mark was barred as deceptive under 2(a). See 
Decision of Commissioner, September 14, 1951, 90 USPQ 373 (41 TMR 1024) in the 
matter of Opposition Number 27,543, 8. C. Johnson ¢ Son, Inc. v. Gold Seal Company, 
(hereinafter referred to as “Decision of Commissioner”) pp. 7-10, 11-13, 90 USPQ at 
376-380 (41 TMR 1024), 
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Court is well satisfied that the conclusion of the examiner was correct and 
justified. He found that: 

“* * * the record fails to show that the word aLass wax is, in fact 
deceptive under Section 2(a). On the contrary, the conclusion seems 
justified from the voluminous record presented by the applicant that 
the term may be at most misdescriptive in the sense that such sugges- 
tion of deceptiveness may be overcome by a showing of distinctiveness 
under Section 2(f).”? 

Of more immediate bearing, the examiner decided: 

«“# * * While it would be naturally expected that housewives when 
asked whether auass wax contained wax, would answer the question 
in the affirmative, there is nothing in the Roper survey or in opposer’s 
record which would show that anyone would have felt actually de- 
ceived if informed that there was no wax in the product. Both op- 
poser’s and applicant’s records show, on the contrary, that practically 
all those who have actually used the product are highly pleased with 
its action whether it may contain wax or not.’”® 
The Commissioner analyzed the problem in the following way: 


“Expert opinion as to the chemical constitution of a wax (there 
are a number of waxes and sometimes several are used in a ‘wax’ com- 
position sold over the counter) would be of little or no interest to the 
average customer who uses opposer’s products, for the ordinary cus- 
tomer knows nothing of the chemical composition of a can of wax 
and cares less so long as the product satisfies his needs.”® 
With this reasoning the Court agrees. No evidence introduced here 


shows it to be erroneous or without substantial foundation. While it may 
be true that the physical and chemical properties of the substance known 
as “wax” can be ascertained after exacting analysis by one trained and 
expert in the field, and while such persons have indicated the lack of wax 
in GLASS WAX, this does not automatically make the mark deceptive for the 
purposes of registration. The evidence does not establish that customers 
have been misled. To the contrary, it appears that the product satisfies the 
needs of the customers; that the average or ordinary customer cares little 
about, and knows little about, the scientific composition of the product. 
Certainly the fact that plaintiff has sold some ninety million units of its 
glass and metal cleaner, marked GLuass wax, betokens customer satisfac- 
tion and indicates that the product is a good product. The evidence does 
not show that the public has been influenced to purchase the product on 
account of believing that it contained wax, or that the product was simply 
a wax to be placed upon glass. 

In analyzing the relationship of the mark to the product and its impact 
upon the public, deception is found when an essential and material ele- 
ment is misrepresented, is distinctly false, and is the very element upon 
which the customer reasonably relies in purchasing one product over an- 


7. Decision of Examiner of Interferences, May 4, 1950, Opposition Number 
27,543, p. 17. 


8. p. 19—Ibid. 
9. Decision of Commissioner, supra, p. 6, 90 USPQ at 376 (41 TMR 1024). 
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other. When, as here, the product contains an element which can only be 
known exactly by rigid scientific analysis, and such element does not appear 
as determinative in leading customers to buy the product, the mark is 
not deceptive.*® 


2. Section 2(e)—Merely Descriptive or Deceptively Misdescriptive 
Marks 


Having found the mark not deceptive, it then becomes necessary to 
consider whether or not it may be registered when measured against the 
prohibition of Section 2(e) which prohibits registration of marks which are 
“merely descriptive or deceptively misdescriptive” of the goods to which 
they are applied. 

The language of Section 2(e) of the 1946 Act differs slightly from that 
of the corresponding part of Section 5 of the Trade Mark Act of 1905. In 
only one case has it been interpreted. The court held that the nature of 
the prohibition against registration of descriptive marks is essentially 
the same now as it was under the 1905 Act." 

While we recognize that marks which merely describe the product 
itself, or its qualities and characteristics, are not registrable, we are equally 
aware of the sound rule that prior cases are of little value in deciding just 
what types of marks are merely description.’? But we are inclined to the 
view that this mark is not merely descriptive. What it describes is a wax 
for glass. It does not describe a cleaner and polisher for metal as well as 
for glass, which is the true nature of the product. It should not be over- 
looked that the product is advertised and sold as a cleaner for metal. The 
mark does not describe this quality or function at all. 

The evidence establishes: that the product contains either no wax, or 
wax in insufficient quantity to justify use of the word; that customers 
might justifiably believe it does contain the element wax,'* whether or not 
it was significant to them in purchasing the product; that it is sold in asso- 
ciation with other wax products; that other glass and metal cleaners do 
contain wax and have an appearance not basically dissimilar to plaintiff’s 


10. Cases cited by defendants to support their charge of deception involved marks 
which were deceptive or misleading in that they represented to the public that the article 
was something essentially different from the thing which they actually received. Here 
the evidence shows that customers sought a cleaner and were well satisfied. Had the 
evidence shown that customers bought the product as a wax for glass, a different problem 
would have been presented to the Court. 

Such distinctions are indicated in the unique factual settings of each case. See for 
example, Nashville Syrup Co. v. Coca-Cola Co., 215 F. 527 (41 TMR 323); Kildow Cigar 
Company v. George B. Sprague Cigar Co., 35 App.D.C. 345; Levy v. Uri, App.D.C. 441. 


11. Andrew J. McPartland, Inc. v. Montgomery Ward § Co., 164 F.2d 603, 35 
C.C.P.A., Patents, 802, 76 USPQ 97 (38 TMR 60) certiorari denied, 333 U.S. 875, 
77 USPQ 676. See also Application of Hercules Fasteners, Inc., 203 F.2d 753, 40 
C.C.P.A., Patents, 944, 97 USPQ 355 (43 TMR 962). 

12. See Application of Hercules Fasteners, Inc., supra, note 11, and In re Locke 
Stove Co., 154 F.2d 200, 33, C.C.P.A., Patents, 934, 69 USPQ 108. 

13. The Christopherson survey has been admitted and considered by this Court. 
Its probative value has been evaluated in light of the inexperience of the questioners, 
the wording of the questions, its limited scope and its self-serving nature. 
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product. We therefore find ourselves in accord with the holding of the 
Patent Office that the mark, as employed in commerce, is deceptively mis- 
descriptive.** For this reason it cannot be registered as a technical trade 
mark. 

Yet plaintiff submits another reason why it can and should be so 
registered. Plaintiff asserts that since it has introduced evidence of such 
convincing force as to establish that it is the original and prior user of the 
word combination Glass Wax, that the word “wax” had never before been 
applied to any window cleaning fluid, that the word combination was un- 
known in the English language before plaintiff coined it, and since it is 
incorrect to separate and analyze each word by itself, rather than consid- 
ering the mark in its entirety, the mark should be considered fanciful, 
therefore “technical’’, therefore registrable regardless of secondary sig- 
nificance. 

We are of the opinion that plaintiff’s original adoption and prior use 
of the mark does not make what is essentially a descriptive mark into one 
that is distinctive and arbitrary.**> We believe that the mark should not 
be dissected into “glass” and “wax” but should be adjudged in its entirety, 
GLASs WAXx.'® Viewed in this way, it still remains immaterial that plain- 
tiff has combined two common English words in a way which is not to be 
found in dictionaries and which is not precise and accepted grammar, 
for this does not destroy the meanings of the words used and the import 
of the total mark as it relates to the qualities and characteristics of the 
product itself. This mark is comprised of general words which, when 
viewed together, and regardless of whether they truly or falsely describe 
the immediate product, could as easily apply to a related class of goods and 


as aptly describe them as the one before the Court. Such a mark is not 
“technical”.*? 


3. Section 2(f/—Secondary Significance: Distinctiveness Based 
upon Use and Acceptance 


A mark held unregistrable under Section 2(e) may still be registered 
under Section 2(f) if it has been used by an applicant and become distinc- 
tive of the plaintiff’s goods in commerce.*® 


14. While the reasoning found in the following cases is somewhat in conflict, the 
approach of the courts in testing whether marks are deceptive, merely descriptive, or 
deceptively misdescriptive, is relevant to the present case. In re Bonide Chemical Co., 
Inc., 46 F.2d 705, 18 C.C.P.A., Patents, 909, 8 USPQ 297; In re International Resistance 
Company, 69 F.2d 566, 21 C.C.P.A., Patents, 1001, 21 USPQ 172 (24 TMR 129); In re 


Hair Net Packers, Inc., 115 F.2d 254, 28 C.C.P.A., Patents, 715, 47 USPQ 270 (30 
TMR 665). 


15. In re Bailey Meter Co., 102 F.2d 843, 26 C.C.P.A., Patents, 1136, 41 USPQ 275 
(29 TMR 293). 


16. Application of Ada Milling Co., 205 F.2d 315, 317, 40 C.C.P.A., Patents, 1076, 
98 USPQ 267, 269 (44 TMR 63). 
17. A relevant discussion of this is found in In re Bonide Chemical Co., supra. 


18. This assumes, as we do here, that the mark is not a notation inherently incap- 
able of functioning as a trade mark; incapable of indicating the origin of the product 
rather than the product itself in the eyes of the consuming public, 
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The Patent Office found the mark barred as to registration under Sec- 
tion 2(e) and then refused to consider the application under Section 2(f). 
As a result no ruling has been made on the merits of the claim for dis- 
tinctiveness.*® The refusal to consider the application under 2(f) was 
based upon a rule of the Patent Office which required that an allegation of 
distinctiveness that was not based on substantially exclusive use over a 
five-year period, but rather on other facts and circumstances, had to be 
shown by proof submitted separately but included within the application 
for registration as a technical trademark. Plaintiff’s application indicated 
an intent to file under 2(f), but no such proof, as affidavits, was submitted 
to establish this claim, nor was any reference made to the prevailing rule. 
The application was published without reference to Section 2(f). 

Plaintiff argues that distinctiveness is a fact which has been estab- 
lished by the record; that such evidence of distinctiveness must be con- 
sidered in this case, for among other things, the Commissioner had the duty 
to make such determination but refused to do so on arbitrary grounds; 
and that this Court has the duty to determine marks generally and com- 
pletely ; that distinctiveness was categorically pleaded in plaintiff’s answer 
to the notice of opposition; that Johnson called witnesses to rebut plain- 
tiff’s claim of distinctiveness; that plaintiff has committed no act which 
could be construed as an estoppel from asserting this claim; that the 
Patent Office was unreasonably strict and overbearing in refusing to allow 
plaintiff to amend his application to comply with the prevailing rule and in 
insisting that plaintiff file an entirely new application. 

The Patent Office maintains that the rule is one governing the inter- 
nal procedure in its office; that the rule is reasonable; that it has been 
applied fairly, but regardless of all this, it asserts that this Court has no 
jurisdiction to determine any of these issues or that of secondary sig- 
nificance, since the Patent Office has not first considered it on the merits. 

This action is brought under Section 21 of the Trademark Act of 1946 
which provides for court review of certain Patent Office determinations 
“ander the same conditions, rules, and procedure as are prescribed in the 
ease of patent appeals or proceedings so far as they are applicable.” This 
section absorbs and embodies old R.S. § 4915.2 There is no reason to 
suspect, nor has counsel shown any reason to question, that the section con- 
fers upon the courts any kind of jurisdiction differing from that existing 
under the Revised Statute, which has been widely interpreted. 

In Shoemaker v. Robertson,”* an application for a patent had been 
denied by the Patent Office on the ground that it did not conform to the 





19. The Decision of the Commissioner, supra, p. 17, 90 USPQ at 380 (41 TMR 
1024) concluded with: “Applicant is not precluded by the decision in this case from 
applying for registration under Section 2(f) of the Act on a new application appro- 
priately worded for this purpose, and the decision herein is without prejudice to consider- 
ation of registrability of the mark on such an application.” 

20. 35 U.S.C. § 63, now § 146. 


21. 60 App.D.C. 345, 54 F.2d 456, 11 USPQ 239, 240. 
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rules of that office, having been signed in but one place instead of three as 
required. Appeal was taken under R.S. § 4915, and dismissed by the court 
which stated : 

“In Butterworth v. United States ex rel. Hoe, 112 U.S. 50, 68, it 

was ruled that the remedy by bill in equity under section 4915, R.S. 

(35 U.S.C. § 63), applies only when the Commissioner decides to reject 

an application for a patent on the ground that the applicant is not on 

the merits entitled to it. In the present case the Commissioner did not 
reject the application on the merits; he refused to consider it at all.” 

Judge Washington’s detailed and considered analysis of this very issue 
in Gilbert v. Marzall** is compelling precedent here. On review, the disap- 
pointed applicants sought an adjudication that they were entitled to 
patents on certain claims which the Board of Appeals in the Patent Office 
had refused to consider. The court, while acknowledging that R.S. § 4915 
established a proceeding in which new evidence could be received on re- 
view, nevertheless recognized the limitations of the statutory provision to 
the effect that: 

“* * * the statute was not intended to authorize the courts to con- 
sider claims not considered on the merits by the Patent Office.”** 

We are satisfied that Congress did not intend, by setting up review in 
this court, to transfer the functions of the Patent Office to the District 
Court. This is sound. The court benefits from, and is entitled to, the trained 
and experienced determinations of the Patent Office on these questions 
which more often than not involve problems both intricate and subtle.” 
Certainly the question whether or not GLAss wax has become distinctive is 
of this type. We will not pass upon those claims which have not first been 
considered on the merits by the Patent Office,?> nor consider evidence of 
distinctiveness or of possible Patent Office abusive application of its inter- 
nal rules in this proceeding.”® 

There is no sound reason why we should not pass upon the merits of a 
claim for registration of a “technical” trademark while refusing to con- 
sider the merits of a claim for registration based on “distinctiveness’’.?’ 

Considering all the written evidence, exhibits, and oral arguments ad- 
mitted for presentation and filed here, we uphold the determination of the 
Patent Office in refusing registration of the mark GLass Wax. 


22. 87 U.S.App.D.C. 1, 182 F.2d 389, 85 USPQ 288. 

23. 87 U.S.App.D.C. 3, 182 F.2d 391, 85 USPQ at 290. 

24. Where the rule not to be strictly enforced, litigants would gain encouragement 
to bring into this court all sorts of new, complex, untried issues for original determina- 
tion. This is a burden unsought, unwarranted and, we believe unintended by Congress. 

25. See Lucke v. Coe, 63 App.D.C. 61, 69 F.2d 379, 20 USPQ 178; Cherry-Burrell 
Corp. v. Coe, 79 U.S.App.D.C. 124, 143 F.2d 372, 62 USPQ 20. 

26. Plaintiff has not established that it lacked an adequate administrative remedy 
in the Patent Office or that it lacked judicial remedies as a last resort. See Gilbert v. 
Marzall, supra; Coe v. United States, 65 App.D.C. 387, 84 F.2d 240, 29 USPQ 227; 
Steinmetz v. Allen, 192 U.S. 543; Butterworth v. U.S., ex rel. Hoe, 112 U.S. 50. 

27. Gold Seal Co. v. Weeks, 93 U.S. App.D.C. 249, 209 F.2d 802, 100 USPQ 79 
(44 TMR 518), held only that registration sought on the ground of secondary meaning 
did not present a separate and distinct claim from allegations that the term was neither 
merely descriptive nor deceptively misdescriptive so that a judgment dismissing action 
as to secondary meaning was not a final judgment within the meaning of Rule 54(b), 
Federal Rules of Civil Procedure. 
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lished by the record; that such evidence of distinctiveness must be con- 
sidered in this case, for among other things, the Commissioner had the duty 
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rules of that office, having been signed in but one place instead of three as 
required. Appeal was taken under R.S. § 4915, and dismissed by the court 
which stated : 

“In Butterworth v. United States ex rel. Hoe, 112 U.S. 50, 68, it 

was ruled that the remedy by bill in equity under section 4915, R.S. 

(35 U.S.C. § 63), applies only when the Commissioner decides to reject 

an application for a patent on the ground that the applicant is not on 

the merits entitled to it. In the present case the Commissioner did not 
reject the application on the merits; he refused to consider it at all.” 

Judge Washington’s detailed and considered analysis of this very issue 
in Gilbert v. Marzall** is compelling precedent here. On review, the disap- 
pointed applicants sought an adjudication that they were entitled to 
patents on certain claims which the Board of Appeals in the Patent Office 
had refused to consider. The court, while acknowledging that R.S. § 4915 
established a proceeding in which new evidence could be received on re- 
view, nevertheless recognized the limitations of the statutory provision to 
the effect that: 

“* * * the statute was not intended to authorize the courts to con- 
sider claims not considered on the merits by the Patent Office.”** 

We are satisfied that Congress did not intend, by setting up review in 
this court, to transfer the functions of the Patent Office to the District 
Court. This is sound. The court benefits from, and is entitled to, the trained 
and experienced determinations of the Patent Office on these questions 
which more often than not involve problems both intricate and subtle.” 
Certainly the question whether or not GLaAss wax has become distinctive is 
of this type. We will not pass upon those claims which have not first been 
considered on the merits by the Patent Office,> nor consider evidence of 
distinctiveness or of possible Patent Office abusive application of its inter- 
nal rules in this proceeding.”® 

There is no sound reason why we should not pass upon the merits of a 
claim for registration of a “technical” trademark while refusing to con- 
sider the merits of a claim for registration based on “distinctiveness’’.?’ 

Considering all the written evidence, exhibits, and oral arguments ad- 
mitted for presentation and filed here, we uphold the determination of the 
Patent Office in refusing registration of the mark GLass wax. 


22. 87 U.S.App.D.C. 1, 182 F.2d 389, 85 USPQ 288. 

23. 87 U.S.App.D.C. 3, 182 F.2d 391, 85 USPQ at 290. 

24. Where the rule not to be strictly enforced, litigants would gain encouragement 
to bring into this court all sorts of new, complex, untried issues for original determina- 
tion. This is a burden unsought, unwarranted and, we believe unintended by Congress. 

25. See Lucke v. Coe, 63 App.D.C. 61, 69 F.2d 379, 20 USPQ 178; Cherry-Burrell 
Corp. v. Coe, 79 U.S.App.D.C. 124, 143 F.2d 372, 62 USPQ 20. 

26. Plaintiff has not established that it lacked an adequate administrative remedy 
in the Patent Office or that it lacked judicial remedies as a last resort. See Gilbert v. 
Marzall, supra; Coe v. United States, 65 App.D.C. 387, 84 F.2d 240, 29 USPQ 227; 
Steinmetz v. Allen, 192 U.S. 543; Butterworth v. U.S., ex rel. Hoe, 112 U.S. 50. 

27. Gold Seal Co. v. Weeks, 93 U.S. App.D.C. 249, 209 F.2d 802, 100 USPQ 79 
(44 TMR 518), held only that registration sought on the ground of secondary meaning 
did not present a separate and distinct claim from allegations that the term was neither 
merely descriptive nor deceptively misdescriptive so that a judgment dismissing action 
as to secondary meaning was not a final judgment within the meaning of Rule 54(b), 
Federal Rules of Civil Procedure. 
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II. Tue Countercuams or 8. C Jounson & Son, INc. 


S. C. Johnson & Son, Inc., counter-claimant, seeks to enjoin the use 
of the mark auass wax by Gold Seal Company and to recover profits, 
damages and costs resulting to it from plaintiff’s use of this mark.** This 
action is based upon the provisions of Section 43(a) of the Trade Mark Act 
of 1946,”° which provides in pertinent part as follows: 

“Any person who shall affix, apply, or annex, or use in connection 

with any goods or services, or any container or containers for goods 
* * * any false description or representation, including words or other 
symbols tending falsely to describe or represent the same, and shall 
cause such goods or services to enter into commerce * * * shall be liable 
to a civil action * * * by any person who believes that he is or is likely 
to be damaged by the use of any such false description or represen- 
tation.’ 


a. Contentions of the Parties 


S. C. Johnson & Son, Inc. contends that Section 43(a) was included in 
the Lanham Act to grant to a private party a remedy against a person who 
uses a false designation of origin or a false description or representation 
of his goods; that the section provides a remedy in the form of money 
damages and/or injunctive relief to any person who believes that he is or 
is likely to be damaged by the use of the false description or representa- 
tion; and that this statute, as a result, makes false description a tort sui 
generis, actionable per se, similar to an action for libel where the law 
presumes damages from use of the libelous words making it unnecessary 
to plead or prove special damages. 8S. C. Johnson & Son, Inc. further con- 
tends that Gold Seal Company makes various products in fact containing 
wax, sells them in similar cans, and advertises them together. One of 
such products is @LaAss wax which in fact contains no wax, this being 
established by expert analysis; that there are on record at least eight 
patents disclosing glass cleaning compositions which contain wax; that at 
the time Gold Seal aLass wax was introduced, wax had for a long time been 
used in glass cleaners and polishes, and that people hearing of Gold Seal 
GLASS WAX expected to find wax in the product; all these factors cumu- 
latively establishing that the words aLass WAX are words tending to de- 
scribe falsely this Gold Seal product. Johnson traces the history of wax 
back to the Egyptians, through the Greeks and Romans up to present 
times, showing its long recognized attributes as a protective and beautify- 


28. Johnson, in its briefs, seeks a separate determination in the form of a declara- 
tory judgment, 28 U.S.C. § 2201, that the words gLass wax do not constitute either a 
trade mark or a lawful trade mark. Johnson has not pleaded the issue with clarity; 
has neither presented evidence nor argued it separately during the trial. In effect the 
Court has determined this against Johnson, and no further consideration is required. 
See footnote 18. 

29. 15 U.S.C. §1125(a). Johnson also relies upon Section 34 of the Act, 15 U.S.C. 
§ 1116, which provides for injunctive relief against unfair use of trade marks in com- 
merce, and upon Section 35, 15 U.S.C. §1117, which provides for recovery of profits, 
damages and costs to a party who violates the right of the registrant of a mark regis- 
tered in the Patent Office. 
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ing coating for surfaces of all types; it asserts that the word “wax” gives 
to products a connotation of value and enhances the saleability; that 
Johnson has been selling products which contain wax for over sixty-five 
years, having spent millions of dollars in educating housewives as to the 
advantage of wax; that Johnson sells between 30% and 40% of the total 
wax sold in the United States; that its sales have decreased due to the Gold 
Seal false description, as have those of the wax industry generally, for 
the housewife has but a limited portion of her budget for waxes which is 
being siphoned off by spurious products, injuring legitimate producers 
and marketers. In brief, Johnson seeks an injunction and damages on the 
ground the Gold Seal Company uses words tending falsely to describe 
its product, in effect palming off its product as a wax product, damag- 
ing Johnson through loss of sales, discredit to its wax products, and trad- 
ing upon the good will and public acceptance of wax products generally.*° 

Johnson also seeks injunctive relief against use by Gold Seal on its 
containers of aLass wax of the notation “T. M. Reg. U. 8. Pat. Off.” since 
Gold Seal has no registration in the United States Patent Office which in- 
cludes the words GLASS WAX. 

Gold Seal answers that the failure of Johnson to offer any proof of 
damages arising out of the unfair competition alleged in the marketing 
of its cleaner and polisher GLass WAX, or that it is suffering any injury 
from Gold Seal’s trade practices, establishes that the counterclaim was not 
filed in good faith, but rather to harass Gold Seal in its attempt to register 
the mark; that Johnson does not have a monopoly of the word “wax”; that 
Johnson has failed to prove that the purchasing public knows what the 
word “wax” means; that Johnson neither alleges nor proves that it has 
been injured directly or that there has ever been confusion between Gold 
Seal’s product a@Lass WAX and any product of Johnson, or that any user 
of the product aLass wax ever found it inadequate for the use for which 
it was sold. Further, says Gold Seal, Johnson must allege and prove that it 
has some interest in the mark or that it is marketing a competing product 
to fall within 43(a), but it has never used the mark, never employed the 
words “glass” and “wax” in juxtaposition in referring to a product, never 
put out a product which could successfully compete with aLass WAx. 

Gold Seal maintains that Section 43(a), as a matter of law, does 
not change the substantive law as it existed before its effective date so as 
to allow plaintiff to sue as a vicarious avenger of the defendant’s cus- 
tomers; that it merely broadened jurisdiction of the federal courts to allow 


30. Johnson states frankly that it cannot point with particularity to the sales it 
has lost due to the use Gold Seal has made of its mark but states in its brief that 
“use of the word wax by Gold Seal has obviously diverted from the wax purchases of 
legitimate wax products. As a result of this diversion Johnson, who ordinarily does 
between 30% and 40% of the business in the wax industry, has lost sales in a propor- 
tion of approximately 30% to 40% of Gold Seal’s sales of glass wax.” Brief for 
defendant Johnson on its Counterclaims, p. 19. Johnson reasons from there that the 
normal margin of profit on that volume would be about 40%, bringing its losses to 
about $5,000,000. 
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years, having spent millions of dollars in educating housewives as to the 
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wax sold in the United States; that its sales have decreased due to the Gold 
Seal false description, as have those of the wax industry generally, for 
the housewife has but a limited portion of her budget for waxes which is 
being siphoned off by spurious products, injuring legitimate producers 
and marketers. In brief, Johnson seeks an injunction and damages on the 
ground the Gold Seal Company uses words tending falsely to describe 
its product, in effect palming off its product as a wax product, damag- 
ing Johnson through loss of sales, discredit to its wax products, and trad- 
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Johnson also seeks injunctive relief against use by Gold Seal on its 
containers of gLass wax of the notation “T. M. Reg. U. S. Pat. Off.” since 
Gold Seal has no registration in the United States Patent Office which in- 
cludes the words GLASS WAX. 

Gold Seal answers that the failure of Johnson to offer any proof of 
damages arising out of the unfair competition alleged in the marketing 
of its cleaner and polisher aLass wax, or that it is suffering any injury 
from Gold Seal’s trade practices, establishes that the counterclaim was not 
filed in good faith, but rather to harass Gold Seal in its attempt to register 
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been injured directly or that there has ever been confusion between Gold 
Seal’s product aLass WAX and any product of Johnson, or that any user 
of the product @Lass wax ever found it inadequate for the use for which 
it was sold. Further, says Gold Seal, Johnson must allege and prove that it 
has some interest in the mark or that it is marketing a competing product 
to fall within 43(a), but it has never used the mark, never employed the 
words “glass” and “wax” in juxtaposition in referring to a product, never 
put out a product which could successfully compete with auass wax. 

Gold Seal maintains that Section 43(a), as a matter of law, does 
not change the substantive law as it existed before its effective date so as 
to allow plaintiff to sue as a vicarious avenger of the defendant’s cus- 
tomers; that it merely broadened jurisdiction of the federal courts to allow 


30. Johnson states frankly that it cannot point with particularity to the sales it 
has lost due to the use Gold Seal has made of its mark but states in its brief that 
“use of the word wax by Gold Seal has obviously diverted from the wax purchases of 
legitimate wax products. As a result of this diversion Johnson, who ordinarily does 
between 30% and 40% of the business in the wax industry, has lost sales in a propor- 
tion of approximately 30% to 40% of Gold Seal’s sales of glass wax.” Brief for 
defendant Johnson on its Counterclaims, p. 19. Johnson reasons from there that the 
normal margin of profit on that volume would be about 40%, bringing its losses to 
about $5,000,000. 
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a private party to state a claim, but it did not do away with the necessity 
of showing direct injury or such likelihood for there to be recovery. 

Gold Seal then makes a general denial of Johnson’s charges on the 
merits, asserting that GLASS WAX means to most persons Gold Seal’s familiar 
product to be had everywhere, rather than a compound of particular sub- 
stances, and no matter how it is considered, customers were not influenced 
to purchase GLASS wAx because they thought it contained wax, and that 
it ill becomes Johnson to make this claim under 43(a) alleging false de- 
scription, since it markets a product, caR-NU, which is labelled “A John- 
son’s Wax Product” but contains no wax and that, further, Johnson is 
guilty of laches, having remained silent for seven years, permitting Gold 
Seal to spend millions on advertising before filing its charges—to the 
grave detriment of Gold Seal. 


b. Interpretation of Section 43(a) ; Conclusions of Fact and Law 


Cases involving application of Section 43(a) have been few in number 
and conflicting in interpretation. Some courts have read into the section 
the narrow common law “property right” limitation to the effect that apart 
from trade mark infringement and proof of “palming off” misrepresen- 
tation by a tradesman concerning his product works no actionable injury 
upon his competitors.** 

We believe that L’Aiglon Apparel, Inc. v. Lana Lobell, Inc.,°* expresses 
correct law and represents the more sound interpretation. The court said: 

“We find nothing in the legislative history of the Lanham Act 

to justify the view that this section is merely declarative of existing 
law. Indeed, because we find no ambigvity in the relevant language 
in the statute we would doubt the propriety of resort to legislative 
history even if that history suggested that Congress intended less than 
it said. It seems to us that Congress has defined a statutory civil 
wrong of false representation of goods in commerce and has given a 
broad class of suitors injured or likely to be injured by such wrong 
the right to relief in the federal courts. * * * But however similar to 
or different from pre-existing law, here is a provision of a federal 
statute which, with clarity and precision adequate for judicial ad- 
ministration, creates and defines rights and duties and provides for 
their vindication in the federal courts.” 


In this respect Section 43(a) does create a federal statutory tort, 
suit generis, and to this extent Johnson need not show that any false 
description or representation was willful or intentional, need not prove 
actual diversion of trade (palming off, so to speak), need not establish a 
veritable monopoly position in the industry.** It means that wrongful 





31. See for example, Chamberlain v. Columbia Pictures Corp., 186 F.2d 923, 89 
USPQ 7, as to the perpetuation of American Washboard Co. v. Saginaw Mfg. Co., 103 
F. 281. Compare Samson Crane Co. v. Union Nat. Sales, Inc., 87 F.Supp. 218; 83 
USPQ 507 (40 TMR 33), California Apparel Creators vy. Wieder of California, 162 F.2d 
893, 74 USPQ 221 (36 TMR 293). 

32. 214 F.2d 649, 651, 102 USPQ 94, 96. 


33. Within the meaning of Ely Norris Safe Co. v. Mosler Safe Co., 7 F.2d 603 
(15 TMR 515). 
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diversion of trade resulting from false description of one’s products invades 
that interest which an honest competitor has in fair business dealings—an 
interest which the courts should and will protect whether it be called that 
of “property”, “quasi-property” or something else. It represents, within 
this area, an affirmative code of business ethics whose standards can be 
maintained by anyone who is or may be damaged by a violation of this 
segment of the code. In effect it says: you may not conduct your business 
in a way that unnecessarily or unfairly interferes with and injures that 
of another; you may not destroy the basis of genuine competition by de- 
stroying the buyer’s opportunity to judge fairly between rival commodities 
by introducing such factors as falsely descriptive trademarks which are 
capable of misinforming as to the true qualities of the competitive products. 

We are satisfied that Johnson had adequate standing to assert its right 
to recover in a civil action under this section and was entitled to be heard 
and to present evidence. We are equally satisfied, however, that Johnson 
has failed to prove that it is entitled to relief in the form of injunction, 
profits, damages or costs. It has not established that as a competitor it is 
or is likely to be damaged by any false description or representation. It 
has not shown damage or likelihood of damage due to the fact that any sub- 
stantial number of reasonable customers were misled or likely to be misled 
as to the nature of the product, they having understood the mark to desig- 
nate the ingredients, buying the product for its wax content rather than 
for its effectiveness as a cleaner; or that if they had known the true facts, 
they most likely would have purchased a different product, whether that 
of Johnson or some other competitor. The evidence fails to show that 
Gold Seal auass wax is inferior to any similar product marketed by a com- 
petitor, or that it has rested or needs to rest upon the borrowed good 
will of the wax industry generally to maintain commercial success. In 
short, the record does not disclose perfidious business dealings by Gold 
Seal resulting in damage or likelihood of damage to any interest of 
Johnson.** 

We therefore deny injunctive relief to Johnson. We also deny relief 
under Section 35 of the Lanham Act in the form of an accounting for 
profits and damages. Suffice it to say Johnson’s attempt to analogize Section 
43(a) to a libel action, making proof of actual damages unnecessary, is 
totally without support in law or reason. Pecuniary recovery must be 
individualized, loss of sales must be shown. Section 43(a) was to promote 
fair business dealings. It was not to provide a windfall to an overly eager 
competitor. 


34. It should be noted that while Johnson and Gold Seal are fierce competitors 
generally, Johnson neither produces nor advertises a specific usable substitute for Gold 
Seal GLASS WAX, although it avers that it produces other items which can be used for 
the same purpose. 

It should also be noted that our holding under Section 43(a) and our finding of 
deceptive misdescription under Section 2(e) are entirely compatible, as the considera- 
tions of fact and the law and the policy in regard to each are so dissimilar. 
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All of the contentions raised to Johnson’s counterclaim will therefore 
be denied in all respects. 

April 20, 1955 

Upon consultation with counsel and in the interest of making its find- 
ings unmistakably clear, the Court amends its original memorandum, by 
way of summary, in the following respects: 

1. Plaintiff’s trademark auass wax, for plaintiff’s cleaner, is not de- 
ceptive and is not unregistrable by reason of Section 2(a) of the Trade 
Mark Act of 1946 (15 U.S.C. 1052(a)). 

2. Plaintiff’s trademark euass wax, for plaintiff’s cleaner, is not in- 
herently incapable of functioning as a trademark and is not unregistrable 
by reason of Section 2 (Preamble) and Section 45 of the Trademark Act 
of 1946 (15 U.S.C. 1052 and 15 U.S.C. 1127). 

3. Plaintiff's trademark qLass wax, for plaintiff’s cleaner, is not 
merely descriptive and is not for this reason unregistrable by reason of 
Section 2(e) of the Trademark Act of 1946 (15 U.S.C. 1052(e)).* 





CATALINA, INC. v. GANIS et al. 
N.Y. Sup. Ct., N.Y.C. County — June 7, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—FALSE DESIGNATION OF ORIGIN 

Plaintiff seeks a temporary injunction restraining defendant from copying the 
design and pattern of plaintiff’s GNGERBREAD MAN swimsuit and from advertising 
and representing that defendants’ suit is identical with plaintiff’s garment. While 
the law is that where there is no patent or secondary meaning the competition 
may lawfully copy yet if the article can be palmed off as the product of another 
by reason of the lack of due identification then unfair competition exists. Here 
the defendants put into circulation garments which enabled the retailers to lead 
purchasers to believe they were the well advertised product and therefore the 
temporary injunction will be ordered to require proper identification of source be 
placed on all of defendants’ garments which are similar to plaintiff’s. 

Action by Catalina, Inc. v. Ganis et al. for unfair competition. Plain- 
tiff moves for temporary injunction. Motion granted. 

David M. Levitan, of New York, N. Y. for plaintiff. 

Levisohn-Niner & Cohen (Edwin Levisohn of counsel), of New York, N. Y. 
for defendant. 

Levy, Justice. 

The plaintiff seeks a temporary injunction—pending the trial—re- 
straining the defendant from copying the design, print and pattern of the 
plaintiff’s so-called GINGERBREAD MAN swimsuit; from selling swimsuits 
embodying this pattern; from exhibiting plaintiff’s swimsuit with the 


* Editor’s Note: The judgment entered herein contained the following provision: 
“The dismissal of plaintiff’s complaint in each action is without prejudice to plaintiff’s 
right to seek registration of plaintiff’s mark Glass Wax for plaintiff’s cleaner in accord- 
ance with the provisions of 15 U.S.C. 1052(f) by appropriate proceedings before the 
Patent Office.” 








: 
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GINGERBREAD MAN imprinted thereon or any of the advertising material 
therefor for the purpose of promoting sales of swimsuits manufactured by 
the defendants; and from misrepresenting directly or indirectly, expressly 
or impliedly, that the defendants’ GINGERBREAD MAN swimsuit is of identical 
fabric and the same workmanship as that of the plaintiff’s product. The 
fact that a colleague had before him for determination an application for 
a temporary injunction in the action brought by this plaintiff against 
Tubtex Fabrics Corporation (the maker of the fabric used by these defend- 
ants in the manufacture of the swimsuits) does not compel or justify my 
referring the present matter to him for determination. As I indicated on 
the argument, the initial burden of decision must be entirely mine. Cf. 
Silverman v. Rogers Imports, Inc., 127 N.Y.8.2d 896, 896-897. Nor is the 
fact that the learned justice denied the motion conclusive or even relevant 
here. While Tubtex could sell the fabric to the defendants, that did not in 
my view, leave the defendants free to make and market a suit of the Can-Can 
style and of identical-designed material without giving some identification 
of source. True, where there is no patent or secondary meaning a compe- 
titor may lawfully copy (Herzman Scarfs, Inc. v. Baar & Beards, Inc., 
203 Mise. 449, 95 USPQ 348; Effanbee Doll Corp. v. Belle Doll & Toy Corp., 
235 App. Div. 803)—for no doubt, free competition (however seemingly 
immoral) is the life of trade. But there is such a thing as certain types 
of unfair competition which the law forbids. For example, where a sec- 
ondary meaning has attached to a product, the mere trading upon that 
secondary meaning renders unnecessary any other showing upon which to 
base a holding of unfair competition—and in such case, it is no defense 
that the invader is furnishing identification of source. And where (as I 
find to be the case here, in the light of the short time of production and 
promotion thus far engaged in by the plaintiff) there is no secondary mean- 
ing, there still may be unfair competition if an article can be palmed off 
as the product of another by reason of absence of due identification. The 
defendants’ argument confuses these propositions and endeavors to leave 
the impression that the sole criterion here is the present absence of secondary 
meaning or even the near possibility thereof. Upon the facts presented on 
this motion, it appears indisputably that the defendants have put into 
circulation garments which enabled the retailers so to offer them that the 
public would believe them to be the well-publicized product of the plaintiff. 
This area of definite confusion (and likely deception and palming off) is 
quite real, and it seems exactly what has happened, and is, in the circum- 
stances, calculated to occur upon the offer of the defendants’ product 
without indicating its source. The motion is granted to the extent of issuing 
an injunction pendente lite requiring that adequate identification of source 
be placed on all of the defendants’ garments which are similar to those 
of the plaintiff. In other unrelated respects the application is denied. 
Settle order accordingly, with suggestions as to the appropriate amount of 
the undertaking to be filed (section 819, C.P.A.). The samples of the swim- 
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suits presented on the argument have been returned to the clerk’s office, 
and may there be obtained by respective counsel upon due receipt. 





MEDD et al., doing business as DAIRY QUEEN STORES OF OHIO 
v. BOYD WAGNER, INCORPORATED et al. 


No. 7214 — D.C. Ohio, N.D., W. Div. — June 10, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 


Plaintiff seeks to restrain the unauthorized use of the trade name DAIRY QUEEN 
and phrase, THE CONE WITH THE CURL ON TOP. Plaintiffs were exclusive owners in 
Ohio of trade name and phrase as applied to frozen milk products and licensed 
others to use the name and supplied retailers with promotional material, plans for 


retail establishments and supervised their retailing. The product was made by a 
patented machine and all contracts and licenses expired on date of expiration of 


patent, May 18, 1954. Plaintiffs licensed Boyd Wagner to operate in 21 Ohio 
counties and Boyd Wagner in turn licensed and supervised retail establishments. 
Upon expiration of patent Boyd Wagner and its licensees refused to pay further 
royalties on the ground that upon expiration of patent the trade name and phrase 
went into the public domain and because they denied that plaintiffs were the owners 
of the trade name. 

Defendants, however are estopped from raising the issue of ownership by 
virtue of the franchise contracts which set forth that the exclusive ownership of 
the marks was in Boyd Wagner and the estoppel runs beyond the patent expiration 


date. The licensees received more than a naked license here in view of the close 
supervision of manufacture and sales and the extensive advertising assistance of 


the licensor. A trade name, like a trademark may be assigned, licensed or lent as 
long as it ren%ains associated with the same product with which it has become 
associated in the public mind; and at the expiration of the term its use may be 
resumed by the licensor. The expansion of business into new territories may be 
handled by licenses. 

The evidence shows that the trade name DAIRY QUEEN and the trade phrase 
are not associated in the public mind with the patented freezer machines and hence 
there is here no attempt to extend the life of a patent by use of the trade name. 
The freezers are available for public use whereas the trade name DAIRY QUEEN 
connotes an ice milk product and the organization which dispenses the product 
and its uniform style and method of doing business. The name is not generic to 
the machine and therefore the right to the exclusive use of the trade name continues 
in the patentee despite expiration of the patent and the temporary injunction 
previously granted is made permanent. 

Action by Cecil R. Medd, Mildred I. Medd, Richard L. Medd, Robert 
R. Medd, Ralph C. Medd, and Ronald A. Medd, copartners doing business 
as Dairy Queen Stores of Ohio, against Boyd Wagner, Incorporated, Earl 
E. Turk, Verl B. Stevenson, Elmer H. Culver, Frieda Hough Culver, F. G. 
Koehl, and Charles Barton for unfair competition. Judgment for plaintiff. 
Johnson, Thompson, Raymond & Mayer, Albert E. Jenner, and Philip 
Tone, of Chicago, Illinois, and Fuller, Harrington, Seney & Henry and 
Thomas Dalrymple, of Toledo, Ohio, for plaintiffs. 
Thomas Orndorff, of Findlay, Ohio, Andrew J. Conroy and Judson J. All- 

good, of Cincinnati, Ohio, and Chester Pendleton and Martin L. Hanna 


for defendants. 
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Kuogs, District Judge. 

This is an action to restrain the unauthorized use of the trade name 
DAIRY QUEEN and of the trade phrase THE CONE WITH THE CURL ON TOP. 

Plaintiffs seek to prevent defendants, in the absence of consent of 
plaintiffs, from using the trade name DAIRY QUEEN and the trade phrase 
THE CONE WITH THE CURL ON TOP in the vending of soft frozen ice 
milk, and from representing to the public that they are part of the Dairy 
QUEEN organization in Ohio and elsewhere vending DAIRY QUEEN ice milk. 
The theory of the complaint is that the plaintiffs were exclusive owners 
in the State of Ohio of the trade name and the trade phrase, and that use 
of this name and phrase by the defendants is common law unfair compe- 
tition, and that the defendants were and are using the property of the 
plaintiffs without permission therefor. 

The original complaint, filed on June 9, 1954, was against Boyd 
Wagner, Incorporated, an Ohio corporation, and certain named individuals 
who were store operators in one or more of the twenty-one counties in Ohio 
that had been sublicensed to Boyd Wagner, Incorporated, by plaintiffs. 
Plaintiffs are citizens and residents of the State of Illinois. 

The complaint recites in effect that, since on or about January 1, 1947, 
plaintiffs have used the name DAIRY QUEEN as applied to frozen milk prod- 
ucts in the State of Ohio, and that since that date they have engaged in 
the business of licensing the use of the name DAIRY QUEEN in Ohio and 
supervising, inspecting and supplying various other services to licensed 
retail outlets using that name; that, prior to September 7, 1946, and up 
to May 18, 1954, Ar-Tik Systems, Incorporated, was the owner of United 
States Patent No. 2,080,971 on a machine designed to produce a frozen 
product from milk known as “ice milk” and that, on September 7, 1946, 
Ar-Tik Systems licensed H. A. McCullough, of Illinois, to use and to permit 
others to use, manufacture and sell the machines built under the patent 
until the expiration of the patent on May 18, 1954, in certain States of 
the United States, including the State of Ohio; that, on December 30, 1946, 
McCullough licensed to plaintiffs the exclusive right to the use of the patent 
in the State of Ohio for the life of the patent. 

The complaint further states that McCullough originated the name 
DAIRY QUEEN in 1940, and from that date to December 30, 1946, used the 
name in connection with the sale by him, or by others licensed by him, of 
the ice milk product made by machines built under the patent, in the 
continental United States; that, on November 7, 1946, McCullough filed 
in the office of the Secretary of State of the State of Ohio a proof of 
publication of the name DAIRY QUEEN and that, on December 30, 1946, 
McCullough assigned his right, title and interest in the trade name in the 
State of Ohio to plaintiffs; that, from and after December 30, 1946, plain- 
tiffs have continuously used the name DAIRY QUEEN in connection with the 
sale to the public of ice milk made in machines manufactured under the 
patent, and that plaintiffs entered into a series of franchise agreements 
with certain “district franchise operators” in the State of Ohio, under 
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which said franchise operators were licensed to use the machines built 
under the patent during the life of the patent, that is to say, up to May 18, 
1954, and were granted and licensed the right to use the name DAIRY QUEEN 
during the period covered by the agreement. These district franchise 
agreements, including the one to defendant Boyd Wagner, Incorporated, 
all expired by their own terms on the date the patent expired, to wit, 
May 18, 1954; that said franchise agreements provided that the district 
franchise operators could by sub-contract assign or transfer their interests 
under the contract to third persons. 

The complaint further states that the district franchise operators 
entered into sub-franchise agreements with “store franchise operators”, 
among whom are the individual defendants, and that, by the terms of 
these agreements, the store operators were licensed to use the machines 
built under the patent and to use the trade name in connection with the 
sale of ice milk made in the freezers built under the patent; that the store 
franchise operators, pursuant to their agreements, used the freezer ma- 
chines built under the patent purchased by them at manufacturer’s cost 
from a manufacturer licensed by McCullough, to make an ice milk product 
for sale to the public in the State of Ohio, and have sold this product under 
the name DAIRY QUEEN in stores of uniform design on which the name 
DAIRY QUEEN is prominently displayed; that each store operator has paid 
to the district franchise operator a royalty of a certain amount per gallon 
of ice milk sold for the use of the patent and the use of the name, and that 
each district franchise operator has in turn paid to plaintiffs a correspond- 
ing royalty. 

The complaint alleges that, in the year 1948, plaintiffs originated and 
authorized the district franchise operators, and through them the store 
operators, to use the phrase THE CONE WITH THE CURL ON ToP to describe 
the ice milk cone made with the ice milk known as DAIRY QUEEN and sold in 
DAIRY QUEEN stores, and that said district and store operators have so used 
that phrase since that time; that, on or about August 17, 1949, plaintiffs 
assigned to “Dairy Queen National Trade Association, Inc.” all their right, 
title and interest in the phrase THE CONE WITH THE CURL ON TOP, except that 
they reserved to themselves the exclusive right to use that phrase in the State 
of Ohio, and that the Association, on August 17, 1949, registered that phrase 
as a print or label with the United States Copyright Office; that plaintiffs 
prepared plans and specifications of a distinctive prototype building on 
which the name DAIRY QUEEN is prominently displayed to be used by all store 
operators, and that they supplied blueprint copies to each district franchise 
operator in the State of Ohio to be delivered by him to each store operator 
in his territory to be used by them in the construction of the store build- 
ings in which the ice milk product known as DAIRY QUEEN is sold; that the 
district franchise operators delivered these copies of plans and specifications 
to the store franchise operators, and that they were used by the latter 
in the construction of their store buildings; that plaintiffs and their prede- 
cessors have spent large sums of money advertising and promoting from 
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and after December 30, 1946, the name DAIRY QUEEN, and from and after 
the year 1949 the phrase THE CONE WITH THE CURL ON TOP in the 
State of Ohio, and that they have spent large sums and have devoted 
substantial amounts of their time to the inspection of all DAIRY QUEEN 
stores operating in the State of Ohio in order to insure uniformity and 
quality of the product sold, and to insure that the stores are kept clean 
and attractive; that they have spent substantial amounts of time and 
money in the development and improvement and inspection of machines 
used in the sale of ice milk at retail, and in the development of the mix 
used by the store operators, and in the development of uniform designs 
and markings for containers in which the product is sold to the public, 
and in the training and education of store franchise operators and their 
employees in the proper operation of the local stores; that, by reason of 
plaintiffs’ efforts and expenditures of money, the name DAIRY QUEEN has 
become associated in the minds of the consuming public with the uniform 
product of consistent high quality sold only at clean and attractive stores 
of uniform designs operated by persons following identical sales and 
operating methods, and that the consuming public in Ohio now regards 
all articles sold under the name DAIRY QUEEN as the products of one 
organization; that, on July 20, 1948, plaintiffs entered into a district 
franchise agreement with defendant Boyd Wagner, Incorporated, whereby 
the latter was given exclusive right to the use of the patent and the name 
in twenty-one counties in the State of Ohio, and that said rights were 
intended by all the parties to and did expire on the date of the expiration 
of the agreement, which was May 18, 1954, the date when the patent ex- 
pired; that Boyd Wagner, Incorporated, subsequently entered into a 
number of sub-franchise agreements by which it licensed various store 
operators to the right to use the patent and the trade name, and that the 
named defendants herein were so licensed; that all of the licensed store 
operators have, since entering into said agreements with Boyd Wagner, 
Incorporated, used freezers manufactured under the patent to make ice 
milk which they have sold to the public under the name DAIRY QUEEN; 
that all of these store operators have paid royalties to Boyd Wagner, In- 
corporated, for the use of the patent and the name, and that Boyd Wagner, 
Incorporated, in turn has paid plaintiffs royalties for the use of the 
patent and the name; that the licensed rights to defendants expired on 
May 18, 1954, but that the defendants, disregarding the rights of plaintiffs, 
announced that, after May 18, 1954, they would continue to use the name 
DAIRY QUEEN and the phrase THE CONE WITH THE CURL ON TOP and would 
refuse to pay plaintiffs any royalties therefor. 

Wherefore, plaintiffs pray for a preliminary and permanent injunc- 
tion restraining defendants from the unauthorized use of the trade name 
and the trade phrase. 

On June 25, 1954, defendant Boyd Wagner, Incorporated, filed its 
answer and, on June 28 following, the Court issued an Order of Injunction 
Pendente Lite, whereby the defendants were ordered and directed to pay 
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into the registry of the Court, during the pendency of the action, the 
royalties required under the terms of the contracts. 

On July 30, plaintiffs filed an amendment and supplement to the 
complaint, in which they joined additional store operators who were 
operating under the sub-franchise agreements from Boyd Wagner, In- 
corporated, as party defendants, and the injunction was extended to apply 
to these additional defendants. 

On September 9, the five original individual defendants each filed 
separate answers and thereafter, through their counsel, stated to the Court 
that they had no right to the continued use of the trade name and the 
trade phrase without permission from plaintiffs or the designated rightful 
owner, and that they would continue to operate and pay their stipulated 
royalties into the registry of the Court, and would abide by the eventual 
decision of the Court. 

On October 4, the individual defendants named in the amended and 
supplemental complaint, who are operators of sixteen stores, filed their 
answers, in which they set up nine separate defenses to the complaint. 

On December 2, Boyd Wagner, Incorporated, filed its offer to confess 
judgment, in which it recites that its sub-franchise agreement, as well as 
all sub-agreements entered into by it with the individual store operators 
who are defendants herein, are assigned to plaintiffs. On the same date 
the offer was accepted by plaintiffs. 

For a complete understanding of the facts of the case, it is necessary 
to study Plaintiffs’ Exhibit No. 1, which is the parry QUEEN freezer fran- 
chise agreement between McCullough and plaintiffs, Plaintiffs’ Exhibit 
No. 2, which is the Dairy franchise agreement entered into between plain- 
tiffs and Boyd Wagner, Incorporated, and Plaintiffs’ Exhibit No. 5, which 
is typical of the sub-franchise agreements entered into between Boyd 
Wagner, Incorporated, and the individual store operator defendants who 
filed their answer on October 4, 1954. 

In each store operator agreement entered into by defendants with 
Boyd Wagner, Incorporated, wherein each defendant was licensed to use 
the patented freezer machine and the trade name DAIRY QUEEN upon the 
payment of a stipulated royalty, the store operator agreed that Boyd 
Wagner, Incorporated, owns the exclusive right to the use of the trade 
name DAIRY QUEEN in the area covered by the agreement; that the store 
operator desires to purchase the exclusive right of the trade name, and 
that Boyd Wagner, Incorporated, agrees to sell and transfer to the store 
operator the exclusive right to use the name DAIRY QUEEN subject to certain 
specified conditions. The operator further agreed as follows: 

‘Both Parties agree that said trade name DAIRY QUEEN has sub- 
stantial value, that it is being used in many localities throughout 
the country, and that the restrictions, limitations, and conditions 
herein imposed are necessary, equitable, and reasonable for the general 


benefit of the parties to this contract and all other parties enjoying 
any lawful interest in said trade name.”’ 
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The store operators further agreed that they would be prohibited 
from using the name DAIRY QUEEN outside the specified area, and they 
agreed to various restrictions placed upon their operations which are enum- 
erated in the written agreement. 

The operator further agreed as follows: 

“In the event that Second Party shall fail to perform or violate 
any of his obligations hereunder, the First Party” (Boyd Wagner, 
Incorporated) “may immediately terminate this contract by notice 
in writing delivered to the Second Party and upon such termination 
all rights of Second Party to use the trade name DAIRY QUEEN in 
any manner whatsoever shall cease forthwith.” 

The great difficulty in the determination of this case has been extreme 
fluidity of the defense. As we have heretofore stated, the answer of 
defendants sets up nine separate defenses. Of these defenses, we believe 
that those contained in paragraphs 21 and 27 contain the ones on which 
the defendants rely. 

Paragraph 21 reads as follows: 

“Defendants deny that Plaintiffs or their district operators jointly 
or severally owned the name DAIRY QUEEN, and therefore deny the 
right of said persons to vest the exclusive right to use said name in 
these Defendants or any other person, and they further allege that 
the name DAIRY QUEEN and the phrase THE CONE WITH THE CURL ON TOP 
is so closely associated in the minds of the public with the machines 
described in Plaintiffs’ complaint, and the patent on said machines 
having expired, the name and good will arising from said product, 
operation of said machines, or the industry in general, is now within 
the public domain.” 

Paragraph 27 reads as follows: 

“As and for a third separate, complete and affirmative defense 
to the complaint, Defendants say that the name DAIRY QUEEN and 
the phrase THE CONE WITH THE CURL ON TOP, the prototype building, 
are now generic in nature, design, meaning and usage and are so 
considered and used by the public, and the Plaintiffs having at all 
times claimed that the DAIRY QUEEN product was linked, coupled and 
associated with the patent, and the patent now having expired and 
the public knowing all iced milk products as DAIRY QUEEN, the entire 
good will of said industry has entered the public domain.” 

It thus appears from these claimed defenses that defendants, first, 
deny ownership of the trade name in plaintiffs, and, second, maintain 
that, with the expiration of the patent on May 18, 1954, plaintiffs lost 
the right to the exclusive use of the trade name and the name entered 
the public domain. 

At a preliminary hearing four days before the opening of the trial, 
counsel for defendants, upon being pressed to designate the defenses on 
which they relied, stated that they were relying on one defense, to wit, 
“that the name was so coupled with the patented machine that the right 
to the exclusive use of the name expired with the patent.” 

In their opening statement at the trial, counsel for defendants were 
hesitant to state the exact defense upon which they placed reliance. At 
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the opening of the defense, counsel for defendants made the following 
statement (R. 371): 


“After listening to plaintiffs’ case, we are certain we do know 
our position, and it is this: that the contracts have ended and we 
are not bound by them, at least since the date of May 18, 1954, by 
reason of the expiration of the patent and the failure of the plaintiffs 
to comply with the contracts, and the failure of the district operators 
to comply with the contracts, and for the further reason that under 
the franchises the sellers do not have the right to confer upon the 
store owners the rights which are intended to be conferred by a 
licensing agreement. It is our position that the cornerstone of the 
contract was the patent, and that having expired, the contracts fall.” 


After the above statement by counsel for the defendants, we con- 
cluded, and proceeded accordingly, that both sides agreed that the contracts 
of the defendants expired as of May 18, 1954 (R. 17, 371). 

Counsel for the defendants further said (R. 374): 


“* * * We cited the Shredded Wheat case bearing on the point 
that with the fall of the patent the right to collect royalties also 
falls, and that you can’t have a business that trades and deals only 
in licenses unless there is coupled with it a productive industry and 
the creation of a product.” 

On Page 12 of defendants’ brief, they review their defenses as follows: 

“A. The agreement between the MeCulloughs and the Medds 
is a nullity, because the McCulloughs had no interest in the trade 
mark or trade name use of the name DAIRY QUEEN in the State of 
Ohio capable of being transferred. 

“B. The Medds’ course of conduct whereby its patent sub- 
licensees, operating independently of each other, made trade mark 
and trade name use of the name DAIRY QUEEN in local areas in the 
State of Ohio, without control thereof, has destroyed the capacity of 
the name to function as a statewide trade mark or trade name. 

“C. The Medds have failed to show a protectible interest in the 
trade mark or trade name use of the name DAIRY QUEEN in the State 
of Ohio. 

“—. The patent proprietors, including the Medds, have so coupied 
the name DAIRY QUEEN with the now expired patent on the DAIRY 
QUEEN machine as to prevent them from stopping users of the machine 
from continuing to call their product and their places of business by 
the name DAIRY QUEEN. 

‘‘E. ‘Property’ in the name DAIRY QUEEN resides in the individual 
store operators in their respective areas of operations.’’ 


From all of the foregoing, we take it, therefore, that defendants, first, 
deny ownership of the trade name in plaintiffs and, second, contend that, 
with the expiration of the patent, plaintiffs lost all right to the exclusive 
use of the trade name DAIRY QUEEN. 

The foregoing contentions designated A, B, C, D and E, which are 
set forth in defendants’ brief, when grouped together, seem to contest the 
right of plaintiffs in the name and conclude that somewhow, after the 
expiration of the patent, property in the name became lodged in the 
defendants. 
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We believe that defendants are estopped from raising these questions 
of ownership by virtue of the contracts which they entered into with Boyd 
Wagner, Incorporated, and that the estoppel did not end with the termina- 
tion of the contract. In the case of E. F. Prichard Co. et al. v. Consumers 
Brewing Co., 136 F.2d 512, 58 USPQ 362 (33 TMR 370) (6th Cir.) (cert. 
den. 321 U.S. 763, 60 USPQ 578), we find, at page 522, 58 USPQ at 371, 
the following : 


‘‘ Any claims that might be asserted against the right of Prichard 
to ownership of the label—under the trade mark law—are rendered 
of no avail in view of that fact that appellee is estopped to advance 
such contentions, because of the contract in which it was agreed that 
the ownership of the mark was to be in Prichard. As between parties 
claiming the right to a trade mark, it is unnecessary to determine 
whether the mark was adopted and used in such a manner as to entitle 
one of the parties to be protected in its exclusive use, where the parties 
entered into a contract in which they agreed that the trade mark 
would belong to one of them, who would have the right to its exclusive 
use. In such a case, the party who has agreed that the other shall 
be the owner of the trade mark, is estopped from raising questions 
with regard to adoption and use; and the inquiry is limited to deter- 
mining whether the terms of the contract have been violated. Ft. 
Stanwiz Canning Co. v. William McKinley Canning Co. et al., 49 App. 
Div. 566, 63 N.Y.S. 704. See, also Lawrence-Williams Co. v. Societe 
Enfants Gombault et Cie, 6 Cir., 22 F.2d 512, 514 (17 TMR 503); 
Waukesha Hygeia Mineral Springs Co. v. Hygeia Sparkling Distilled 
Water Co., 7 Cir., 63 F. 438.”’ 

Incidentally, the above case is also authority for the principle that 
one may introduce his trade mark and create a demand for his variety 
of goods in a new territory by licenses. On page 519, 58 USPQ at 368, 


we find the following: 


‘*Tt is true, as contended by appellee, that a naked license to use 

a trade mark is of no more validity than a naked assignment thereof. 
Lea v. New Home Sewing Machine Co., C.C.N.Y., 139 F. 732. But a 
trade name, like a trade mark, may be assigned, licensed, or lent, 
as long as it remains associated with the same product or business 
with which it has become associated in the public mind. An owner 
of a trade name who lends the use of such a trade name, may resume 
its exclusive use according to the terms of the lending. Cardinal v. 
Taylor, 302 Mass. 220, 19 N.E.2d 58, 40 USPQ 580. A manufacturer 
of a certain commodity, by agreeing to allow the purchaser thereof 
the use of its trade name for a certain period, did not lose the exclusive 
right to the name after the expiration of the term; J. F. Rowley Co. 
et al. v. Rowley, 3 Cir., 18 F.2d 700 (17 TMR 318); and one may 
introduce his trade mark and create a demand for his variety of goods 
in a new territory, by licenses. Vermont Maple Syrup Co., Inc. v. 
Johnson Maple Syrup Co. et al., D.C. Vt., 272 F. 478 (11 TMR 257).” 
In the ease of Smith v. Dental Products Co., Inc., et al., 140 F.2d 140 
(7th Cir.) (cert. den. 322 U.S. 748, 61 USPQ 543 (34 TMR 78), para- 


graph 8 of the syllabus reads as follows: 


‘Where owner of trade marks granted defendant right to use 
trade marks on royalty basis and defendant used trade marks for 
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many years without contesting plaintiff’s title or ownership, defendant 
was estopped by the agreement and its conduct from claiming title 
or ownership in the trade marks.”’ 

On page 148, 60 USPQ 260, 268 (34 TMR 78), we find the following: 


‘‘Moreover, we are of the view that defendant is estopped by 
the terms of the agreement and its acts and conduct to claim title or 
ownership in such marks. ‘Its recognition by defendant and the sub- 
sequent sale of cars bearing it operated as an estoppel of a denial 
of a property right therein.’ Ritz Cycle Car Co. v. Driggs-Seabury 
Ordnance Corp., D.C., 237 F. 125, 128 (7 TMR 54). At no time from 
1918 to 1935 did defendant make any claim to or contest plaintiff’s 
title or ownership in these trade marks. During all this time it paid 
royalties for their use. It is true that defendant obtained two registra- 
tions on the trade mark conpucTo, but when its impropriety in so 
doing was called to its attention by plaintiff, it promptly executed 
a formal assignment of such trade mark to him. We are unable to 
perceive how this action on the part of defendant can be reconciled 
with its present claim of ownership. It amounts, so we think, to a 
plain recognition of plaintiff’s ownership, and this more than ten 
years after the execution of the first license agreement.’’ 

On this question of ownership, defendants take the position that 
estoppel, if any, ended with the contract. However, the authorities that 
they cite in support of this contention are not convincing. Walker on 
Patents, Sec. 385 (Deller’s Edition) (Br., p. 46), and the case of Stimpson 
Computing Scale Co. v. W. F. Stimpson, 104 F. 893, announce the rule 
that, after a patent licensee’s contract has expired, he is free to attack 
the validity of his licensor’s patent. We do not find the same considera- 
tions involved where a trade name is the subject of the license. Defendants 
cite Amiesite Asphalt Co. v. Interstate Amiesite Co., 4 F.Supp. 504, 19 
USPQ 18 (23 TMR 411) (D.C. Del., 1933) (aff. 72 F.2d 946, 23 USPQ 31), 
(24 TMR 492). We do not find this case convincing on the point sought 
to be made. It is authority for the principle that a trade mark licensee 
may, after his license contract has expired, attack his licensor’s title on 
facts which arose after the license contract expired. He may then, and 
under those conditions, claim that the name has become generic and is 
dedicated to the public. 


Even though the doctrine of estoppel were not applicable here, we 
are convinced from the evidence that plaintiffs are the rightful owners of 
the name, which they acquired from the McCulloughs, and of the phrase, 
which they originated, and which they in turn, after acquisition and 
exploitation, licensed to Boyd Wagner, Incorporated, who in turn licensed 
to defendants. 


McCullough opened the first DAIRY QUEEN store in the year 1939 and 
thereafter, until the close of the year 1946, he opened and operated some 
twenty-one stores dispensing ice milk and operating under the trade name 
DAIRY QUEEN. These stores were located in the States of Iowa and Illinois. 
Therefore, at the time that he acquired the patent license from Ar-Tik 
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in 1946, he had already established a trade name at least in the States 
of Iowa and Illinois. 

He had a right, by license, to introduce his trade name and create 
a demand for his variety of goods in a new territory by licenses. EZ. F. 
Prichard Co. et al. v. Consumers Brewing Co., supra. The fact that he 
licensed the use of the name in connection with a license of the patent 
right renders his position much stronger. He was not entering into a 
mere naked license agreement. See E. I. Du Pont De Nemours & Co. v. 
Celanese Corporation of America, 167 F.2d 484, 77 USPQ 364 (38 TMR 
666). 

The case of Vermont Maple Syrup Co., Inc. v. F. N. Johnson Maple 
Syrup Co. et al., 272 F. 478 (11 TMR 257), cited in the Prichard case at 
page 519, 58 USPQ 368 (33 TMR 370), is authority for the principle 
that one may introduce his trade mark and create a demand for his variety 
of goods in new territory by licenses. 


When McCullough licensed plaintiffs to the use of the patent and the 
trade name in the State of Ohio in December of 1946, he had established 
the trade name DAIRY QUEEN as being distinctive of a style and mode of 
operation in the sale of an ice milk product. Plaintiffs, by virtue of their 
license agreement, set out immediately to extend their business, to exploit 
the patent and the trade name in the State of Ohio by way of sub-licenses 
to district operators. Some twenty-two such sub-licenses were issued to dis- 
trict operators on the State of Ohio before the district operator’s license 
was extended to Boyd Wagner, Incorporated, and during this time plain- 
tiffs themselves operated some four or five stores in the State of Iowa. In 
less than eight years, from January of 1947 to May 18, 1954, plaintiffs 
and their licensors, McCulloughs, extended the business, not only through- 
out the States of Ohio, Illinois and Iowa, but into most of the States of the 
Union, until the DAIRY QUEEN enterprise numbered last year some 2,600 
retail stores scattered throughout the country, 200 of which were in the 
State of Ohio. 

During this time, plaintiffs expended the sum of $46,779.85 for travel- 
ing and overhead in the operation of their business in Ohio (R. 349-350), 
and Boyd Wagner, Incorporated, expended the sum of $16,140.96 (R. 303) 
in connection with policing and conducting the DAIRY QUEEN business in the 
twenty-one counties covered by its contract. 

During this period of time, plaintiffs furnished to the store operators, 
including defendants, plans of the prototype building and numerous in- 
centives and instructions and directions relative to the conduct of a typical 
DAIRY QUEEN store, made researches for the improvement of the machines 
and the mix to be used in the machines, and conducted numerous methods 
of advertisement. Plaintiffs also, through the National Dairy Queen Asso- 
ciation, conducted national advertising by way of radio, television, national 
magazines and other media to bring before the public throughout the coun- 
try the value of the name DAIRY QUEEN and of the phrase THE CONE WITH 
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THE CURL ON TOP so as to make the public conscious of the existence of a 
preferred organization, dealing through individual store owners, in which 
uniform quality, quantity, cleanliness, style and mode of operation could 
be expected. 

We believe, from all of this, that plaintiffs were offering more than a 
naked license to these store operators. Through their district operator, 
they were offering an established name that had property value of great 
worth from which they should not be divested without their consent. 

We are not here confronted with a situation such as obtained in Han- 
over Star Milling Co. v. Metcalf, 240 U.S. 403 (6 TMR 149) and in 
United Drug Co. v. Rectanus Co., 248 U.S. 90 (9 TMR 1) where two par- 
ties independently employed the same trade mark or name not in general 
use, but in separate and remote markets, and where they later adopted in 
good faith, and without notice of the use of the trade name in other terri- 
tory, spent money and effort in building up a trade in his territory 
under the name. We are here confronted with a situation where the defend- 
ants knowingly entered into a license agreement to use the trade name and 
the trade phrase and paid compensation therefor over a period of years. 
We believe that they are precluded from taking possession of the trade 
name and the trade phrase without compensation therefor and without 
the consent of the rightful owners. 

We turn now to the second named defense, to wit, that, with the ex- 
piration of the patent on the freezer machine, plaintiffs’ rights to the 
exclusive use of the trade name DAIRY QUEEN and the trade phrase THE 
CONE WITH THE CURL ON TOP ceased to exist. 

In passing, we mention that the trade phrase THE CONE WITH THE CURL 
ON TOP was originated by Mr. C. R. Medd in 1947, shortly after he received 
his license from MeCullough, and, in 1948, plaintiffs had an engraving 
made of an advertisement which used that phrase in conjunction with the 
name DAIRY QUEEN (Plaintiffs’ Exhibits 34, 35 and 36, Record 109-110). 
From the engraving, plaintiffs prepared 100 ad mats which were made 
available to their district and store operators in Ohio. (R. 110-111). Plain- 
tiffs subsequently turned the trade phrase over to the National Dairy Queen 
Trade Association, reserving the right to use it in Ohio. (R. 111). The 
Association then proceeded to copyright the phrase, the copyright certifi- 
eate showing C. R. Medd as the author of the phrase. (Plaintiffs’ Exhibit 
38, Record 111-112). The phrase has since been used by the Association 
on advertising throughout the United States. 

Defendants, in advancing the second defense, place reliance chiefly on 
Singer Manufacturing Company v. June Manufacturing Company, 163 
U.S. 169; Kellogg Company v. National Biscuit Company, 305 U.S. 111, 
39 USPQ 296 (28 TMR 569) ; Scott Paper Co. v. Marcalus Manufacturing 
Co., Inc. et al., 326 U.S. 249, 67 USPQ 193; and Checker Cab Mfg. Corpo- 
ration v. Green Cab Co. et al., 35 F.2d 631, 3 USPQ 235 (20 TMR 20) (6th 
Cir.). In the Singer case, it is quite evident that, during the life of the 
patent, the name SINGER became the identifying and generic name of the 
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machine, and the Court, therefore, concluded that the name passed to the 
public with the cessation of the monopoly which the patent created. In other 
words, on the expiration of the patent the right to make the patented article 
and to use the generic name passed to the public with the dedication result- 
ing from the expiration of the patent. 

In the Kellogg case, the Court concluded that the term “shredded 
wheat” was generic, and that no exclusive right to its use could be acquired. 
In other words, a patent monopoly could not be extended through the use 
of a name or a term that was generic to the patented article. 

In the Scott Paper case, the Court concluded that the patent laws do 
not contemplate that anyone by contract or any form of private arrange- 
ment may withhold from the public the use of the invention of an expired 
patent, the public right to the enjoyment of which has been secured by the 
grant of a monopoly in the patented invention for a limited time. 

In the Checker Cab case, the conclusion of the Court was that a 
retention of rights in the operation and continued control of a trade mark 
could be preserved, if at all, only by express provision in the original con- 
tract, and the Court found that, in that case, the parties had omitted such 
a provision. 

The above cases are not convincing and are not determinative of the 
issue raised here by the defendants. We are convinced, from the evidence, 
that the trade name DAIRY QUEEN and the trade phrase THE CONE WITH THE 
CURL ON TOP are not associated in the public mind with the patented freezer 
machine, and that no attempt was made to so associate them; and there is 
not here an attempt to extend the life of the patent by use of the trade 
name and the trade phrase. 

The freezers that were used, and on which the patent expired on 
May 18, 1954, were known as DUKE FREEZERS Or STOELTING FREEZERS, de- 
pendent upon the origin of manufacture, and since the patent expired the 
use of these machines has been thrown open to the public, any one can 
buy one and use one without the restraint of the patent monopoly. On the 
other hand, the trade name DAIRY QUEEN connotes an ice milk product and 
the organization which dispenses that product; it connotes a style and 
method of doing business, a uniform plan of retailing the ice milk product 
in prototype buildings that are distinctive from other stores dealing in 
similar products, and the name, therefore, is not generic to the machine. 
If, as we conclude from the evidence, the trade name is not the generic name 
in the public mind for the patented machine, then the right to the exclusive 
use of the trade name continues in the patentee despite expiration of the 
patent. Telechron, Inc. v. Telicon Corp., 198 F. 2d 903, 94 USPQ 363 
(42 TMR 832); Ironite Co. v. Cement Waterproofing & Ironrite Co., 
20 F.Supp. 603, 35 USPQ 88 (27 TMR 688) ; Presto-O-Lite v. Davis et al., 
215 F. 349 (4 TMR 419) (6th Cir.). 

We see no merit to the contention of the defendants that the right to 
the use of the name ceased with the expiration of the patent monopoly on 
the machine. 
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THE CURL ON TOP so as to make the public conscious of the existence of a 
preferred organization, dealing through individual store owners, in which 
uniform quality, quantity, cleanliness, style and mode of operation could 
be expected. 

We believe, from all of this, that plaintiffs were offering more than a 
naked license to these store operators. Through their district operator, 
they were offering an established name that had property value of great 
worth from which they should not be divested without their consent. 

We are not here confronted with a situation such as obtained in Han- 
over Star Milling Co. v. Metcalf, 240 U.S. 403 (6 TMR 149) and in 
United Drug Co. v. Rectanus Co., 248 U.S. 90 (9 TMR 1) where two par- 
ties independently employed the same trade mark or name not in general 
use, but in separate and remote markets, and where they later adopted in 
good faith, and without notice of the use of the trade name in other terri- 
tory, spent money and effort in building up a trade in his territory 
under the name. We are here confronted with a situation where the defend- 
ants knowingly entered into a license agreement to use the trade name and 
the trade phrase and paid compensation therefor over a period of years. 
We believe that they are precluded from taking possession of the trade 
name and the trade phrase without compensation therefor and without 
the consent of the rightful owners. 

We turn now to the second named defense, to wit, that, with the ex- 
piration of the patent on the freezer machine, plaintiffs’ rights to the 
exclusive use of the trade name DAIRY QUEEN and the trade phrase THE 
CONE WITH THE CURL ON TOP ceased to exist. 

In passing, we mention that the trade phrase THE CONE WITH THE CURL 
ON TOP was originated by Mr. C. R. Medd in 1947, shortly after he received 
his license from McCullough, and, in 1948, plaintiffs had an engraving 
made of an advertisement which used that phrase in conjunction with the 
name DAIRY QUEEN (Plaintiffs’ Exhibits 34, 35 and 36, Record 109-110). 
From the engraving, plaintiffs prepared 100 ad mats which were made 
available to their district and store operators in Ohio. (R. 110-111). Plain- 
tiffs subsequently turned the trade phrase over to the National Dairy Queen 
Trade Association, reserving the right to use it in Ohio. (R. 111). The 
Association then proceeded to copyright the phrase, the copyright certifi- 
cate showing C. R. Medd as the author of the phrase. (Plaintiffs’ Exhibit 
38, Record 111-112). The phrase has since been used by the Association 
on advertising throughout the United States. 

Defendants, in advancing the second defense, place reliance chiefly on 
Singer Manufacturing Company v. June Manufacturing Company, 163 
U.S. 169; Kellogg Company v. National Biscuit Company, 305 U.S. 111, 
39 USPQ 296 (28 TMR 569) ; Scott Paper Co. v. Marcalus Manufacturing 
Co., Inc. et al., 326 U.S. 249, 67 USPQ 193; and Checker Cab Mfg. Corpo- 
ration v. Green Cab Co. et al., 35 F.2d 631, 3 USPQ 235 (20 TMR 20) (6th 
Cir.). In the Singer case, it is quite evident that, during the life of the 
patent, the name sINGER became the identifying and generic name of the 
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machine, and the Court, therefore, concluded that the name passed to the 
public with the cessation of the monopoly which the patent created. In other 
words, on the expiration of the patent the right to make the patented article 
and to use the generic name passed to the public with the dedication result- 
ing from the expiration of the patent. 

In the Kellogg case, the Court concluded that the term “shredded 
wheat” was generic, and that no exclusive right to its use could be acquired. 
In other words, a patent monopoly could not be extended through the use 
of a name or a term that was generic to the patented article. 

In the Scott Paper case, the Court concluded that the patent laws do 
not contemplate that anyone by contract or any form of private arrange- 
ment may withhold from the public the use of the invention of an expired 
patent, the public right to the enjoyment of which has been secured by the 
grant of a monopoly in the patented invention for a limited time. 

In the Checker Cab case, the conclusion of the Court was that a 
retention of rights in the operation and continued control of a trade mark 
could be preserved, if at all, only by express provision in the original con- 
tract, and the Court found that, in that case, the parties had omitted such 
a provision. 

The above cases are not convincing and are not determinative of the 
issue raised here by the defendants. We are convinced, from the evidence, 
that the trade name DAIRY QUEEN and the trade phrase THE CONE WITH THE 
CURL ON TOP are not associated in the public mind with the patented freezer 
machine, and that no attempt was made to so associate them; and there is 
not here an attempt to extend the life of the patent by use of the trade 
name and the trade phrase. 

The freezers that were used, and on which the patent expired on 
May 18, 1954, were known as DUKE FREEZERS Or STOELTING FREEZERS, de- 
pendent upon the origin of manufacture, and since the patent expired the 
use of these machines has been thrown open to the public, any one can 
buy one and use one without the restraint of the patent monopoly. On the 
other hand, the trade name DAIRY QUEEN connotes an ice milk product and 
the organization which dispenses that product; it connotes a style and 
method of doing business, a uniform plan of retailing the ice milk product 
in prototype buildings that are distinctive from other stores dealing in 
similar products, and the name, therefore, is not generic to the machine. 
If, as we conclude from the evidence, the trade name is not the generic name 
in the public mind for the patented machine, then the right to the exclusive 
use of the trade name continues in the patentee despite expiration of the 
patent. Telechron, Inc. v. Telicon Corp., 198 F. 2d 903, 94 USPQ 363 
(42 TMR 832); Ironite Co. v. Cement Waterproofing & Ironrite Co., 
20 F.Supp. 603, 35 USPQ 88 (27 TMR 688) ; Presto-O-Lite v. Davis et al., 
215 F. 349 (4 TMR 419) (6th Cir.). 

We see no merit to the contention of the defendants that the right to 
the use of the name ceased with the expiration of the patent monopoly on 
the machine. 
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The Injunction Pendente Lite heretofore ordered by the Court may be 
made permanent as prayed for, enjoining the defendants from the use of 
the name DAIRY QUEEN and the phrase THE CONE WITH THE CURL ON TOP in 
the State of Ohio. 

If an accounting of all gains and profits made by defendants by reason 
of the acts complained of and damages that may have been suffered by 
plaintiffs are claimed, then that matter may be pursued in due time. 

Plaintiffs may, within ten (10) days, prepare findings of fact and 
conclusions of law drawn in accordance with this opinion, and defendants 
may, within ten (10) days after plaintiffs have lodged their findings and 
conclusions with the Court, file their exceptions and suggested additions 
thereto. 





SQUARE D COMPANY v. SORENSON et al. 
doing business as DORMEYER INDUSTRIES 


No. 11338 — C.A. 7 — June 23, 1955 


TRADEMARK Act or 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Design enclosing a “D” in a rectangle punctuated at its four corners by flashes 
of lightning is confusingly similar to design which encases “D” in an unbroken 
square, both trademarks being used for electrical products. 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 


REMEDIES—INFRINGEMENT—EVIDENCE 

Infringement or similarity is not to be judged solely by side-by-side com- 
parison. 

Evidence of defendants’ knowledge of plaintiff’s trademark and failure to 
explain reason for adoption of accused mark does not support charge of deliberate 
and willful infringement. 

Defendants’ relatively greater emphasis on word other than accused mark 
tends directly to rebut contention of plaintiff that defendants’ infringement was 
deliberate and willful. 

Sale of single package bearing accused mark does not constitute substantial 
support for plaintiff’s general charge of deliberateness and willfulness on the part 
of defendants. 

If defendants in good faith believe they were not infringing plaintiff’s trade- 
mark, their continued use of accused mark would not in itself make them guilty 
of deliberate and willful infringement. 

REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ACCOUNTING 

Accounting will not be ordered merely because there has been an infringement, 
and will be denied when an injunction will satisfy the equities of the case. 

In granting injunction but denying accounting, court considered it material 
that bulk of defendants’ business was conducted through sales to its customers 
based upon specifications. 


Action by Square D Company v. Bliss Sorenson, Karl A. Dormeyer, 
and Albert F. Dormeyer, doing business as Dormeyer Industries, for trade- 
mark infringement and unfair competition. Defendants appeal from 
decision for plaintiff of District Court for Northern District of Illinois. 
Modified. 
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Joseph Keig, Sr., of Chicago, Illinois, for appellants. 

Thorley von Holst, of Chicago, Illinois, for appellee. 

Before FINNEGAN, LINDLEY and SCHNACKENBERG, Circuit Judges. 
ScHNACKENBERG, Circuit Judge. 

This action was brought to obtain an injunction and damages for an 
alleged infringement of a trademark. The district court granted the 
injunction and ordered the case referred to a master to determine damages 
and take an accounting. The errors relied on arise in respect to the findings 
of fact and conclusions of law upon which the court based its decree 
against the defendant, from which this appeal was taken. 

The trademark sued on by plaintiff is: 


The accused mark of = —{ 


In 1914, plaintiff’s predecessor, Detroit Fuse & Manufacturing Com- 
pany, obtained the trademark shown above, No. 103,050, which was 
renewed March 16, 1935. It has been used continuously since that time. 
For over 40 years it has been known in the trade as sQUARE D. So important 
did it become to the plaintiff that the name of the corporation was changed 
to the Square D Company. It has been universally known in the trade 
as denoting the products manufactured by Square D Company. 

Plaintiff has for many years carried on a very extensive business in 
the manufacture and sale throughout the United States and foreign 
countries of electrical products of great diversity, including electrical and 
control equipment. Plaintiff’s products are, and for forty years have 
been, sold under said registered trademark. 

Finding of fact 11 is that, in the ten-year period from 1944 through 
1953 alone, over $446,000,000.00 worth of products were sold under plain- 
tiff’s trademark in suit, and that in the same period over $4,000,000.00 was 
spent in advertising and promotion of such products. 

According to finding of fact 13, plaintiff’s “D” within a square mark 
applied to electrical equipment is distinctive, fanciful, arbitrary, and 
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unique ; and, by reason of plaintiff’s persistent efforts and the expenditure 
by it of large sums of money in advertising and promoting its products, 
the high quality of said products and the long continued exclusive use 
of the mark enjoyed by plaintiff, the mark had acquired, prior to 1952, 
a distinctiveness and meaning in the trade, identifying plaintiff’s products 
and identifying plaintiff as the source where such products originated. 

The defendant partnership has made and sold for the last eight and 
a half years, and now makes, and sells in interstate commerce, electrical 
devices, principally solenoids, magnet coils and transformers. Such prod- 
ucts are also manufactured and sold by plaintiff. Prior to 1952 defendant 
partnership was known as Dean W. Davis & Co. and it had used succes- 
sively this mark: 

D 
DWD 
D 
and the mark: “D I” with two parallel lightning flashes striking through 
those letters. 

In 1952 defendants changed the name of their partnership to Dormeyer 
Industries, and then selected the accused mark from fourteen different 
marks developed by an advertising man. The accused mark is used on the 
cover and various pages of defendants’ catalogue. It is also cut into 
products manufactured by defendants. 

Plaintiff admits that the marks 

D 
Hy Ww Dp” and “T) T” 
D 
are noninfringing, but contends that the last mark chosen is infringing and 
was deliberately selected by defendants. 

1. The defendant partnership bases its defense chiefly on the con- 
tention that its products are “tailored to its customer’s needs according 
to specifications * * *.” From this premise it draws the deduction that 
possibility of confusion between defendants’ products and plaintiff’s cannot 
exist. The record shows, however, that the premise is by no means true in 
all instances. There is some evidence that defendants’ products bearing 
the accused mark were sometimes sold directly to the public and not 
ordered to specification. 

The district court found, in part: 


“18. In the accused mark the lines about the ‘D’ simulate a square, 
and the similarity in appearance between plaintiff’s D within a square 
mark and the accused mark is such that ordinary visual observation 
by a purchaser or user might well fail to apprise him of the different 
sources of manufacture of products bearing the marks. 

19. The similarity in appearance of the accused mark and plain- 
tiff’s mark is such as to be likely to cause confusion or mistake or to 
deceive purchasers as to the source or origin of goods bearing the 
accused mark. The use by defendants of the accused mark in defend- 
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ants catalogues and price lists, and upon illustrations of electrical 

components appearing in said catalogues, is also likely to cause con- 

fusion or mistake as to the source or origin of the goods so advertised 
or offered for sale.” 

In its decree the district court adjudged: 

“That defendants, by the use of a capital ‘D’ within a rectangle 
upon solenoids manufactured by defendants and sold by them in 
interstate commerce and otherwise, and in and upon catalogues and 
other printed advertising matter offering solenoids, magnet coils, and 
transformers for sale, have infringed plaintiff’s registered trademark 
as well as its common law trademark. 

That by such use of the capital letter ‘D’ within a rectangle, 
defendants have also competed unfairly with plaintiff.” 

Three witnesses for plaintiff, Privat, Greene and Sedgwick, each tes- 
tified that he would take the accused mark to indicate a product of plaintiff. 
They were cross-examined and evidently the district judge believed them. 
Defendants adduced no contrary evidence. The district judge also had 
before him for visual inspection the respective marks. 

The trial judge heard and saw the witnesses for the respective parties 
testify in open court, and had a better opportunity than we have to judge 
of their credibility. Under these circumstances we cannot say that his 
findings of fact are not supported by the evidence. 

Defendants contend that the four lines enclosing the D in their mark 
do not constitute a rectangle or a square. Actually, in a geometric sense, 
defendants are literally correct. However, the person in the trade who is 
buying electrical appliances is not necessarily a geometrician. From his 
practical inspection of electrical appliances offered for sale he sees a 
capital D, surrounded by two vertical lines and two horizontal lines. That 
one design encases the D in an unbroken square, while another encloses 
a D in a rectangle punctuated at its four corners by flashes of lightning, 
is a difference which might well escape him. If he detects the difference, 
it is very likely to merely confuse him. The salient feature in the marks 
used by plaintiff and defendant respectively, which the ordinary buyer is 
likely to remember, is a capital D resting within four straight lines. He is 
less likely to recall whether the four-sided figure enclosing the D is a broken 
rectangle or a perfect square. The result is that the use of the accused mark 
is likely to cause confusion in the market place. This constitutes a violation 
of the Trademark Act.’ Keller Products Inc. v. Rubber Linings Corp., 
7 Cir., 213 F.2d 382, 101 USPQ 307 (44 TMR 1095); Barbasol Co. v. 
Jacobs, 7 Cir., 160 F.2d 336, 72 USPQ 350 (37 TMR 135). 

Infringement or similarity is not to be judged solely by side-by-side 
comparison. Albert Dickinson Co. v. Mellos Peanut Co. of Illinois, 7 Cir., 
179 F.2d 265, 84 USPQ 172 (40 TMR 107). 

There was no error in awarding plaintiff an injunction against further 
infringement. 


1. 15 U. 8. C. A. §114(1). 
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2. Plaintiff contends that, in view of what it terms the willful and 
deliberate nature of defendants’ conduct, an accounting of damages is 
warranted.’ 

Plaintiff, in contending that the infringement was deliberate and 
willful, urges the following points: 

(a) Defendants selected the infringing mark from fourteen suggestions 
submitted to them by an advertising agency. 

The record being devoid of any showing as to what the other 
thirteen suggestions were, one cannot logically draw from this inci- 
dent the inference which plaintiff draws. 

Defendant Albert F. Dormeyer admitted general knowledge of plain- 
tiff’s trademark when defendants selected and adopted the infringing 
mark, and admitted that he used the non-infringing “D I’ on his stationary 
before he adopted the accused mark. Defendants never explained why 
they adopted the accused mark in preference to the non-infringing “D I” 
mark. 

We are not convinced that this evidence supports the charge 
of deliberate and willful infringement. 

Defendants’ price list bears the accused mark above the word DORMEYER 
which appears in letters at least twice the size of the “D” in the mark, 
followed by the words DORMEYER INDUSTRIES—Solenoids—Coils—Trans- 
formers, 3418 Milwaukee Avenue, Chicago 41, Illinois.” 

The relatively greater emphasis on the word DoRMEYER, rather 
than upon the accused mark, tends to directly rebut the contention of 
plaintiffs that defendants’ infringement was deliberate and willful. 
(d) Hodas’ Automatic Service Supply Company in Detroit sold a 

package containing a solenoid made by defendants, the solenoid, but not 
the package, having the accused mark appearing upon it. 

This incident standing alone does not constitute substantial sup- 
port for plaintiff’s general charge of deliberateness and willfulness on 
the part of defendants. 

When, prior to filing suit, plaintiff notified defendants of their infringe- 
ment of plaintiff’s trademark and demanded that defendants cease to use 
the accused mark, defendants refused to discontinue such use. 

The record does not show when plaintiff’s demand was made other 


than that it was prior to filing suit. It may have been weeks before, or 
it may merely have been a formal demand made immediately prior to 





2. U.S. C. A. $1117 provides, in part: 

“When a violation of any right of the registrant of a mark registered in the 
Patent Office shall have been established in any civil action arising under this 
chapter, the plaintiff shall be entitled, subject to the provisions of sections 1111 
and 1113(1) (b) of this title, and subject to the principles of equity, to recover 
(1) defendant’s profits, (2) any damages sustained by the plaintiff, and (3) the 
costs of the action. The court shall assess such profits and damages or cause the 
same to be assessed under its direction. In assessing profits the plaintiff shall be 
required to prove defendant’s sales only; defendant must prove all elements of cost 
or deduction claimed. In assessing damages the court may enter judgment, accord- 
ing to the circumstances of the case, for any sum above the amount found as actual 
damages, not exceeding three times such amount. * * *” 
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filing suit, in which case defendants would have had no opportunity 

to comply with said demand. Moreover, if defendants in good faith 

believed they were not infringing plaintiff’s trademark, their continued 
use of the accused mark would not in itself make them guilty of 

“deliberate and willful” infringement. 

It will be noted that there is no evidence of any actual confusion 
resulting in a sale of any of defendants’ products to one who believed he 
was buying plaintiff’s product. Plaintiffs failed to prove fraud or a palming 
off by defendants of any article to persons who believed they were buying 
plaintiff’s product. While the absence of fraud or palming off does not 
undermine a finding of unfair competition, Champion Plug Co. v. Sanders, 
331 U.S. 125, at 130, 73 USPQ 133, 136 (37 TMR 323); Federal Trade 
Commission v. Winsted Hosiery Co., 258 U.S. 483, 493-494 (11 TMR 277) ; 
G. H. Mumm Champagne v. Eastern Wine Corp., 142 F.2d 499, 501, 61 
USPQ 337, 339-340 (34 TMR 196), the character of the conduct giving 
rise to the unfair competition is relevant to the remedy which should be 
afforded. An accounting will not be ordered merely because there has been 
an infringement. Champion Plug Co. v. Sanders, supra, at 131, 73 USPQ 
at 136 (37 TMR 323). As under the trademark act of 1905, under the 
present act® an accounting has been denied where an injunction will 
satisfy the equities of the case. Champion Plug Co. v. Sanders, supra. 
The same is true in the case of unfair competition. Straus v. Notaseme 
Co., 240 U.S. 179, 181-183 (6 TMR 103). We consider it material that the 
bulk of defendants’ appliance business is conducted through sales to its 
customers based upon specifications. From all the facts we find that the 
likelihood of damage to plaintiff or profit to defendants due to any mis- 
representation seems slight, and that in view of these various circumstances 
“the injunction will satisfy the equities of the case.” Champion Plug Co. v. 
Sanders, supra, at 131, 73 USPQ at 136. 


To the same effect is J. C. Penney Co. v. H. D. Lee Mercantile Co., 
120 F.2d 949, at 958, 50 USPQ 165, 174, where the court said: 


“The instances of palming off proved were not instances of actual 
customer deception. * * * They were sufficient to entitle plaintiff to 
an injunction, so that probable deception of actual customers would 
not occur. But, in order to subject defendant to the burden of a 
reference, plaintiff was required to satisfy the court of its ability to 
establish some actual, material customer deception. The extent of the 
damages would necessarily be a matter for determination on the 
reference, but the certainty of damage must, as in any other case, 
have been foundationally established in the hearing before the court. 
In a case of unfair competition, the court will endeavor to adapt its 
relief to the general equities of the particular situation, as nearly as it 
is possible to do so.” 


In Century Distilling Co. v Continental Distilling Corp., 205 F.2d 
140, at 144, 98 USPQ 43, 47, the court said: 


3. 15 U. 8. C. A. §§ 1051-1127. 
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“We agree that in a proper setting—one in which there could be 
no showing of pecuniary harm to the infringed—it may be the appel- 
late court’s duty to vacate an order of accounting, even after fifteen 
years’ litigation.” 

In Hemmeter Cigar Co. v. Congress Cigar Co., 118 F.2d 64, at 71, 49 
USPQ 122, 128 (31 TMR 182), the court said: 

“There will be no accounting ordered as prayed in paragraph 
eleven, for the reason that no actual wrongful intent to injure appel- 
lant has been shown, and no substantial damage seems yet to have 
been inflicted upon appellant from the use by appellee of the trademark 
PORTINA CHAMPS.” 

Accordingly we conclude that the decree, insofar as it grants an injunc- 
tion, should be affirmed with costs and in all other respects reversed. It is 


so ordered. 





KITCHEN-QUIP, INC. v. SUNBEAM CORPORATION 
Appl. No. 6026 — C.C.P.A. — March 30, 1955 


TRADEMARK ACT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Applicant sought registration of its mark SALAD-MASTER for food shredders 
and slicers and was opposed by the manufacturer of kitchen appliances under the 
name MIXMASTER on theory that its MIXMASTER has a food slicer and chopper which 
attaches to its kitchen appliance. However concurrent use of the involved marks is 
not likely to cause deception or confusion since they do not look alike nor sound 
alike and the items are sold through different channels. 

Opposition proceedings No. 29388 by Sunbeam Corporation v. Kitchen- 
Quip, Inc. Application Serial No. 528,131 filed July 8, 1947. Applicant 
appeals from decision sustaining opposition. Reversed; O’Connell and 
Worley, Judges, dissenting without opinion. 

Case below reported at 43 TMR 121. 

Townsend F. Beaman, of Jackson, Michigan (Robert J. Patch, of Washing- 
ton D. C., and Lewis B. Lefkowitz of counsel) for applicant-appellant. 
McCanna & Morsbach, of Rockford, Illinois and Mason, Kolehmainen, 

Rathburn & Wyss, of Chicago, Illinois (Walther E. Wyss and George 

R. Clark, of Chicago, Illinois and John F. McCanna, of Rockford, 

Illinois of counsel) for opposer-appellee. 

Before O’CONNELL, JOHNSON, WorLEY, CoLE and Jackson (retired), Asso- 
ciate Judges. 
JOHNSON, Judge. 

On May 27, 1954, we sent to counsel for the parties here involved a 
decision affirming the decision of the Examiner-in-Chief, acting for the 
Commissioner of Patents, Judges Johnson and Cole dissenting, sustaining 
the decision of the Examiner of Trademark Interferences denying registra- 
tion of appellant’s mark in a trademark opposition proceeding. 

In accordance with our practice, the decision was withheld from formal 
publication pending the exercise of appellant’s right to file any petition 
permissible under the rules of the court. 
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In due course, a petition for rehearing was filed by appellant. Appel- 
lee filed objections thereto. Rehearing was ordered and the case was 
reargued. 

We have re-examined the record and have reconsidered the case in the 
light of the original and supplemental papers and have concluded that we 
erred in affirming the decision of the Examiner-in-Chief, acting for the 
Commissioner of Patents. 

Consequently, the conclusion stated in our original decision of May 
27, 1954, is withdrawn and this decision is submitted for it. 

The application of appellant, Kitchen-Quip, Inc., is for the registra- 
tion on the principal register of the mark sALAD MASTER for use on “hand 
operated food shredders and slicers having several interchangeable rota- 
table cutting cones.” The mark was first used by appellant in November 
1946, and at the time of taking testimony had been continuously used for 
five years. At that time approximately 170,000 of the devices had been 
manufactured and approximately 160,000 had been sold in the United 
States, Canada, Mexico, and Hawaii by a direct, i.e., house-to-house, method. 

Appellee, opposer, the Sunbeam Corporation, manufactures and sells 
household kitchen appliances, including a food chopper, food slicer and 
shredder which is an attachment for appellee’s electrically driven kitchen 
appliance sold under the trademark mIxMAsTER. Its mark MIXMASTER has 
been in continuous use since September 1930 under registration issued 
August 20, 1935, for “food mixers, fruit juice extractors, mayonnaise 
makers, drink mixers, meat grinders and food choppers, food slicers and 
shredders, ice crushers, potato peelers, can openers, mechanically oper- 
ated colanders, coffee grinders, pea shellers, and attachments for operating 
ice cream freezers.” Appellee contends that the marks here involved are so 
similar that their concurrent use would be likely to cause confusion or 
mistake or to deceive purchasers; and that “hand operated food shredders 
and slicers having several inter-changeable rotatable cutting cones” are 
goods of the same descriptive properties and identical with appellee’s food 
chopper, food slicer and shredder attachment to its kitchen appliance 
upon which opposer’s mark is used. 

Appellant denies the similarity of the marks, and also denies that the 
articles possess the same descriptive properties inasmuch as appellee’s 
food chopper, food slicer and shredder apparatus is designed to be used 
solely in the form of an attachment to appellee’s electrically driven device 
known as a MIXMASTER, 

The tribunals of the Patent Office sustained the opposition under 
Section 2(d) of the Trademark Act of 1946, which reads: 

Sec. 2. No trademark by which the goods of the applicant may be 


distinguished from the goods of others shall be refused registration 
on account of its nature unless it * * * 








(d) Consists of or comprises a mark which resembles a mark or 
trade name previously used in the United States by another and not 
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abandoned, as to be likely, when applied to the goods of the applicant, 

to cause confusion or mistake or to deceive purchasers. * * * 

We have given careful consideration to the arguments of counsel and 
to the briefs of the parties and are of the opinion that the concurrent use 
of the involved marks on the goods of the parties would not be likely to 
cause mistake or confusion or to deceive purchasers. 

Both parties have cited many authorities to sustain their arguments, 
but this court has repeatedly held that prior decisions are of little value 
in an opposition proceeding because each case must rest upon its own dis- 
tinctive facts, and that likelihood of confusion from similar marks is 
largely a matter of opinion. This court has also repeatedly held that the 
likelihood of confusion of the purchasing public, as to origin of the goods 
it purchases because of the similarity of marks, is the test applied in 
opposition proceedings, and that the marks must be considered in their 
entireties. North Star Manufacturing Co. v. Wells Lamont Corporation, 
39 C.C.P.A. (Patents) 764, 193 F.2d 204, 92 USPQ 128 (42 TMR 220), 
and cases therein cited. 

Appellant’s apparatus is operated by hand. Appellee’s apparatus is 
operated by being attached to an electrically operated mixer. Appellant’s 
product is sold by solicitors through house-to-house canvassing while ap- 
pellee’s product is sold through retail stores. 

Both marks contain the word MAsTER. One has the prefix of the two 
syllable word saLap while the other has the one syllable word mix as its 
prefix. The presence of the suffix MASTER in appellee’s registered mark 
MIXMASTER and in the words SALADMASTER, which appellant seeks to have 
registered, does not preclude registration of appellant’s mark in view of 
the dissimilarity of the prefixes. Certainly SALADMASTER and MIXMASTER 
do not look alike and they do not sound alike. When viewed as a whole, 
we do not think the concurrent use of the marks on the goods of the parties 
is likely to cause confusion or mistake or to deceive purchasers. 

For the reasons above stated, the decision appealed from is reversed. 

JACKSON, Judge, sat for Garrett, Chief Judge. 

O’CONNELL and Wor ey, Judges, dissent. 





MISHAWAKA RUBBER AND WOOLEN MANUFACTURING 
COMPANY v. BATA NARODNI PODNIK (by change 
of name SVIT NARODNI PODNIK) 


No. 6088 — C.C.P.A. — Decided April 28, 1955 


TRADEMARK Act or 1946—IN GENERAL 


Opposer appeals from decisions of Patent Office dismissing opposition based 
on its well known trademark consisting of a circular red ball dise and the notation 
BALL BAND used on rubber goods, including tires where applicant seeks in this 
country, based on a Czechoslovakian registration, registration of a circular red disc 
with a letter B superimposed thereon for tires, rim liners. 
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Opposers goods are sold throughout the world and over $5,000,000 has been 
expended in advertising. Decisions of Patent Office were based on theory that goods 
of parties were sufficiently differentiated to make confusion unlikely and also that 
the letter B had small projections which distinguished it from mark of opposer. 


TRADEMARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


Side by side comparison not true test since public rarely has opportunity to so 
compare. Tiny projections on applicant’s B not sufficient to distinguish and might 
well be opening wedge to suggest to unwary a connection with opposer, Appli- 


eant’s argument that it has common right to appropriate dominant features of 
mark because it is a “weak” mark invalid. 


TRADEMARK AcT or 1946—TITLE—ABANDONMENT 


Failure of opposer to renew two registrations of mark on tires does not con- 
stitute abandonment where mark is used on other articles and use of said mark by 
applicant can not forestall the natural expansion of opposer’s business so as to 
again include tires. Both parties engaged in same line of business. 


TRADEMARK ACT OF 1946—REGISTRABILITY—GOODS OF DIFFERENT CLASSES 
Goods of entirely different character may originate from same source and bear 
identical trademarks, if competing marks resemble one another in sound meaning 
or appearance protection should be afforded, and therefore the decision of the 

Commissioner of Patents is reversed. 

Opposition proceeding No. 29531 by Mishawaka Rubber and Woolen 
Manufacturing Company v. Bata Narodni Podnik (by change of name, 
Svit Narodni Podmk), application Serial No. 560,959 filed July 9, 1948. 
Opposer appeals from decision of Examiner in Chief of Patent Office dis- 
missing opposition. Reversed; Johnson, Judge, dissenting without opinion. 

Case below reported at 44 TMR 89. 

Miles D. Pillars, of Washington, D. C. (Eugene M. Giles, of Chicago, Illi- 
nois, of counsel) for appellant. 
Pierce, Scheffler & Parker (Ralph E. Parker of counsel) of Washington, 

D. C., for appellee. 

Before Garrett, Chief Judge, and O’ConNELL, JoHNSON, WorLEY and 

Cote, Associate Judges. 

O’CoNNELL, Judge. 

This is an appeal from the decision of the Examiner-in-Chief of the 
United States Patent Office, acting by delegation of authority for the 
Commissioner of Patents and affirming the decision of the Examiner of 
Trademark Interferences, 98 USPQ 284 (44 TMR 89), dismissing appell- 
ant’s opposition to the registration by appellee of a composite mark com- 
prised of the letter “B” superimposed upon a circular bali-like background, 
colored red, and used on “Pneumatic tires, inner tubes and tire insertion 
pieces.” 

The record is silent as to the applicant’s use of its mark in the com- 
merce of the United States, and the application, filed under sections 44(d) 
of the Act of 1946, is based on the foreign registration, No. 10,528 of 
record, which was applied for and granted on the same day, April 2, 1948, 
in Czechoslovakia, for use there on the goods thus listed in said registration: 


1) Bata, narodni podnik, (National Enterprise) Zlin. 
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2) Manufacture of leather, footwear and leather goods of all kinds 
and exploitations of the industrial and other rights of the nationalized 
enterprises incorporated in the “Bata, narodni podnik”, Zlin. 

3) Pneumatic tires, inner tubes and tire insertion pieces. (Italics sup- 
plied.) 

Thereafter appellee filed an application for registration of said Czech- 
oslovakian mark in the United States Patent Office, July 9, 1948, only for 
use, however, with a part of the goods of appellee hereinbefore described ; 
namely, pneumatic tires, inner tubes, and tire insertion pieces, known as 
rim liners. 

Appellant, Mishawaka Rubber and Woolen Manufacturing Company 
of Indiana, herein referred to as Mishawaka, has been successfully engaged 
since 1886 in the production and sale of “soft” rubber products and predi- 
cated its opposition upon its prior use and ownership of two trademarks 
or group of registrations, such as (1) its principal mark, a circular ball-like 
dise, colored red, registered respectively on May 28, 1901, No. 36,471; 
April 20, 1915, No. 103,909; May 24, 1927, No. 228,151; April 12, 1938, 
No. 356,086; and (2) the equally well-known notation BALL-BAND, printed 
in large and bold black face letters, or capitals, registered January 19, 1897, 
No. 29,476; April 2, 1901, No. 36,151; and November 23, 1948, No. 504,111. 

The term BALL-BAND was derived from the rubber or leather band at 
the top of boots sold by Mishawaka and the red ball imprinted on the lug 
or straps thereof for pulling on the boots. The application for registration 
filed in 1892 states: 

Said trademark consists of the arbitrarily-selected word-symbol or 
compound word BALL-BAND. 
In the facsimile filed herewith there is shown a wool boot having 

a dark band at the top thereof, as well as having dark straps, the strap 
on the side of the boot represented having thereon in white letters 
the trademark word BALL-BAND, as well as a representation of a ball 
or circular figure. Said circular figure, as used by said company, as 
an additional distinguishing mark or brand, is generally, for the 
purpose of giving the same greater prominence, woven by using warp 
of red color into both straps. 

It is asserted, and shown in appellant’s exhibits of record, that Mish- 
awaka for years has used in the extensive advertising of its goods the 
slogan LOOK FOR THE RED BALL. 

Appellant Mishawaka has sold through 44,000 dealers in the Unitel 
States, advertised as BALL BAND dealers, and otherwise through catalogues 
and regular sales channels throughout the world, including Czechoslovakia, 
more than a half billion dollars worth of its merchandise ; $500,000,000 in 
footwear and $5,000,000 in rubber floor mats and cushions for automobiles. 
Such articles were sold throughout the world under both of Mishawaka’s 
trademarks hereinbefore described and specifically include or have in- 
cluded : 


e¢ bs footwear made of rubber and of combinations of rubber and 
fabric and of rubber and leather,—namely boots, shoes, overshoes, 
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arctics, gaiters, rubbers, footholds, locker sandals, overs, canvas shoes, 
casual and novelty shoes, also rubber soles and heels, wool boots, knit 
gaiters, knit wool bootees, insoles, and wool socks. 
* » * * * 

* * * saloshes and rubbers, socks, stockings, garters, and separable 
fasteners of the slider-controlled type, and has used said trade mark 
on rubber tires and other products made wholly or partly of rubber, 
said trade mark having been and being prominently displayed upon 
the opposer’s goods in a generally circular form, and upon the pack- 
ages containing same, and in the advertisements thereof, and at the 
stores in which the opposer’s goods were and are handled, displayed, 
and sold, and the opposer contemplates continuing to use its said trade- 
mark in like manner on such goods and on other goods and articles. 
(Italies ours.) 


The articles deseried in appellee’s foreign registration denote that it 
is engaged in the same line of business as that of appellant, Mishawaka, 
although specific articles produced by the latter may differ at times from 
those of appellee. The extent of appellee’s use of the mark in Czecho- 
slovakia or elsewhere has not been established and appellant observes in 
its brief that appellee “seeks registration solely on the basis of registration 
in its place of domicile,—Czechoslovakia,—presumably with the intention 
of distributing its goods here.”* 

“Commercial magnetism”? was engendered in an extensive measure 
in the world-wide sale of the goods of Mishawaka due not only to the 
fine quality of the products marketed by Mishawaka but also to the effective 
results of five million dollars ($5,000,000) judiciously spent by Mishawaka 
in advertising its goods. 

Neither party took testimony. In lieu thereof, appellant, Mishawaka, 
filed stipulated facts agreed to by appellee. Both of the parties filed briefs 
and were represented at the hearings in the Patent Office. 

There can be no dispute that the circular red dise or red ball back- 
ground appropriated for use in its trade mark by appellee is no different 
from the red ball or circular background previously used in its trade mark 


1. Industrial organizations operating on a modern basis are known to have manu- 
facturing plants and offices both here and abroad. However, this court in determining 
the validity of a trade mark does not indulge in presumptions with respect to the appli- 
cant’s intentions. Appellee may have resort to the procedure sanctioned by International 
Agreements with respect to foreign registrations and rely upon the measure of protection 
afforded them in this country in accordance with conventions entered into by the United 
States. Masters, Wardens, Searchers, etc. v. Cribben and Sexton Co., 40 O.C.P.A. 
(Patents) 872, 202 F.2d 779, 97 USPQ 153 (43 TMR 634). See also article 517, Customs 
Regulations, and sec. 526 of the Tariff Act of 1930. 


2. Mishawaka Mfg. Co. v. Kresge Co., 316 U.S. 203, 205, 53 USPQ 323, 325-326 
(32 TMR 254). “The Protection of trade marks is the law’s recognition of the psycho- 
logical function of symbols. If it is true that we live by symbols, it is not less true that 
we purchase goods by them. A trademark is a merchandising short-cut which induces 
a purchaser to select what he wants, or what he has been led to believe he wants. The 
owner of a mark exploits this human propensity by making every effort to impregnate 
the atmosphere of the market with the drawing power of a congenial symbol. Whatever 
the means employed, the aim is the same—to convey through the mark, desirability of 
the commodity upon which it appears. Once this is attained, the trade mark owner has 
something of value. If another poaches upon the commercial magnetism of the symbol 
he has created, the owner can obtain legal redress.” [Italics ours. ] 
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by Mishawaka for generations. Nor is there any further dispute that the 
capital “B” in the newcomer’s mark is the first initial or capital letter 
in each of the two words BALL BAND which appellant has likewise used in 
combination with the red ball on its wares or separately in advertising 
display down through the years. 

The court is asked here to take judicial notice of the familiar and 
readily accessible fact that established manufacturers of rubber goods, 
such as Goodyear Tire & Rubber Company, B. F. Goodrich Company, and 
Firestone Tire and Rubber Company manufacture and sell not only 
automobile tires and tubes but also rubber heels, rubber boots, galoshes, 
overshoes, sponge rubber padding (mattresses, upholstery), and the like. 
These goods as a class, it is asserted, are considered by the purchasing 
public as “closely related items” or “goods of the same general kind to 
which a mark would bear a natural trade significance” since they fall 
within the field of goods manufactured and sold by kindred rubber 
companies. 

A favorable decision was rendered in favor of Bata by the Examiner 
of Trade Mark Interferences who, having formally acknowledged in his 
decision that, based upon its foreign registration, “it appears that the 
applicant also manufactures footwear,” and furthermore that “it is com- 
mon knowledge that some rubber manufacturers make a large variety of 
products, many of which are so totally different from one another as to 
have nothing in common,” nevertheless held: 

The wide differences in the goods of the parties alone are deemed 
sufficient to obviate any reasonable likelihood of confusion, or decep- 
tion of purchasers ; however, it is not necessary to rely on the differences 
in the goods alone for obviating a likelihood of confusion since the 
marks also contain differences which are quite substantial, as the 
projecting tail-like elements, and the initial letter “B” contained in 
applicant’s mark is not present in opposer’s mark. These differences 
in the marks together with the wide differences in the goods are 
cumulative in their effect, and are clearly deemed to be such as to 
enable their contemporaneous use for the goods involved, without 


any reasonable likelihood of confusion, or mistake, or deception of 
purchasers. 


The Examiner-in-Chief reviewed the decision of the examiner with 
approval and concluded: 


In the instant case applicant’s mark is clearly dominated by the 
fanciful form of the letter “B” which includes the comet or tail-like 
projections from the stem and to the left of the “B” and outside of 
the red circle. This renders the mark as a whole quite unlike opposer’s 
mark and clearly distinguishable therefrom. I also agree with the 
examiner that the goods of the parties are not the same and that 
the differences in the marks and in the goods are cumulative to such 
an extent as to obviate any reasonable likelihood of confusion as to 
the origin of the goods. 


Mishawaka wholly disagrees with that conclusion. It argues with 
emphasis that no purchaser of the goods could envision those small lines 
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on a mark applied to an automobile tire, and that no person, meterologist, 
or otherwise, would be able to see or associate the described little pro- 
jections as having a comet tail effect, with or without the aid of a 
microscope, citing Guggenheim v. Cantrell & Cochrane, 56 App.D.C. 100, 
10 F.2d 895 (16 TMR 81). The applicant’s mark applied to a tire is 
apparently about three-fourths of an inch in diameter. The letter “B” 
which is superimposed thereon has a dimension of even less than that, 
and the three little projections could scarcely acquire a distinguishing 
feature which transforms the ordinary letter “B” into something else 
of fanciful design. 

The original Examiner of Interferences in the first Patent Office 
action involved in these proceedings had refused registration of appellee’s 
mark on the ground that the applicant’s letter “B,” as it is printed here 
in script with some small projections, was in conflict with prior marks 
of record also consisting of the letter “B,” printed in block type. In 
overcoming that rejection before a subsequent Examiner of Interferences, 
the applicant successfully argued thus: 

* * * Comparing the marks themselves it is believed apparent that the 

red circular background with the script “B” and comet tail effect 

presents an entirely different impression from that conveyed by the 
block “B” in a square border outline of the reference mark, so that 
here again if the marks were seen by the average customer on 
the respective goods displayed side by side there would be no possi- 
a of confusion due to the essentially different impression conveyed 
y them. 


That suggestion appears to have persisted as the basis of the con- 
curring decisions of the Patent Office. Side by side comparisons of 
composite marks may be resorted to by the experts of the Patent Office 
in evaluating the dominant parts of the respective marks of competing 
vendors so as to determine the significance with which such analyzed parts 
endow the mark when combined and considered as a whole, as they are 
so considered by the purchasing public. Miles Laboratories, Inc. v. Foley 
& Co.,32 C.C.P.A. (Patents) 714, 144 F.2d 888, 68 USPQ 64 (34 TMR 335). 

When it comes to trademarks, the views of the experts in the Patent 
Office or elsewhere do not necessarily establish, however, that the purchas- 
ing public would recognize, analyze, and be guided by the same under- 
standing and consideration of the marks. In re Duvernoy & Sons, Inc., 
41 C.C.P.A. (Patents) 856, 212 F.2d 202, 101 USPQ 288 (44 TMR 831). 
The following excerpt from Schering & Glatz, Inc. v. Sharp & Dohme, Inc., 
32 C.C.P.A. (Patents) 827, 831, 146 F.2d 1019, 64 USPQ 394, 397 (35 
TMR 46), is deemed worthy of repetition: 

_ This raises the point as to who constitutes the public in the 

instant case. 

The statute provides protection for people who have occasion to 
engage in the purchase of goods. The trade mark law is made not 


only for the protection of experts, but also for the public in general— 
the vast multitude which includes the ignorant, the unthinking, and 
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the credulous, who, in making purchases, do not stop to analyze, but 

are governed by appearances and general impressions. See Florence 

Mfg. Co. v. J. C. Dowd & Co., 178 F. 73, 75 (1 TMR 289). 

People who constitute the purchasing public seldom have an oppor- 
tunity to make a side-by-side comparison of the marks of competing vendors. 
Buyers could hardly be expected to know in the instant case of the existence 
of the newcomer’s mark or of its goods. A universal pattern by which 
this and other courts have been guided in the past in trade mark cases 
was thus stated by Chief Justice Smyth in Coca-Cola Co. v. Chero-Cola Co., 
(1921) 51 App. D.C. 27 (11 TMR 252) 273 F. 755: 

* * * To require that the line which separates marks should be well 


defined is not to ask too much, since the field from which a person 
may select a mark is almost limitless * * * 


Of course, if the two marks were placed together, or if a person’s 
attention was in some other way directed to them, there would be 
no difficulty in apprehending the difference between them. This, how- 
ever, is not the way to make the test. Ordinarily the prospective 
purchaser does not carry more than a faint impression of the mark 
he is looking for. If the article offered to him bears a mark having 
any resemblance to the one he is thinking of, he is likely to accept it. 
He acts quickly. He is governed by a general glance. The law does 
not require more of him. * * * 

The three projections or furbelows employed with applicant’s “B,” 
printed in script, follow a common practice in the printing art with respect 
to letters of the alphabet, and nowise obscure, diminish, or detract from 
the natural and essential character of the letter ‘‘B’’ merely to signify 
the presence in the firm of the original Bata, for whom Svit has now been 
substituted Those little lines, otherwise of no special significance, have 
been developed in the final decision of the Patent Office in fanciful design 
as ‘‘comet or tail-like projections’’ which overshadows and supplants the 
real attributes of ‘‘B’’ as a letter of the alphabet. Letters of the alphabet 
in every day usage, as Mishawaka correctly points out, are commonly 
capitalized and embellished with ornate lines and flourishes for use as 
monograms, signet rings, and so-called illuminated type employed in news- 
papers, magazines, and advertising literature. Nobody is thereby impressed 
with them as something consisting of the unusual or fantastic. 

These letters are superimposed, like appellee’s ‘‘B,’’ on a background 
of color to such an extent that neither the ‘‘B’’ nor the red background 
upon which it is printed, standing alone, would be attractively distinctive 
or significant in the field of trade marks without the benefit of vast sums 
of money spent for advertising in their exploitation. Mishawaka R. & W. 
Mfg. Co. v. Panther-Panco Rub., Co., Inc., 153 F.2d 662, 68 USPQ 232 (36 
TMR 30). Mishawaka has spent five million dollars ($5,000,000) for that 
purpose. The result of that expenditure may account for appellee’s persis- 
tence in claiming the ‘‘B”’ in its trademark for Bata, when Bata has long 
since departed, and Svit has taken its place in appellee’s organization. The 
red ball and the two ‘‘B’s’’ in BALL BAND have attained world renown and 





Vol. 45 T. M. R. MISHAWAKA v. BATA NARODNI PODNIK 1117 


have been made valuable and magnetic in the markets for soft rubber 
goods by extensive advertising and use. 

The use of such a ‘‘B’’ might well be the opening wedge appellee has 
hit upon to suggest to the unwary and the gullible a connection with 
Mishawaka’s world-wide distribution of its goods. Such methods are 
prohibited not only by the explicit terms of section 2 of the Act of 1946 
but Mishawaka’s marks here in issue under somewhat similar circum- 
stances were vigorously protected by the Supreme Court under the Act 
of 1905. Mishawaka Mfg. Co. v. Kresge Co., 316 U.S. 203, 53 USPQ 323 
(32 TMR 254). The same laws likewise apply to Mishawaka’s trademarks 
under the Act of 1946. Steele v. Bulova Watch Co., 344 U.S. 280, 287, 95 
USPQ 391, 394 (48 TMR 57). 

Appellee’s reliance upon the alleged fact that it has a common right 
to appropriate not only the dominant features of appellant’s marks, the 
red ball, but also to use the letter ‘‘B’’ superimposed thereon, because each 
of such marks is a ‘‘weak’’ mark is without merit. Mr. Justice Holmes 
long ago suggested in the rejection of such arguments that the weakness 
of a mark used by a previous owner is not a valid ground upon which to 
appropriate it and injure him as well as deceive the purchasing public as 
to the origin of the goods. Coca-Cola Co. v. Koke Co., 254 U.S. 143 (10 
TMR 441). A strong and fanciful mark is entitled to broad protection. 
Sunbeam Furniture Corp. v. Sunbeam Corp., 191 F.2d 141, 90 USPQ 43 
(41 TMR 818). Yale Electric Corp. v. Robertson, 26 F.2d 972 (18 TMR 
321). But appellee does not qualify in that respect. 

There is no basis from the evidence produced in the record of this 
ease for the concurring conclusions of the tribunals of the Patent Office 
that there is anything distinguishing or legally distinctive in the respective 
line of goods in which the parties to this litigation are engaged, a distinction 
which would alert an ordinary, unwary purchaser to the fact that the 
goods which he carries home are not the goods of Mishawaka. 


The last of the two Examiners of Interferences, hereinbefore described, 
in his decision stated, as hereinbefore noted, that it appears, in addition 
to automobile tires and tubes, ‘‘the applicant also manufactures footwear,’’ 
the principal item of merchandise which Mishawaka admittedly has 
marketed on a world-wide basis for many years prior to the newcomer’s 
entry into the field. 

That holding of the examiner was not reversed by the Examiner-in- 
Chief, and under the established rule of the Patent Office so frequently 
invoked by its officials against the applicant in other cases, the holding 
is to be regarded here as one which has been affirmed by the Acting Com- 
missioner. The Solicitor for the Patent Office in a similar situation res- 
pecting a statement by the Primary Examiner in another case here 
submitted for decision, correctly pointed out that such a statement must 
be accepted as accurate, since the applicant has offered no evidence to 
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controvert or refute it, citing. In re Thayer, 31 C.C.P.A. (Patents) 1224, 
143 F.2d 996, 62 USPQ 305, and numerous other cases. 

In any event, an industrial organization, such as appellee Svit, engaged 
in the production of articles from soft rubber, as distinguished from hard 
rubber products, may, in the natural expansion of its business, engage not 
only in the manufacture of rubber tires but also the manufacture of foot- 
wear, etc., without the necessity of applying for and procuring a separate 
registration covering each particular and additional item. Celanese Corp. 
of America v. E. I. duPont de Nemours & Co., 33 C.C.P.A. (Patents) 948, 
154 F.2d 146, 69 USPQ 101 (36 TMR 133). On this point appellant 
Mishawaka aptly states in its brief: 


Moreover, the respective goods are not dissociated with one another 
in the respect that they are merely incidental or specialties in the lives 
of purchasers, and of little intimacy or concern to them. 

Almost everyone generally uses rubbers, rubber overshoes or 
galoshes or rubber boots and likewise most everyone uses tires, either 
on their automobile, bicycle or tractor. The purchasers thereof are of 
substantially the same class. The goods of Opposer and of Applicant — 
are of the same rubber type, and are similar in nature, utility and 
in their respective uses. They are not remotely related but are quite 
similar in class. 

This appears to have been the view of the Examiner-in-Chief who 
merely regarded them as ‘‘not the same’’ * * * and it is submitted 
that the differences in the goods are not such as to inspire any question 
or uncertainty on the part of ordinary purchasers as to whether or 
not they may have come from one source. 


It was observed in the decision of the final examiner that because 
Mishawaka did not renew its registration of its two involved trade marks 
for use on rubber tires and tubes it thereby abandoned its marks forever 
for such use, despite the fact that Mishawaka continued to use them as 
always on a wide variety of other articles made from soft rubber which 
Mishawaka sold in large volume throughout the world. The rule thus 
applied in the Patent Office to the facts of the case at bar is not and never 
was the law. 

Appellee may not by its appropriation of appellant’s marks previously 
used for a presently discontinued article of merchandise thereby forestall 
the natural expansion of appellant’s business so as to include again the 
article in question. See Bulova Watch Co. v. Steele, 194 F.2d 567, 92 USPQ 
266 (42 TMR 299), affirmed 344 U.S. 280, 95 USPQ 391 (483 TMR 57). See 
also Continental Distilling Corp. v. Old Charter Dist. Co., 188 F2d 614, 87 
USPQ 365 (41 TMR 34). Mr. Justice Holmes writing in a case wherein 
the composite unabandoned mark BEECH NUT had not been used by its 
owner for a period of years had occasion there to correct the decisions of 
the lower federal courts and to hold no abandonment of the involved mark 
had been thus effected and denied its appropriation by a newcomer who 
sought to exploit the original owner’s rights: 


Therefore the fact that the goods were once associated with it 
has vanished does not end at once the preferential right of the 
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proprietor to try again upon goods of the same class with improve- 

ments that renew the proprietor’s hopes Beech-Nut Co. v. P. Lorillard 

Co., (1927), 273 U.S. 629, 682 (17 TMR 159). 

There is no escape from the conclusion, based upon the unqualified 
facts of record, that the contesting parties in the instant litigation are 
engaged in the same line of business, that while the articles respectively 
produced by them may differ from time to time, nevertheless all of such 
articles are of the class usually produced by the manufacturers of soft 
rubber and ordinarily originate in the same industry. The differences in 
such articles nowise require the registration of a separate mark or marks 
to identify all of such respective articles. This court recently approved the 
following language quoted as an excerpt in the case of The Alligator Co. v. 
Larus & Bro. Co., Inc., (1952) 39 C.C.P.A. (Patents) 939, 944, 196 F.2d 
532, 93 USPQ 436, 439 (42 TMR 562), regarding the legal effect of the 
pertinent statutory language in the Act of 1946: 

* * * Tt is no longer necessary to establish that the goods of the 
parties possess the same descriptive properties, as was previously 
required under Section 5 of the Trademark Act of 1905, and it has 
been held by the Patent Office in ex parte matters that the new 
section provides a more flexible test which will require refusal of 
registrations in cases where there is likelihood of confusion, mistake 
or deception, even though the goods fall into different categories * * *. 
In other words, articles of merchandise which are entirely different 

from one another, may originate from the very same source and bear the 
identical trade mark which will be protected in such use under the law. 
The latest statement to that effect by the Acting Commissioner of Patents 
has been officially and correctly reported in Behr-Manning Corp. v. Super- 
Cut, Inc., 101 USPQ 418 (44 TMR 1191) : 

In determining whether there is likelihood of confusion, one is 
not concerned merely with confusion in goods; the question is whether 
goods are of a nature which purchasers might reasonably assume to 
come from same source. 

We cannot blind ourselves to the unqualified fact that almost all 
branches of modern industry manufacture a widely diversified list of 
articles which are distributed to the purchasing public at home and abroad 
under one or more trade marks applied singly or collectively to the goods 
as in the case at bar. The authorities hereinbefore cited exemplify a long 
line of cases which have acknowledged that fact and have refused to 
eliminate the likelihood of confusion where the marks of competing vendors 
closely resemble one another in sound, meaning, and appearance, respec- 
tively, or in combination. That principle is one of the oldest in trade mark 
law, and in accordance therewith we recently rejected the trade mark of 
the newcomer attached to substantially identical goods, on the ground 
that the mark was confusingly similar in meaning to that of the prior and 
competing owner in the field, although the newcomer’s mark otherwise 
differed completely in sound and appearance. Hancock v. The American 
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controvert or refute it, citing. In re Thayer, 31 C.C.P.A. (Patents) 1224, 
143 F.2d 996, 62 USPQ 305, and numerous other cases. 

In any event, an industrial organization, such as appellee Svit, engaged 
in the production of articles from soft rubber, as distinguished from hard 
rubber products, may, in the natural expansion of its business, engage not 
only in the manufacture of rubber tires but also the manufacture of foot- 
wear, etc., without the necessity of applying for and procuring a separate 
registration covering each particular and additional item. Celanese Corp. 
of America v. E. I. duPont de Nemours & Co., 33 C.C.P.A. (Patents) 948, 
154 F.2d 146, 69 USPQ 101 (36 TMR 133). On this point appellant 
Mishawaka aptly states in its brief: 


Moreover, the respective goods are not dissociated with one another 
in the respect that they are merely incidental or specialties in the lives 
of purchasers, and of little intimacy or concern to them. 

Almost everyone generally uses rubbers, rubber overshoes or 
galoshes or rubber boots and likewise most everyone uses tires, either 
on their automobile, bicycle or tractor. The purchasers thereof are of 
substantially the same class. The goods of Opposer and of Applicant 
are of the same rubber type, and are similar in nature, utility and 
in their respective uses. They are not remotely related but are quite 
similar in class. 

This appears to have been the view of the Examiner-in-Chief who 
merely regarded them as ‘‘not the same’’ * * * and it is submitted 
that the differences in the goods are not such as to inspire any question 
or uncertainty on the part of ordinary purchasers as to whether or 
not they may have come from one source. 


It was observed in the decision of the final examiner that because 
Mishawaka did not renew its registration of its two involved trade marks 
for use on rubber tires and tubes it thereby abandoned its marks forever 
for such use, despite the fact that Mishawaka continued to use them as 
always on a wide variety of other articles made from soft rubber which 
Mishawaka sold in large volume throughout the world. The rule thus 
applied in the Patent Office to the facts of the case at bar is not and never 
was the law. 

Appellee may not by its appropriation of appellant’s marks previously 
used for a presently discontinued article of merchandise thereby forestall 
the natural expansion of appellant’s business so as to include again the 
article in question. See Bulova Watch Co. v. Steele, 194 F.2d 567, 92 USPQ 
266 (42 TMR 299), affirmed 344 U.S. 280, 95 USPQ 391 (48 TMR 57). See 
also Continental Distilling Corp. v. Old Charter Dist. Co., 188 F2d 614, 87 
USPQ 365 (41 TMR 34). Mr. Justice Holmes writing in a case wherein 
the composite unabandoned mark BEECH NUT had not been used by its 
owner for a period of years had occasion there to correct the decisions of 
the lower federal courts and to hold no abandonment of the involved mark 
had been thus effected and denied its appropriation by a newcomer who 
sought to exploit the original owner’s rights: 


Therefore the fact that the goods were once associated with it 
has vanished does not end at once the preferential right of the 
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proprietor to try again upon goods of the same class with improve- 

ments that renew the proprietor’s hopes Beech-Nut Co. v. P. Lorillard 

Co., (1927), 273 U.S. 629, 632 (17 TMR 159). 

There is no escape from the conclusion, based upon the unqualified 
facts of record, that the contesting parties in the instant litigation are 
engaged in the same line of business, that while the articles respectively 
produced by them may differ from time to time, nevertheless all of such 
articles are of the class usually produced by the manufacturers of soft 
rubber and ordinarily originate in the same industry. The differences in 
such articles nowise require the registration of a separate mark or marks 
to identify all of such respective articles. This court recently approved the 
following language quoted as an excerpt in the case of The Alligator Co. v. 
Larus & Bro. Co., Inc., (1952) 39 C.C.P.A. (Patents) 939, 944, 196 F.2d 
532, 93 USPQ 436, 439 (42 TMR 562), regarding the legal effect of the 
pertinent statutory language in the Act of 1946: 

* * * Tt is no longer necessary to establish that the goods of the 
parties possess the same descriptive properties, as was previously 
required under Section 5 of the Trademark Act of 1905, and it has 
been held by the Patent Office in ex parte matters that the new 
section provides a more flexible test which will require refusal of 
registrations in cases where there is likelihood of confusion, mistake 
or deception, even though the goods fall into different categories * * *. 
In other words, articles of merchandise which are entirely different 

from one another, may originate from the very same source and bear the 
identical trade mark which will be protected in such use under the law. 
The latest statement to that effect by the Acting Commissioner of Patents 
has been officially and correctly reported in Behr-Manning Corp. v. Super- 
Cut, Inc., 101 USPQ 418 (44 TMR 1191): 

In determining whether there is likelihood of confusion, one is 
not concerned merely with confusion in goods; the question is whether 
goods are of a nature which purchasers might reasonably assume to 
come from same source. 

We cannot blind ourselves to the unqualified fact that almost all 
branches of modern industry manufacture a widely diversified list of 
articles which are distributed to the purchasing public at home and abroad 
under one or more trade marks applied singly or collectively to the goods 
as in the case at bar. The authorities hereinbefore cited exemplify a long 
line of cases which have acknowledged that fact and have refused to 
eliminate the likelihood of confusion where the marks of competing vendors 
closely resemble one another in sound, meaning, and appearance, respec- 
tively, or in combination. That principle is one of the oldest in trade mark 
law, and in accordance therewith we recently rejected the trade mark of 
the newcomer attached to substantially identical goods, on the ground 
that the mark was confusingly similar in meaning to that of the prior and 
competing owner in the field, although the newcomer’s mark otherwise 
differed completely in sound and appearance. Hancock v. The American 
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Steel & Wire Co. of N. J., etc., 40 C.C.P.A. (Patents) 931, 203 F.2d 737, 
97 USPQ 330 (43 TMR 957). 

There is authority for the proposition that a single letter of the 
alphabet may constitute a valid trade mark and the owner’s monopoly 
therein protected in courts of law and equity. McLean v. Fleming, 96 U.S. 
245, 254; Crystal Corp. Etc. v. Manhattan Chemical Mfg. Co., Inc., Etc., 
22 C.C.P.A. (Patents) 1027, 75 F.2d 506, 26 USPQ 5 (25 TMR 194). 
Rosenblum v. Rosenblum, 253 F. 863, 864 (9 TMR 52); Autoline Oil Co. 
et al. v. Indian Refining Co., Inc., 3 F.2d 457, 462 (15 TMR 191). In econ- 
sidering the realities of the case, we are at a loss to know what a customer 
would say in calling for the appellee’s goods. He could no longer call for 
a ‘‘Bata’’ tire, because Bata is no longer with the firm. If the customer 
asked for a ‘‘B’’ tire, he might well receive a recap, or one of inferior grade, 
since ‘‘B’’ has been understood in the trade to denote an article of inferior 
quality. The Brown-Brockmeyer Co. v. Westinghouse Elect. Corp., 39 
C.C.P.A. (Patents) 1050, 1055, 197 F.2d 871, 94 USPQ 165, 168 (42 TMR 
748). 

Min all probability, such a customer, if he knows of appellee’s mark 
and merchandise, will call for a tire described by him, according to its 
trade mark, as the ‘‘B’’ brand, with the ‘‘B’’ mounted on a red circular 
dise, or red ball; the same as the predominant red ball which Mishawaka 
has registered and developed on a worldwide basis by great expenditure of 
money for advertising. 

Prior to Congressional enactment of the Trademark Act of 1946, the 
House and Senate Committees on Patents recommended passage of the 
proposed legislation and the Senate Committee report* contained the 
following statement with respect to the basic purposes of the bill: 


The purpose underlying any trade mark statute is twofold. One 
is to protect the public so it may be confident that, in purchasing a 
product bearing a particular trade mark which it favorably knows, 
it will get the product which it asks for and wants to get. Secondly, 
where the owner of a trade mark has spent energy, time, and money 
in presenting to the public the product, he is protected in his invest- 
ment from its misappropriation by pirates and cheats. This is the 
well-established rule of law protecting both the public and the trade 
mark owner, * * * 
The Supreme Court noted in Mishawaka Mfg. Co. v. Kresge Co., supra, 


that shoppers and buyers have a right to rely on standard brands and to 
do so free from hazards or designs laid by newcomers to trap the unwary. 
That rule should apply here. 

For the reasons hereinbefore stated, the decision of the Commissioner 
of Patents is reversed. 

Wor.ey, Judge, concurs in the conclusion. 

JOHNSON, Judge, dissents. 


3. Senate Committee Report on Lanham Trademark Bill, Senate Report No. 1333, 
79th Congress, 2d Section, Submitted May 14, 1946, incorporating report of The House 
Committee on Patents. See also Robert, The New Trade-Mark Manual, page 266. 
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RAND McNALLY & COMPANY v. CHRISTMAS CLUB 
No. 5893 — Commissioner of Patents — June 14, 1955 


TRADEMARK ACT OF 1946—CANCELLATION PROCEDURE—IN GENERAL 
Petitioner seeks to cancel 1927 registration of CHRISTMAS CLUB for a maga- 
zine issued quarterly because of likelihood of damage if registration is permitted 
to become incontestable since petitioner uses the phrase in question to describe its 
own Christmas savings plan. Petitioner states it does not object to registrants 
use of term but simply wants to protect its own right to the continued use of 
term: CHRISTMAS CLUB. 


EFFECT OF REGISTRATION—PRINCIPAL REGISTER—INCONTESTABILITY 
Incontestability does not broaden rights of trademark owner and acquisition 
of incontestable right to use mark on periodical will not give registrant any greater 
offensive weapon against petitioner than it had previously. 
TRADEMARK AcT oF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 


CHRISTMAS CLUB not descriptive of magazines of general interest containing 
occasional advertisement of its Christmas savings plan. 


Evidence fails to show likelihood of damage to petitioner and therefore petition 
is refused. 


Cancellation proceeding by Rand McNally & Company v. Christmas 
Club, Registration No. 225,139 issued March 15, 1927. Registrant appeals 
from decision of Examiner of Interferences sustaining petition. Reversed. 
Schroeder, Merriam, Hofgren & Brady, of Chicago, Illinois, for petitioner- 

appellee. 


Eugene T. McQuade and E. C. Sanborn, of New York, N. Y., and 8S. F. 


Meltzer for registrant-appellant. 


Leeps, Assistant Commissioner. 

A petition has been filed to cancel Registration No. 225,139, issued 
March 15, 1927.1 The registration shows the term CHRISTMAS CLUB regis- 
tered for a magazine issued quarterly. The Examiner of Interferences 
sustained the petition and recommended cancellation. Respondent has 
appealed. 

The record shows that both parties sell Christmas savings plans, which 
they refer to as CHRISTMAS CLUB SYSTEMS, and both provide to their cus- 
tomers printed matter, including bank books, ledger pages and cards, 
receipts, coupon books, advertising flyers and brochures, as necessary parts 
of the systems. 

CHRISTMAS CLUB is a term in common use for Christmas savings plans, 
and both petitioner and respondent agree that neither has any exclusive 
rights to use the term to identify a Christmas savings plan or on supplies 
or in advertisements distributed in connection with such plan.” 


1. Renewed, and published in accordance with Sec. 12(c) on February 15, 1949. 


2. On August 23, 1921 respondent registered under the 1920 Act the term CHRISTMAS 
cLuB (Reg. No. 146,028) for printed books, pamphlets, posters, cards, advertising cards 
and circulars, and on December 27, 1921 it surrendered the registration for cancellation 
on the ground of non-exclusive use of the term. 

In 1937 the Federal Trade Commission issued a cease and desist order against 
respondent in connection with representations of exclusive rights in the term for Christ- 
mas savings systems, 
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Since about 1926 respondent has published a magazine entitled cHRIST- 
MAS CLUB. The magazine contains chiefly information and writings of 
general interest, but some references to and advertisements of respondent’s 
Christmas savings system appear from time to time. The magazine appar- 
ently was first published quarterly, according to the registration; later it 
was published monthly; and at the time testimony was taken it was pub- 
lished monthly from October through June. Its circulation of approxi- 
mately four thousand copies per issue is limited to respondent’s customers 
of its Christmas savings system and to others who request the periodical. 


Petitioner has never published a comparable periodical in connection 
with its Christmas savings system. Its use of the term CHRISTMAS CLUB 
has been limited to use as the name of the plan on the above mentioned 
supplies and promotion materials which it provides to customers. 


Petitioner has known of respondent’s registration involved here since 
1938, but took no action in connection with it until this proceeding was 
filed in 1952. According to petitioner’s brief, it “instituted this proceeding 
because of the likelihood that it would be damaged if the registration sought 
to be canceled remained on the register and became incontestable.” Peti- 
tioner further asserts in its brief: 

“Petitioner in the present case has no objection whatsoever to 
respondent’s continued use of its trade mark. The respondent’s busi- 
ness will therefore not be damaged in any way. All the petitioner 
wants is the right to continue to use the term CHRISTMAS CLUB in the 
same way as it has done in the past and to be sure that respondent 
will not interfere therewith by acquiring and asserting an incontestable 
right.” 

These statements seem to reflect a misconception of the effect of a 
registration of a mark, the right to the use of which has become incon- 
testable. The effect of “incontestability” is a defensive and not an offensive 
effect. To put it another way, when the right to use a given mark has 
become incontestable, the owner’s rights in the mark are in no wise broad- 
ened, but he is free from challenges of his right to continue to use the mark 
to identify and distinguish the goods recited in the registration, subject 
only to the defenses and defects enumerated in Section 33(b) of the statute. 
In the present case if respondent’s right to use its mark to identify and 
distinguish its periodical becomes incontestable, the petitioner’s rights will 
not be adversely affected, nor will the scope of respondent’s rights be ex- 
panded. Petitioner may continue to do that which it has been doing. Both 
parties may continue to use the term CHRISTMAS CLUB, in its primary sense, 
as the name of their Christmas savings plans, and to distribute supplies and 
promotion material bearing CHRISTMAS CLUB as the identification of the 
plan. In addition, respondent may continue to use the mark CHRISTMAS 
cLuB to identify and distinguish its periodical from periodicals of others, 
and it may retain its registration for a periodical. Acquisition of an 
incontestable right to use the mark on a periodical as a result of the filing 
of an affidavit in accordance with Section 15 will not provide respondent 
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with an “offensive weapon” of any greater magnitude than that which it 
has had since the registration issued in 1927. 

Petitioner contends, and the Examiner of Interferences found, that 
CHRISTMAS CLUB is descriptive of the contents of the periodical. An exam- 
ination of the contents of issues which are in evidence does not support 
such a finding. Whatever may have been its original weakness, however, 
I incline to the view that the respondent’s use of the mark for about 
a quarter of a century as the title of its magazine containing matter of 
general interest, with an occasional advertisement of its savings plan, is 
sufficient to remove it from the “merely descriptive” category. Nor does 
the fact that the periodical has a limited circulation alter this view, since 
if it means to those who receive it a magazine put out by respondent, that 
is enough. 

Petitioner argues that it will be damaged by the registration “be- 
cause it would be precluded in the future from publishing a magazine 
of this type to advertise its products should it desire to do so.” The regis- 
tration does not and cannot interfere with petitioner’s right to publish a 
magazine, or to refer in such magazine to CHRISTMAS CLUB in its primary 
sense. The registration will merely preclude petitioner from adopting 
and using CHRISTMAS CLUB as the title of such a periodical as it might pos- 
sibly decide to publish at some remote time in the future, if such adoption 
and use is likely to result in confusion, mistake or deception. 

No facts are found from which damage to petitioner can be presumed. 

The decision of the Examiner of Interferences is reversed. 


Ex parte RIVERA WATCH CORPORATION 


Commissioner of Patents — July 8, 1955 


TRADEMARK AcT or 1946—REGISTRABILITY—SURNAMES 

If a mark is primarily merely a surname in one circumstance it is so in all 
circumstances, and fact that mark does not appear on application as the name 
of any person connected with applicant is not material. Terms “primary” and 
“secondary” have well understood meanings in trademark law; in construing 
“primary” in Section 2(e) of 1946 Act one should draw on that meaning. Trade- 
mark is such only if used in trade, and when used in trade it must have some 
impact upon purchasing public which should be evaluated in determining whether 
or not primary significance of word when applied to a product is a surname sig- 
nificance; if it is and it is only that, then it is primarily merely a surname. 

Test of whether trademark is primarily merely a surname is its primary 
significance to the purchasing public. 

Average member of purchasing public would not believe RIVERA, used on 
watches, to be a surname. 


TRADEMARK AcT or 1946—REGISTRABILITY—-IN GENERAL 
Patent Office does not grant exclusive use, but merely recognizes within 
boundaries delineated by statute rights which have been acquired as a result 
of use. 
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TRADEMARK ACT OF 1946—REGISTRABILITY—SURNAMES 
Trademarks today seldom indicate personal origin. Courts have recognized this 
fact and have frequently circumscribed right of a person to use his own name in 
his own business when natural result of such use is likely to lead to confusion. 
Congress also recognized it in enacting 1946 Act (Sec. 33(a)) by limiting defense 
of use of one’s own name in his own business to use otherwise than as a trademark. 
Application for trademark registration by Rivera Watch Corporation, 
Serial no. 632,390 filed July 10, 1952. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Reversed. 
Harold B. Hood, of Indianapolis, Indiana, for applicant. 


LeEEDs, Assistant Commissioner. 


Application has been filed to register RIVERA, displayed in a stylized 
script with a paraph extending from the initial “R” beneath the rest of 
the word, for watches. Use is claimed since June 18, 1952. Registration 
has been denied on the ground that RIVERA is primarily merely a surname, 
and applicant has appealed. 


Applicant admits that rivera is, in fact, a surname, but contends 
that it is not primarily merely a surname within the meaning of the 
statute, particularly since it is a Spanish word meaning a small stream 
or rivulet. 


The examiner’s position is stated as follows: 


“* * * the question is whether the surname meaning of a word 
is its primary meaning, and the alternative meaning of the word 
can only be given weight insofar as it is sufficiently well known to 
replace the surname significance in the public mind. The examiner 
does not believe that the Spanish meaning of the word RIVERA accom- 
plishes that purpose.” 

* * * * * 

“It is believed that the public would readily recognize the word 
as a surname, whereas it could not be expected to be aware of a some- 
what obscure foreign language meaning. As a result, the primary 
significance of the word is a surname.” 

* * * * * 

“The primary meaning of a word is its principal or ordinary 
one, that is, the meaning which is most prominent and most likely to 
be recognized readily.” 

* * * * * 

“When a word is regarded to be primarily a surname, the grant- 
ing of exclusive use to one person is prohibited by the Trademark 
Act of 1946, for such exclusive use would interfere with the rights 
of the bearers of the surname, regardless of the number of persons 
bearing the name, and regardless of the manner in which the name 
may happen to be displayed.” 


The decisions interpreting the phrase “primarily merely a surname” 
are not altogether consistent, nor do they establish clear guide lines for 
future determinations. 

In Ex parte Dallioux, 83 USPQ 262 (39 TMR 965) (Com’r., 1949), 
ANDRE DALLIOUX was held not to be primarily merely a surname and there- 
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fore registrable, since it comprises the entire name of an individual in 
which the surname was not unduly emphasized. 

In Ex parte Kimberly-Clark, 83 USPQ 437 (39 TMR 1064) (Com’r., 
1949), KIMBERLY-CLARK was held to be unregistrable, since it is a com- 
bination of two surnames, and it is clearly apparent that each is primarily 
merely a surname. 

In Ex parte Reeves Brothers, Inc., 84 USPQ 19 (40 TMR 79) (Com’r., 
1949), REEVES was held to be unregistiable, since it is primarily merely a 
surname. It was stated that “The fact that other meanings may exist 
does not necessarily indicate that a word would ordinarily have other 
than its primary meaning, and the fact that lexicographers or others might 
recognize a possible unusual meaning is not controlling. * * * The situation 
here presented is not similar to that of surname, the meaning of which 
would not immediately be clear, even as applied to particular products. 
The meaning naturally attributed to it by the public would, in my opinion, 
be that of a surname, and as used in this application, it is clearly a 
surname and would be recognized as such.” 

In Ex parte Goodall-Sanford, Inc., 88 USPQ 26 (40 TMR 263) 
(Com’r., 1950), cELLINI was held to be unregistrable on the ground that 
it is primarily merely a surname. 

In Ex parte The Wayne Pump Company, 88 USPQ 437, 440 (41 
TMR 379) (Com’r., 1951), wayne was held to be unregistrable on the 
ground that it is primarily merely a surname, even though it is also a 
geographical name, as well as a name having historical significance. Appli- 
cant’s argument that WAYNE is a rare or uncommon surname was disposed 
of by the following statement: “Aside from the fact that WAYNE is not 
considered a rare or uncommon surname, nothing is found in the language 
of the statute or elsewhere making a distinction between rare surnames 
and common surnames. A rare and uncommon surname used as a surname 
and nothing else may be even more primarily merely a surname than 
others.” 

In Ex parte Stylofede Corporation, 92 USPQ 388 (42 TMR 449) 
(Com’r., 1952), wrnpsor was held not to be primarily merely a surname, 
but primarily a geographical name. 

In Sears, Roebuck & Co. v. Watson, 96 USPQ 360 (43 TMR 506) 
(C.A. D.C., March 12, 1953), 3 c HiaaINs was held to be unregistrable 
(affirming the decisions of the District Court and the Commissioner) on 
the ground that HiGemNs without the initials is primarily merely a surname 
and the initials are not sufficient to prevent the mark from consisting of 
“primarily merely a surname.” The court referred to the conclusions 
reached in the Andre Dallioux case, apparently with approval. 

In Ex parte I. Lewis Cigar Mfg. Co., 98 USPQ 265, 266, 267 (44 
TMR 66) (C.C.P.A., June 24, 1953), s. SEMENBERG & Co’s. was held to 

be unregistrable on the ground that it is primarily merely a surname. 
The court said: “It seems to us that SEIDENBERG is clearly a surname which 
can have no other meaning or significance than that of a surname. Nor 
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do we believe that the addition of the single initial is sufficient to remove 
it from that category. Further, the addition of the expression & Co’s., 
whether it be in the abbreviated and possessive form present here, or in 
the usual form, cannot be held to distinguish or relate to anything except 
the surname SEIDENBERG.” The court in referring to the decision of the 
Commissioner in the DALLIOUX and HIGGINS cases, stated: 

“Tt seems to us that the Patent Office, in the difficult task of 
fairly interpreting the involved section, has adopted an inconsistent 
standard in its consideration of the two marks cited above. It would 
appear that had the reasoning employed in the Higgins case; namely, 
that HIGGINS constituted the dominant part of the mark, been consist- 
ently employed, then that reasoning, when applied to ANDRE DALLIOUX, 
would necessarily have resulted in its rejection because DALLIOUX is, 
in our opinion, the dominant part of that mark. 

“Conversely, it seems to us that the initials in the Higgins mark 
should have received equal consideration to that given ANDRE in the 
DALLIOUX mark. We strongly doubt that Congress intended such a 
decisive distinction to be made between initials and given names in 
determining whether a mark is primarily merely a surname.” 

In Schnefel Bros. Corp. v. Crosston, 102 USPQ 442, 443 (45 TMR 319) 
(Com’r., 1954), where the mark crossToNn was involved it was observed by 
way of footnote: 

“The application was originally filed for registration on the 
Principal Register, but registration was refused on the ground that 
the mark was ‘deemed to be primarily merely a surname.’ Although 
it does appear to be the surname of the applicant, it is extremely 
doubtful, in my opinion, that when used as a trademark it would be 
recognized by the purchasing public as a surname. Under such cir- 
cumstances, I entertain considerable doubt that it is ‘primarily merely 
a surname’ within the meaning of Section 2(e) of the statute.” 


It is apparent from the foregoing that the interpretations leave much 
to be desired in establishing a pattern to be followed in administering the 
statutory provision. As a result, some marks are refused registration if 
they happen to be the name of the applicant or the person executing the 
papers for the applicant, whereas registration would issue if the mark 
did not appear to be the name of any person connected with the applicant. 
Such a position is untenable. If a mark is primarily merely a surname in 
one circumstance it is so in all circumstances, and vice versa. 

The legislative history of the statute, including the testimony of the 
witnesses before the Congressional Committees, is just about as confused 
as the decisional law. The first? of the series of bills which finally cul- 
minated in the Trademark Act of 1946 provided for refusal of registra- 
tion if the mark consisted of a mark which “is merely the name of an 
individual.”? 


1. H.R. 9041, 75th Cong., 3rd Sess. 

2. The reports of hearings held on March 15-18, 1938 on H.R. 9041 do not show 
any specific testimony concerning the provision. General comments appear on page 71 
of the hearings. 
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The second in the series of bills* provided for refusal of registration 
if the mark consisted of a mark which “is merely the name of an individual 
and has no other meaning.” One witness suggested an amendment to make 
it read “full name” ;* and a second witness suggested an amendment to 
make it read “merely and primarily the name of a particular person other 
than the applicant.”® On the second day of the hearings, when the Chair- 
man asked if the gentlemen who were working on phraseology of sections 
1 and 2 of the bill were ready to include the revision in the record, the 
spokesman recommended an amendment which read, “consists of a mark 
which * * * is primarily a surname.” Later it was proposed that the lan- 
guage be changed to read “merely and primarily a surname.” The subse- 
quent testimony’ is somewhat ambiguous, but it appears that the pro- 


3. H.R. 4744, 76th Cong., 1st Sess. 

4. “Mr. Thomson. In subsection (c) before the word ‘name’ insert the word ‘full.’ 
Subsection (¢) refers to the name of a living individual. Subsection (e) refers to the 
name of an individual. I think under subsection (c) where I refer to the full name that 
the Patent Office will not refuse to register ‘Thomson for Shoes’ because they have not 
secured my consent. The same language is used showing the name of an individual in 
subsection (e), and there should be some distinction made. 

Mr. Lanham. What suggestion would you make with reference to its modification? 

“Mr. Thomson. I suggest the insertion of the word ‘full’ before the word ‘name,’ 
making it read ‘full name.’ 

“Mr. Lanham. What is your reaction to that, Mr. Rogers? 

“Mr. Rogers. I do not see any objection to that at all, Mr. Chairman. 

“Mr. Lanham. You have no objection to that? 

“Mr. Rogers. Personally I think it is a good idea, unless there is objection.” Hear- 
ings on H.R. 4744, p. 18. 

5. “Mr. Rogers: * * * I would like to make a suggestion, and that is that it seems 
to me the language in subsection (e) is not altogether happy. There is a practical 
difficulty that is encountered in the Patent Office, and one which has been encountered 
in every Patent Office in the world, as far as I know, as to what is a geographical name. 
The present statute prevents the registration of geographical names as trademarks. Some 
people take the position that any name is found somewhere in the Postal Guide, and hence 
is not a registrable name. For instance, Pink, Red, Fish, Green, Greenfield, Lily Pons, 
and so forth, are all found in the Postal Guide. They are the names of individuals or 
persons and shall not be registered. There is somewhere on the earth’s surface some 
person who has any name that you can possibly think of. The result of that is that if 
literally interpreted that provision in the present Act prohibits the registrations of nearly 
any word that anybody can think of. I would suggest that subsection (e) be amended 
= read this way, and I think it carries out the same idea, and perhaps, makes it a little 
clearer: 

(1) which, when applied to the goods of the applicant, is merely descriptive of them. 

(2) when applied to the goods of the applicant, is primarily geographical and de- 
scriptive of them, except as such marks may be registrable under section 4 hereof. 

(3) is merely and primarily the name of a particular person other than the applicant. 

That is to get away from this idea of a surname. Any name can be a surname, such 
as Cotton, King, Jack, Knife, Ink, and the like, but it is not the name of any particular 
person.” Hearings on H.R. 4744, p. 39. 


6. Hearings on H.R. 4744, p. 39. 


7. “Mr. Lanham. First of all I want to thank you gentlemen for the trouble to 
which you have gone in preparing these amendments. Did you have an observation to 
make Mr. Fenning? ; 

“Mr. Fenning. Yes; I have one with respect to amendment (e). As I remember 
Mr. Rogers said this is primarily the name of a particular person other than the appli- 
cant. Now, I apprehend that that will mean the complete name of a man. In other 
words, there is no inhibition here, apparently, against registering the name ‘Wilson’ but 
there is an inhibition against the registration of the name, ‘John W. Wilson?’ 

ae Lanham. Did we not put an amendment in subsection (c) calling for the whole 
name 





1128 THE TRADE-MARK REPORTER Vol. 45 T. M. R. 


“Mr. Fenning. That is right, but here we are calling for the full name of the person 
also. So, there is no objection against registering the surname. It seems to me that we 
ought to have the ‘surname of a particular party’ rather than the name of a particular 
party in subsection (e). 

“Mr. Rogers. No; I do not think so at all. The difficulty about that is that almost 
every word you can think of is somebody’s surname, somewhere, and there has been a 
practice in the office of the Commissioner of Patents, which was born a number of years 
ago that any mark for which registration was applied, which was borne by some person, 
somewhere as a name such as Cotton, King, or whatnot, they would refuse registration 
on the ground that they were merely the names of individuals. It is perfectly all right 
to refuse registration where the name is a name of a particular individual, but where it 
falls into the general category that there might be a surname somewhere of that kind, 
that somebody somewhere may bear that name, it merely limits the field of choice. 

“Mr. Fenning. Mr. Rogers does not see the point I am making, and he does not 
mention surname in his section. 

“Mr. Rogers. The present act prohibits the registration of the name of an indi- 
vidual, and that has been construed to mean a surname. In fact, in the Court of Customs 
and Patent Appeals the name ‘Wix’ was found to be the name of somebody somewhere. 
It was found in the directory, and, therefore, it was not registrable. It was the name of 
an individual. I contended that Wix was not the name of an individual, but the name 
of a clan, but the court said that was a surname of an individual, and, therefore, it 
cannot be registered as a trade mark. So, I changed that to say primarily the name of a 
particular person. 

“Mr. Fenning. Then, if that is true, any member of a clan is a particular person 
who bears that name, so I do not think you have accomplished anything by adding that, 
except to make it possible to register a surname. We do not want to register the word 
‘Johnson’ or ‘Smith.’ 

“Mr. Rogers. No; but you do not object to registering the name Jack, King, 
Queen, or Tan. 

“Mr. Fanning. When you say the name of a particular individual that necessarily 
means that particular individual’s name. 

“Mr. Rogers. I cannot see how you come to that conclusion. 

“Mr. Fenning. We must have a surname in there if you are going to specify a 
particular individual, because when you say a particular individual you mean not merely 
his surname, but all of his name. 

“Mr. Rogers. I do not think it should be surname, because the minute you get into 
that, you get into the fact that every name you can think of is somebody’s surname. 

“Mr. Fenning. You have not accomplished anything at all by saying the name of a 
particular individual. 

“Mr, Lanham. From the standpoint of administration, Mr. Frazer, what are your 
observations with reference to this matter? 

“Mr. Frazer. It seems to me it would be rather difficult to determine in the Patent 
Office whether a name is a surname of a particular individual other than the name of 
the applicant. For instance, my name is Frazer, and I am quite sure that I am a 
particular individual, and I am sure that Mr. Rogers’ phraseology hardly meets the 
situation that he is trying to remedy. In the absence of this discussion, if that section 
were before me for interpretation, I would certainly say that it prevented the registration 
of the name ‘Johnson’ or ‘Jones,’ because it is common knowledge that the names Johnson 
and Jones are the names of a good many particular individuals. 

“Mr. Rogers. Well, if it will meet the objection, and whatever you do, you are going 
to meet something unfavorable, would this meet the situation; ‘Is merely and primarily 
a surname’? 

“Mr. Carter. How about a name which identifies the particular individual? 

“Mr. Fenning. Or, how about a given name? 

“Mr, Frazer. You say merely and primarily a surname? 

“Mr. Rogers. Yes; merely and primarily a surname. 

“Mr. Frazer. Then I would suggest that you leave out the word ‘merely.’ 

“Mr. Rogers. Well, Johnson is primarily a surname, and Cotton is not. 

‘Mr. Frazer. Yes; but when you say ‘merely’ a surname, you would prohibit the 
registration of such names as Cotton, and King, as you suggested, Mr. Rogers. 

“Mr. Rogers. Suppose we make it read: ‘Is primarily a surname’? 

“Mr, Frazer. Yes; I think insofar as the Patent Office is concerned that that would 
simplify the administration of it. 

“Mr. Rogers. Does that meet your point? 

“Mr, Fenning. Yes; but we will still have the question coming up to consider: Are 
we going to allow William to be registered, or are we going to allow John to be 
registered? 

“Mr. Rogers. Why not? 
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ponents of the legislation were in agreement that under the then existing 
law,® surnames were considered to be names of individuals, and the intent 
of the proponents was to draft a provision which would prevent a refusal 
to register only because a surname was found in a directory to be the name 
of somebody somewhere. It also appears that there was agreement that 
“Johnson” and “Jones” were considered to be “primarily surnames” and 
that “Cotton” and “King” were not. There did not, however, appear to 
be agreement as to the effect of including the word “merely.’® The bill as 
finally passed, however, provided for refusal of registration if the mark 
“consists of a mark which is primarily merely a surname.” 

In the hearings on the later bills’® no testimony on the specific provision 
was given. 

Since neither the legislative history of the statute nor the decisions 
interpreting it provide a standard for administration, it seems highly 
desirable to attempt a reconciliation of the somewhat diverse views and 
establish a test which can be consistently applied. 

The terms “primary” and “secondary” have well understood meanings 
in trademark law. In construing “primarily” in Section 2(e) of the 
statute, we should, it seems to me, draw on that meaning. A trademark 
is a trademark only if it is used in trade. When it is used in trade it must 
have some impact upon the purchasing public, and it is that impact or 
impression which should be evaluated in determining whether or not the 
primary significance of a word when applied to a product is a surname 
significance. If it is, and tt is only that, then it is primarily merely a 
surname. REEVES, HIGGINS and WAYNE are thus primarily merely surnames. 
If the mark has well known meanings as a word in the language and the 
purchasing public, upon seeing it on the goods, may not attribute surname 
significance to it, it is not primarily merely a surname. “King,” “Cotton,” 
and “Boatman” fall in this category. 

There are some names which by their very nature have only a surname 
significanee even though they are rare surnames. SEIDENBERG, if rare, would 
be in this class. And there are others which have no meaning—well known 
or otherwise—and are in fact surnames which do not, when applied to 
goods as trademarks, create the impression of being surnames. 


“Mr. Frazer. We do under the present law. 

“Mr. Fenning. Then let us know if we are going to continue it.” Hearings on 
H.R. 4744, pp. 40, 41. See also Suggestions Submitted by Chauncey P. Carter p. 186 of 
the hearings. 

8. The Act of 1905 provided that marks which consisted “merely in the name of an 
individual * * * not written, printed, impressed, or woven in some particular or distine- 
tive manner, or in association with a portrait of the individual” should not be registered. 

9. The discussions also indicate an intent to permit an applicant to register his own 
full name, but the language finally adopted in Sec. 2(e) does not necessarily permit such 
a broad interpretation. When read in conjunction with Sec. 2(c), however, such intent 
probably was expressed, although in a somewhat negative manner. 

10. H.R. 6618, 76th Cong., 1st Sess.; H.R. 102, H.R. 5461 and 8. 895, 77th Cong., 


1st Sess.; H.R. 82, 78th Cong., lst Sess.; and H.R. 1654, 79th Cong., 1st Sess., which 
became the Act of 1946. 
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“Mr. Fenning. That is right, but here we are calling for the full name of the person 
also. So, there is no objection against registering the surname. It seems to me that we 
ought to have the ‘surname of a particular party’ rather than the name of a particular 
party in subsection (e). 

“Mr. Rogers. No; I do not think so at all. The difficulty about that is that almost 
every word you can think of is somebody’s surname, somewhere, and there has been a 
practice in the office of the Commissioner of Patents, which was born a number of years 
ago that any mark for which registration was applied, which was borne by some person, 
somewhere as a name such as Cotton, King, or whatnot, they would refuse registration 
on the ground that they were merely the names of individuals. It is perfectly all right 
to refuse registration where the name is a name of a particular individual, but where it 
falls into the general category that there might be a surname somewhere of that kind, 
that somebody somewhere may bear that name, it merely limits the field of choice. 

“Mr. Fenning. Mr. Rogers does not see the point I am making, and he does not 
mention surname in his section. 

“Mr. Rogers. The present act prohibits the registration of the name of an indi- 
vidual, and that has been construed to mean a surname. In fact, in the Court of Customs 
and Patent Appeals the name ‘Wix’ was found to be the name of somebody somewhere. 
It was found in the directory, and, therefore, it was not registrable. It was the name of 
an individual. I contended that Wix was not the name of an individual, but the name 
of a clan, but the court said that was a surname of an individual, and, therefore, it 
cannot be registered as a trade mark. So, I changed that to say primarily the name of a 
particular person. 

“Mr. Fenning. Then, if that is true, any member of a clan is a particular person 
who bears that name, so I do not think you have accomplished anything by adding that, 
except to make it possible to register a surname. We do not want to register the word 
‘Johnson’ or ‘Smith.’ 

“Mr. Rogers. No; but you do not object to registering the name Jack, King, 
Queen, or Tan. 

“Mr. Fanning. When you say the name of a particular individual that necessarily 
means that particular individual’s name. 

“Mr. Rogers. I cannot see how you come to that conclusion. 

“Mr. Fenning. We must have a surname in there if you are going to specify a 
particular individual, because when you say a particular individual you mean not merely 
his surname, but all of his name. 

“Mr. Rogers. I do not think it should be surname, because the minute you get into 
that, you get into the fact that every name you can think of is somebody’s surname. 

“Mr. Fenning. You have not accomplished anything at all by saying the name of a 
particular individual. 

“Mr. Lanham. From the standpoint of administration, Mr. Frazer, what are your 
observations with reference to this matter? 

“Mr. Frazer. It seems to me it would be rather difficult to determine in the Patent 
Office whether a name is a surname of a particular individual other than the name of 
the applicant. For instance, my name is Frazer, and I am quite sure that I am a 
particular individual, and I am sure that Mr. Rogers’ phraseology hardly meets the 
situation that he is trying to remedy. In the absence of this discussion, if that section 
were before me for interpretation, I would certainly say that it prevented the registration 
of the name ‘Johnson’ or ‘Jones,’ because it is common knowledge that the names Johnson 
and Jones are the names of a good many particular individuals. 

“Mr. Rogers. Well, if it will meet the objection, and whatever you do, you are going 
to meet something unfavorable, would this meet the situation; ‘Is merely and primarily 
a surname’? 

“Mr. Carter. How about a name which identifies the particular individual? 

“Mr. Fenning. Or, how about a given name? 

“Mr. Frazer. You say merely and primarily a surname? 

“Mr. Rogers. Yes; merely and primarily a surname. 

“Mr. Frazer. Then I would suggest that you leave out the word ‘merely.’ 

“Mr. Rogers. Well, Johnson is primarily a surname, and Cotton is not. 

‘Mr. Frazer. Yes; but when you say ‘merely’ a surname, you would prohibit the 
registration of such names as Cotton, and King, as you suggested, Mr. Rogers. 

“Mr. Rogers. Suppose we make it read: ‘Is primarily a surname’? 

“Mr. Frazer. Yes; I think insofar as the Patent Office is concerned that that would 
simplify the administration of it. 

“Mr. Rogers. Does that meet your point? 

“Mr. Fenning. Yes; but we will still have the question coming up to consider: Are 
we going to allow William to be registered, or are we going to allow John to be 
registered? 

“Mr. Rogers. Why not? 
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ponents of the legislation were in agreement that under the then existing 
law,® surnames were considered to be names of individuals, and the intent 
of the proponents was to draft a provision which would prevent a refusal 
to register only because a surname was found in a directory to be the name 
of somebody somewhere. It also appears that there was agreement that 
“Johnson” and “Jones” were considered to be “primarily surnames” and 
that “Cotton” and “King” were not. There did not, however, appear to 
be agreement as to the effect of including the word “merely.”® The bill as 
finally passed, however, provided for refusal of registration if the mark 
“consists of a mark which is primarily merely a surname.” 

In the hearings on the later bills'® no testimony on the specific provision 
was given. 

Since neither the legislative history of the statute nor the decisions 
interpreting it provide a standard for administration, it seems highly 
desirable to attempt a reconciliation of the somewhat diverse views and 
establish a test which can be consistently applied. 

The terms “primary” and “secondary” have well understood meanings 
in trademark law. In construing “primarily” in Section 2(e) of the 
statute, we should, it seems to me, draw on that meaning. A trademark 
is a trademark only if it is used in trade. When it is used in trade it must 
have some impact upon the purchasing public, and it is that impact or 
impression which should be evaluated in determining whether or not the 
primary significance of a word when applied to a product is a surname 
significance. If it is, and it is only that, then it is primarily merely a 
surname. REEVES, HIGGINS and WAYNE are thus primarily merely surnames. 
If the mark has well known meanings as a word in the language and the 
purchasing public, upon seeing it on the goods, may not attribute surname 
significance to it, it is not primarily merely a surname. “King,” “Cotton,” 
and “Boatman” fall in this category. 

There are some names which by their very nature have only a surname 
significance even though they are rare surnames. SEIDENBERG, if rare, would 
be in this class. And there are others which have no meaning—well known 
or otherwise—and are in fact surnames which do not, when applied to 
goods as trademarks, create the impression of being surnames. 


“Mr. Frazer. We do under the present law. 
“Mr. Fenning. Then let us know if we are going to continue it.” Hearings on 
H.R. 4744, pp. 40, 41. See also Suggestions Submitted by Chauncey P. Carter p. 186 of 
the hearings. 
8. The Act of 1905 provided that marks which consisted “merely in the name of an 
individual * * * not written, printed, impressed, or woven in some particular or distine- 
tive manner, or in association with a portrait of the individual” should not be registered. 


9. The discussions also indicate an intent to permit an applicant to register his own 
full name, but the language finally adopted in Sec. 2(e) does not necessarily permit such 
a broad interpretation. When read in conjunction with Sec. 2(¢), however, such intent 
probably was expressed, although in a somewhat negative manner. 

10. H.R. 6618, 76th Cong., Ist Sess.; H.R. 102, H.R. 5461 and 8. 895, 77th Cong., 


1st Sess.; H.R. 82, 78th Cong., Ist Sess.; and H.R. 1654, 79th Cong., 1st Sess., which 
became the Act of 1946. 
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It seems to me that the test to be applied in the administration of this 
provision in the Act is not the rarity of the name, nor whether it is the 
applicant’s name, nor whether it appears in one or more telephone direc- 
tories, nor whether it is coupled with a baptismal name or initials. The 
test should be: What is its primary significance to the purchasing public? 
Application of this test would have resulted in the same conclusions as 
were reached in the ANDRE DALLIOUX case, the REEVES case, the WAYNE case, 
the WINDSOR case, the HIGGINS case, and the SEIDENBERG case. It might 
have resulted in different conclusions in the KIMBERLY-CLARK case and the 
CELLINI case. 

Applying the test to the mark sought here to be registered, it is not 
believed that the average member of the purchasing public would, upon 
seeing RIVERA used as a trademark on watches, be likely to think of its 
being a surname—even though it does not appear to have any meaning 
as a word in the language. The decision of the Examiner of Trademarks 
is reversed. 

It is observed that the examiner exceeded his authority in holding 
that ‘““When a word is regarded to be primarily merely a surname, the 
granting of exclusive use to one person is prohibited by the Trademark 
Act of 1946, for such exclusive use would interfere with the rights of the 
bearers of the surname * * *’? The Patent Office does not “grant exclusive 
use”, but merely recognizes, within the boundaries delineated by statute, 


rights which have been acquired as a result of use. 


11. At one time in our commercial history trademarks were marks which indicated 
personal origin of goods; and it was during that period that the case law developed 
the maxim that every man has the right to use his own name in his own business. In 
the more complex commercial society of today, however, marks seldom indicate personal 
origin. The courts have recognized this fact and have frequently circumscribed the 
right of a person to use his own name in his own business when the natural result of 
such use is likely to lead to confusion or deception of the public. Congress also 
recognized it in enacting the Trademark Act of 1946 by limiting the defense of use of 
one’s own name in his own business to use otherwise than as a trademark. (Sec. 33[a] 
of the Act) The development of the language in this section is found in H.R. 102, 
H.R. 5461, S. 585 and the Committee Print and discussed on pp. 63-74 of the hearings 
on these bills. 
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